COPYRIGHT & TRADEMARK LAW

I. COPYRIGHTS

A. Introduction

B. Requirements

1. Original Works of Authorship

1) No novelty/esthetic merit requirements

2) Alfred Bell v Catalda -- ( made mezzotint reproductions of famous works of art.  Claimed ( had copied his copies.  ( defended on basis that ( could not © his reproductions of someone else's works.  HELD:  "Original" in reference to © work means that it owes "origin" to author.  No large measure of novelty is necessary.  All that is needed to satisfy Constitution and © statute is something more than a merely trivial variation…something recognizably his own.  If distinguishable variation.  Originality means little more than a prohibition of actual copying.  Can have independent creation.  Mezzotints were versions of works in public domain.  BUT exact copy not protectable.

2. Fixation in Tangible Medium

a. Two parts of © statute implicated

1) §102 -- ('s protection comes from authorship in fixed medium of expression

2) §106(1) -- defines infringement where reproduction occurs in copies or phonorecords ( ( does not infringe unless has reproduced coyp in fixed form

3. Formalities

a. Notice -- NOW no notice requirement BUT has incentive of precluding innocent infringement when copy contains proper notice §401(d)

b. Publication -- Used to delineate C/L statutory protection.  NOW triggered by creation but has certain relevance:

1) Deposit w/ LoC mandatory only for published works §407

2) Works of Foreign Authors only protected under §104(b)

3) Duration of protection for works for hire runs from date of publication §302(c) for 95 years

4) Termination of transfers §203(a)(3)

5) Prima facie evidence of validity registration occurs within 5 years of publication §410(c)

6) Statutory damages/atty's fees available if registration preceded infriingement or if work registered w/in 3 months of publication §412

c. Registration -- has always been voluntary

1) Required prior to suit for domestic works even though not required under §411 for other Berne Convention authors

d. Deposit -- §407 requires deposit of 2 copies w/in 3 months of publication … but does not affect validity of © or author's right to bring suit.  Failure to comply only brings a fine but no other penalty.  §408 requires separate deposit with © office for © registration … failure to do so results in failure to register.

Subject Matter -- 17 USC § 102

4. §101(a) – protection subsists in original works of authorship/fixed in tangible medium of expression including (literary works, musical works, dramatic works, pantomime/choreog, PGS, MP/AV, SR, architectural).

a. Original work of authorship

1) Not novelty/esthetic merit

2) Originated with the author (independent creation) + minimal degree of creativity

a) Magic Marketing v Mailing Services (WDPA 1986):  HELD:  Envelopes not accorded © protection b/c lack originality.  Must be product of independent creation LOW threshold BUT MUST contribute more than a trivial variation.  AND narrow class of cases where even independent efforts might be too trivial (words/phrases, functional considerations, clichéd language/expressions).

b) Sebastian v Consumer Contacts (DNJ 1987): HELD:  Labels on shampoo bottles could be © where not simply a list of ingredients, directions, or catchy phrase.

3) Categories are illustrative NOT limitative – BUT different works may have different rights under §106

b. Fixed in tangible medium of expression

1) Policies:  proof/evidence of authorship, dissemination incentive, archival, ensure crystallization of work (not mere passing thought), physical boundaries (metes and bounds for property)

2) HR – No difference what form, manner, medium BUT critical concept (b/c unfixed not protected/preempted by §301)  BUT simultaneous recorded = fixed BUT evanescent ( fixed NOTE copy and phonorecord = all material objects in which © are capable of being fixed.

3) RAM copying = fixation/web pages too;  also, video games fixed in circuit boards NOT A/V works

4) §1101 – unauthorized fixation/trafficking in SR and music videos (live musical performances).  Upheld by Moghadam (11th Cir 1999) Congress had Commerce Clause power to protect unfixed work.  Q – seem to have no time limit OK?  Also same remedies as © infringer OK?

5. Idea/Expression Dichotomy (also MERGER)

a. §102(b) -- In no case does © extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery regardless of form in which described, explained, illustrated, embodied

1) HR – Does not preclude others from using ideas/information revealed by author’s work.

2) Baker v Selden -- ('s book on condensed ledger described and exhibited peculiar system of bookkeeping.  QP whether property in system of bookkeeping can be claimed by means of a book in which system is explained.

a) YES … a work on subject of bookkeeping may be subject of © BUT only as extends to expression … difference b/w book and art intended to illustrate

b) No one would contend that © of treatise would give exclusive right to the art or manufacture described therein.  Must be subject to examination of Patent Office

c) Do not apply to ornamental designs or pictoral illustrations addressed to the taste … if they are ends unto themselves.

d) BUT any person may practice and use the art itsef which has been described.  And in using the art, the ruled lines and headings of acounts must necessarily be used as INCIDENT TO IT. ( Blank account books are not the subject of ©

3) Morrissey v P&G (1st Cir 1967):  QP whether a © in contest rules.  ( argued that since substance of contest ( © and simple rule flowed from it (©.  HELD:  NO … more than one way to express.  BUT rule for ( b/c in this case, the non© subj-matter is very narrow that topic necessarily requires only one form or expression or very limited (EXHAUSTION).  Cannot checkmate the public.

4) Lotus v Borland (1st Cir 1995):  QP whether computer menu hierarchy = © subj matter.  TC sez YES b/c expressive/menu tree can be constructed using different commands/structures.  HELD:  NO a method of operation/system.

a) Not same issue as Baker b/c grids not at issue and ( ( claim monopoly over system … only the commands used to operate the computer

b) BUT foreclosed by §102(b) as MOP … means by which person operates something.  Users MUST use command terms to tel compuer what to do … not merely explanatory.  Even if some expressive choices by programmers, not © b/c of MOP.  Q is NOT whether menu incorporates any expression…rather whether MOP can change to © merely b/c expression added (i.e., ( © ab initio).  Like buttons on VCR (not labels)

5) ADA v Delta Dental (7th Cir 1997):  © found in taxonomy of dental procedures b/c organization/classification a creative endeavor and descriptions of procedures did not merge with the facts.  Not an (© system b/c people can create forms and the like/no field of practice monopolized.  ONLY cannot copy their Code book.

6) Meredith (7th Cir 1996):  Found recipe book (© b/c list of ingredients and directions.  No expressive elaboration..did not weave in expressive/creative narrative.

7) Distinguishing Idea from Expression

a) Learned Hand -- a great number of patterns of increasing generality will fit equally well … there is a point in this series of abstractions where they are no longer protected since this could prevent use of ideas

b) Goldstein -- three categories of unprotectable ideas … animating concepts; functional principles; fundamental building blocks of expression

8) Blank forms -- 37 CFR §202(1)(c) not copyrightable where designed for recording information and do not convey information

a) Bibbero v Colwell (9th Cir 1990):  “Superbills” developed for medical insurance claims copied.  DC a blank form ( ( ©.

1. Obtained registration = prima facie vaidity.  BUT blank forms that don’t convey information ( ©.  UNLESS text integrated and explanatory force.  Too much weirdness.  Follow 11th circuit “bright line” approach and if simply records information NOT ©.

b) Continental Casualty v Beardsley (2nd Cir 1958):  Pamphlet with insurance policy description/forms.  Contained prose and court said © is OK BUT what is SCOPE?  Use of specific language in insurance may be so essential (merger/efficiency).  So may only protect against exact rendition of precise wording (THIN © only).

6. Facts and Compilations

a. §101 – “compilation” a work formed by 1) collection/assembling of preexisting materials or data 2) selected, arranged, coordinated that 3) resulting work as a whole constitutes an original work of authorship.

b. §103 – Limited protection for comp/deriv work b/c does not extend to any part in which such material used unlawfully AND © in comp/deriv work extends only to material contributed by the author.

c. HR – compilation results in process of selecting, organizing, arranging previously existing material BUT derivative work is recasting, transforming, adapting one or more preexisting works and preexisting work must come w/in subj matter of ©.

1) Feist v Rural (USSC 1991): Facts are not copyrightable whereas compilations of facts generally are.  100 uncopyrightable facts do not magically change their status when gathered together.  Must have some modicum of originality (i.e., to the author) and possesses some minimal degree of creativity…possess some creative spark.  Factual compilations may possess requisite originality when chooses the order of placement and arrangement…so long as choices made independently by compiler.  Thus, subsequent compiler is free to use facts in another's compilation so long as does not contain the same selection and arrangement.  © not to reward the labor of authors but to promote progress of science and useful arts.  QP whether ( has proven that ( has copied elements of work that are original.  HERE:  selection/arrangement of white pages do not satisfy minimum standard b/c alphabetical arrangement is entirely typical if not inevitable.

2) Rockford Map v. Directory Service (7th Cir 1985):  ( map drawn from numerical data in land record books.  ( sez not enough time/effort expended to warrant ©.  NO © protects the work not the effort expended.  A small improvement is fully effective as a long novel.  Input of time is irrelevant…photograph may be © even if accidental (note…what if dog took photo…work of authorship?).

d. Factual Narratives

1) Nash v. CBS (7th Cir 1990):  ( broadcast episode of Simon/Simon using some elements of ( book on Dillinger.  TC held © material consists in presentation/exposition and not historical events.  QP – whether copied protectable matter & if took too much.  NOTE, like Harper/Nation, unpublished broad protection seems warranted published more narrow BUT only one rule can be in force.  HELD would be different if ( wrote novel that someone translated into screenplay BUT ( only took IDEAS from book.  + ( portrays book as non-fiction (all the difference?) Do not get dibs on history.  Like movies made from speculative works representing themselves as facts.  Broad lattitude to subsequent authors who use historical subject matter…but not down to own words/expression (contra 2nd Circuit Hoehling…free hand…explanatory hypotheses are just as much part of the public domain as “documented facts”…also scenes a faire like “heil hitler” indispensable to treatment of a given topic).

2) Wainright Securities v Wall Street Txcript Service (2nd Cir 1977):  ( put abstracts of ( reports b/c essentially news events.  HELD:  NO although news events ( © ( did not distinguish b/w events and expression used by analysts…used verbatim the most creative/original aspects of reports.  Pure chiseling.

e. Compilations

1) Roth Greeting Cards v United Cards (9th Cir 1970):  ( claimed infringement on illust/text of cards.  TC artwork = © but text (©.  COA HELD text too commonplace BUT all elements of the card (including art) must be considered as a whole…TOTAL CONCEPT AND FEEL the same ( © infringed.  Would be recognizable by ordinary observer as having been taken from © works.

2) NOTE:  Implies that items must have some coherence and bear relationship to other items in work.  B/C whole must be greater than sum of its (un-)protectable parts.

3) Atari v Oman (DC Cir 1992):  CoA overturned Reigister refulsal to register Breakout by (.  HELD:  arrangment may be indicative of authorship even if individual elements ( ©.

4) Bender v West (2nd Cir 1998):  ( (Bender for Declaratory Judgement) copies opinions after taking out syllabi, headnotes, keynumbers – leaving in factual information (parallel cites etc.).  NOTE:  Cannot claim © to gov’t works, so only additions/arrangments could be protectable.  QP – Whether (’s alterations to case reports (additions) demonstrate enough originality for ©.  HELD:  NO (NOTE rely heavily on DC findings of fact … not clearly erroneous).  Elements only add/rearrange preexisting facts BUT creative spark missing where industry conventions dictate selection OR author made obvious selections.  Creativity inheres in non-obvious choices among more than a few options.  ( Creativity a function of 1) # of options 2) external facts limiting viability of options 3) prior uses making garden variety.  HERE none of the individual elements or collectively show originality.  NOTE ALSO MERGER DOCTRINE IN 2nd Circuit = FN12 Cannot use merger doctrine to determine validity of © (i.e., b/c in declaratory judgement phase), only used in determining whether actionable infringement has occurred…also, actual copying not likely allowed to rely on merger (fair use/subj matter)  Per Kregos ALSO work must be “building block” type of work to be considered under merger per CCC Info v Mclean.  NOTE dissent … thinks THIN © should be granted (i.e., no verbatim digital copying) and warns against evaluating elements in isolation.  CONTRA 5th circuit uses merger in determining © ability as well as infringement.

5) Bender v West (2nd Cir 1998):  Companion case challenging page break numbers.  NO ©

6) West v Mead (8th Cir 1986):  HELD arrangement of cases was © b/c of arrangment into georaphic reporters was © BUT THIS WAS PRE-FEIST…so maybe not good enough anymore.

7) CCC Info Svcs. v. Maclean (2nd Cir 1994):  ( (CCC) took data from (’s Redbook.  TC held not © b/c facts, merger, in public domain b/c adopted by gov’t.  NO!  Even after Feist, selection/arrangment into regions is original, includes options/adjustment for milage in 5K increments, abstract “average” vehicle, and prices original b/c loose judgement/approximate.  NO merger b/c “soft” ideas infused with taste/opinion RATHER THAN ideas that undertake to advance understanding of phenomena (these keep free).  Also, copying so extensive … merger would destroy all protection … not ideas of first/building block character … statements of opinion.  Not in public domain because adopted by gov’t.

a) 9th Circuit also rejected assertions that incorporation by reference casts into public domain.

8) BellSouth v Donnelley (11th Cir en banc 1993):  Post Feist ( created lead sheets from (’s yellow page directory.  HELD:  Not © able … choice of geog/closing dates for listings b/c any such collection would have same parameters.  Also, arrangmetn entirely typical and arrangment has merged wth idea of the directory.  Result from industry standard practices.  No text/graphic material taken.  Thus, although quantitatively taken a lot, did not take any original/protectable elements

9) Mason v Montgomery (5th Cir 1992):  ( used (’s land ownership maps.  TC held not ©.  CoA REVERSE but only get damages on one map.  HELD:  Maps are capable of a variety of expressions (size/placement/dimensions) and selection/interpretation of sources.  NOTE uses merger in determining © ability, not just infringement cases.  ORIGINALITY?  YES b/c NOT a compiliation, it is a P/G/S … have an inherent pictoral/photographic nature that merits © protection AND there is sufficient selection/coordination/arrangement of facts.

f. Derivative Works

1) Batlin v Snyder (2nd Cir en banc 1976):  UNCLE SAM BANK CASE ( copied public domain bank and registered © ( sought DJ to invalidate.  QP whether TC abused discretion in granting P-Inj to ( NO!  Banks extremely similar and other differences minor or functionally made for change from cast iron to plastic version.  Must be at least some substantial variation other  than would occur in translation to another medium.  AND skill used here not enough to show how not trivial…need complexity/exactitude in order to qualify here.  DISSENT:  Don’t deny ©, just say that infringement harder to prove/weaker ©.

2) Originality Requirement (IF NEED BE, SEE pp.188-196)

a) NOTE:  This is a ©-side argument and NOT infringement argument (i.e., (’s works not original enough to support a ©.

1. Batlin – Argues creativity in RESULT

2. Bell and Alva Studios – Argues creativity in PROCESS almost sweat of brow

3. Under Batlin possible rationale is to prevent harassment of licensees of real © holder or a subsequent reproduction of public domain works.

b) Maljack v UAV (CD Cal 1997):  John Wayne movie in public domain but re-released in TV size format and soundtrack remixed to stereo. HELD:  Sufficient creativity in both elements to allow © but recognized that extending © might inhibit those who want to lawfully use public domain version.  Nonetheless, not depart from standard of “modest creativity” requirement in assessing © for derivative work.  NOTE:  Aff’d by 9th Circuit on other grounds.

g. Computer Programs (see also pp. 196-202 in re CONTU report)

1) §101 – “computer program” = set of statements/instructions used directly/indirectly in computer to bring about certain result

2) Apple v Franklin (3rd Cir 1983):  ( P-Inj denied b/c doubt as to © of s/w.  ( argued could not © o/s b/c not feasible to write their own b/c could not achieve 100% compatibility (but never attempted to write one).  1) Object code AND source code are ©-able (set of instructions…). 2) falls within category of literary works (numbers or other numerical symbols/indicia).  3) program embedded on ROM = © b/c fixed (NOT utilitarian objects/machine parts).  4) o/s = application programs in terms of ©.  Not per-se exluded by 102(b) b/c not a process/system/mop … mistakenly focusses on physical characteristics of instructions … medium is not the message … no different than video-tapes/written in English.  5)  Idea/expression dichotomy not a problem b/c focus on whether idea is capable of various modes of expression … if other methods of expressing the idea are not foreclosed as a practical matter ( merger.

h. Pictorial, Graphic, and Sculptural Works (P/G/S)

1) §101 pictoral graphic and sculptural works are protected under §102 defined as works of fine, graphic, applied art, photos, prints and art reproductions, maps, globes, charts, diagrams, models, technical drawings … insofar as their form but not their mechanical/utilitarian aspects are concerned.

a) Considered PGS… only and if and to extent that design incorporates PGS features that can be identified separately from and are capable of existing independently of utilitarian aspects of the article.  Useful article = article having intrinsic utilitarian function that is not merely to portray the appearance of article or to convey information.

b) Mazer v Stein (USSC 1954):  Identical copies of lamp bases.  HELD:  does not matter that embodied in useful objects.  Following factors irrelevant:  patentability; artist’s intent; aesthetic value of design (or lack); fact it was mass-produced.

c) §113 – Scope of rights in PGS … no greater/lesser rights in a work that portrays useful article … does not include right to prevent make/distribution/display of such articles w/ ads/commentaries related to distribution of lawfully reproduced articles.

2) What is Useful Article?

a) Masquerade Novelty v. Unique (3rd Cir 1990):  HELD:  Pig nose masks ( useful articles.  CF 2nd Cir rejected Halloween costumes as “soft sculpture” only non-© clothing.  NOTE:  Copyright Office issued Regs:  Masks = PGS (b/c portray own appearances) Costumes = Useful articles (b/c serve dual purpose of clothing the body and portray own appearance).

b) Superior Form v. Dan Chase Taxidermy (4th Cir 1995):  HELD:  animal mannequins NOT useful articles b/c designed to portray appearance of animals through artistic features inroduced by author in their creation.  Employed trad’l sculpture techniques … a form of artistic expression.  Mannequin provides creative form/expression of ultimate animal display.  Accord 2nd Circuit 1996.

3) Separability

a) Kieselstein-Cord v. Accessories by Pearl (2nd Cir 1980):  UPHOLD © in ( belt buckles.  ( sez no PGS features separate and independent of utilitarian aspects and no conceptual separation.  NO LH sez either physical or conceptual separability needed NOT both.  HERE conceptually separate sculptural elements.  Primary ornamental aspect conceptually separate from subsidiary utilitarian function.  DISSENT:  this only an aesthetically pleasing modern design and innovations of form are inseparable from function.  FUNNY b/c denies © to those who incorporate design but gives © to those who apply trite gimmickry to objects.  LH said Mazer was incorporated and that only allowed © if aspect of article was separately identifiable work … independent of useful article.  Accord Esquire (DC) denied © to shape of lighting fixture … overall design is not eligible for ©.

b) Barnhart v Economy Cover (2nd Cir 1985):  MANNEQUINS not © b/c utilitarian articles.  QP – whether they possess features artistic/conceptually separable from utilitarian dimension.  NO.  Just b/c falls in category of PGS ( lower level of scrutiny (conflicts with anti-discrimination principle of Holmes in Bleistein.  CF Kierselstein – ornamental surfaces, superimposed, wholly unnecessary to performance of utilitarian fxn.  HERE forms inextricably intertwined wth fxn (display clothes).  DISSENT:  Article must have some element physically/conceptually separable from utilitarian aspects.  Two different issues.  What does “conceptual” mean.  Possibilities:  1) Kierselstein – uphold © when PRIMARY (but little guidance) 2) whenever design has enough aesthetic appeal to be appreciated for artistic qualities (NO, rejected by Congress) 3) Temporal/mental displacement – whenever design creates in ordinary observer two different concepts that not inevitably entertained simultaneously (e.g., if artistic chair seen as chair AND art at same time … separateness does not exist … but if utilitarian function can be displaced … then separable).  DOES require some minimal inquiry into nature BUT NOT QUALITY of art.  NOTE TOO © would be limited … only protect against precise copying of design.

4) Brandir v Cascade -- Ribbon rack originating from wire sculpture.  QP whether protectable.  Needs to be physically or conceptually separable elements.

a) Barnhard test -- Examine the purpose underlying the design features at issue…if design features influenced by utilitarian considerations then not conceptually separable

b) Newman dissent Barnhart -- can be conceptually separable if the article stimulates in the mind of the beholder a concept that is separate from the concept evoked by utilitartian function.

c) Denicola test -- An attempt to identify elements whose form and appearance refelect unconstrained perspective of artist … depends on extent to which work reflects artistic expression uninhibited by functional considerations … if design elements reflect a merger of aesthetic and functional considerations, not separable.

d) HERE:  Rack influenced by utilitarian concerns…if had simply adopted one of existing sculptures as a bicycle rack…would not have forfeited © status.  Final form of rack was essentially product of industrial design.

5) Physical/conceptual separability

a) Most courts follow that EITHER will satisfy treatment

6) Utilitarian function exception applies only in the case of particluar © works … pictoral, graphic, sculptural … no counterpart in literary/musical works.

i. Architectural Works pp.247-254

1) See Also Class notes 2/9/00

2) Includes design of building embodied in tangible medium of expression including the building/plans/drawings…includes overall form and elements in design but not individual standard features §101.  For buildings before Dec 1 1990 PGS standard used.  §120 limits §102(1)(8) in two ways

a) Pictoral representations permitted if ordinarily visible from public place

b) Alterations/destruction of buildings w/o permission of author

j. Characters

1) Nichols v Universal (2nd Cir 1930):  “SPECIFICITY/FULLY DELINEATED TEST” 2 plays may correspond closely enough for infringement BUT how close is another matter.  Same could be true for characters independent of plot BUT not as mere ideas … lesser developed characters less © … penalty for “indistinct” characters.

2) Warner Bros v CBS (9th Cir 1954):  “STORY BEING TOLD TEST” ( had rights to use Maltese Falcon in MP/Radio/TV.  ( had rights to use Sam Spade and other char/names on radio EXCEPT as in Maltese Falcon.  HELD:  ( ( get rights to char outside Falcon story, $8,500 too little to show intent of author to grant everything.  If Congress had intended that sale of © in story meant had to give up use of characters … would have made special provision.  It is possible a character could “constitute story being told” BUT if ONLY A CHESSMAN … not within area afforded by ©.  Char were vehicles not go with story itself.

3) Anderson v Stallone (CD Cal 1989):  ( wrote treatment of Rocky IV BUT not © b/c Rocky I-III were protected expression INDEPENDENT from story contained.  ( treatment = infringing DW b/c based on © CHAR (so, forfeited under §103(a).  HERE:  Met specificity test of Nichols and met “story being told” test of W-Bros.  ALSO (even if ©able) , Rocky IV not substantially similar to (’s treatment.  HERE Char is most highly delineated groups of char in cinema…tremendous detail prior to appropriation…interrelationships/development central to all 3 movies ( protected when taken as a group and transposed into a sequel.  Rocky ( stock character.  NOTE:  Does not reach Q of whether any SINGLE char enough or if LESS THAN bodily appropriation.  HERE movies did not revolve around plot lines…it was character development.

4) MGM v Honda (CD Cal 1995):  HELD:  dramatic elements of car commercial substantially similar to Bond films under ©.  NOTE even though “Bond” name never used.  Character itself was infringed b/c met “story being told” and “fully delineated” tests.  People attracted to “hero in action” and not the story.  Characters visually depicted get more protection (in effect) than purely literary characters.

5) Disney v Air Pirates (9th Cir 1978):  ( cartoons w/ bawdy depictions of characters and names.  HELD:  char = ©.  “Fully delineated” requirement more so for literary characters…visual images reduce difficulty in delineating them.  Comic book character more likely to contain some unique elements of expression.

6) King Features v Fleischer (2nd Cir 1924):  ( made toy version of (’s comic-strip character.  HELD:  even though ( did not plagiarize all of comic strip or all of the principal characters, it infringed by copying sparky … reproduction in different medium does not matter.

7) Detective Comics v Bruns Publishing (2nd Cir 1940):  ( made Wonderman comics with only difference from Superman being color of uniform.  HELD:  Superman attributes ( general/unoriginal with prototypes among heroes of literature/mythology.  An original arrangement of incidents and a pictoral/literary form which precludes contention that ( ( copying.  BUT ( ( monopoly of mere character of “a” superman … he gets © for arrangement of incidents and original expression.

k. Government works

Ownership

7. Authorship Status

a. Andrien v SOCCC (3rd Cir 1991):  ( assembled maps and turned over to printer to prepare a composite.  HELD:  IS the author for © purposes when prepared by or under the authority of the author.  LIMITS = process must be rote/mechanical w/o intellectual modification/technical enhancement.  Fundamental distinction b/w original work and multitude of material objects in which can be embodied.  Here, printer acted as “amanuensis” just as a stenographer does in typing dictation.

b. Three concepts of authorship 1) conception 2) execution.  Dominant view prefers “intellectual” or conception theory of authorship AND NOT the “muscular” version (the doer).  ALSO:  “economic concept” … author finances creation/dissemination including cost of persons creating the work.

8. Works Made for Hire (economic concept of authorship)

a. §101 – WFH = 1) work prepared by employee w/in scope 2) specially ordered for collective work, MP, AV, translation, supplement, compilation, instructional text, test, answers, atlas IF PARTIES EXPRESSLY AGREE in SIGNED WRITING that work will be WFH.

b. §201(a) the individual acquires © upon creation but when created in employment context, may be multiple authors (b) employer/hiring party is considered the author and owns all rights UNLESS expressly agreed other wise in signed writing.

1) Employee-created works

a) CCNV v Reid (USSC 1989): §201(b) gives work for hire rights but §101 defines it as "work prepared by employee within scope of his/her employment."  §201(b) says if work for hire then employer deemed the author unless contrary agreement…determines initial ownership and duration §302(c) and renewal rights §304(a) and termination rights §203(a)…

1. Either (1) work prepared by employee in scope… or (2) works specially ordered/commissioned

2. HERE:  Sculpture does not fit within the categories and no written agreement

3. QP whether in scope of employment … use traditional agency law (skill required; source of instrumentalities/tools; duration of relationship; extent of discretion over when/how to work; method of payment; whether hiring party in business of work created; employee benefits; tax treatment.  HERE an independent contractor…all other circumstances against finding employment relationship.

4. BUT CCNV might be co-author if found that both prepared the work with intention that their contributions be merged into inseparable or interdependent parts of unitary whole §101.  In which case they would be co-owners per §201(a).

b) NOTE:  Even if truly an I-Contractor, other avenues to justify ownership.

1. Contribute significant effort = joint author.  Contribute all effort and IC only amanuensis = sole author.  May still obtain transfer of all rights as a condition of creation of work (BUT certain consequences as to renewal, etc.)

c) Role of K law

1. Many people commissioning works will require an assignment of rights before paying for or accepting a work

2. Work for hire status cannot be achieved by K after work is created…no way to substitute work for hire K for assignment.

d) Aymes v Bonelli (2nd Cir 1992):  ( created computer programs but not agreement as to ownership working alone in office but sometimes got instructions ( no skills to make program.  ( registered in own name CoA HELD ( WFH noting Reid can be misapplied b/c not all factors equally important and some may have little/no significance depending on facts.  GR:  Most important = control manner/means, skill required, benefits, tax, whether right to assign add’l projects.  NOTE TOO almost every court decided that IC where no benefits/taxes paid.

e) Carter v Helmsley (2nd Cir 1995):  ( sculptors sued under VARA owner of sculpture in a building.  K gave authority to ( for design/creation/installation and retain © new owners of bldg want to remove sculpture.  HERE taxes/benefits weigh strongly for ( and also provided supplies and ( employed for >2 years w/o set termination date.  Court reserved judgement on clause reserving © in (.  NOTE:  §101 – “work of visual art” does not include any WFH ( VARA doesn’t apply if WFH

2) Within the Scope of Employment

a) Under R2nd Agency, employer must show that 1) work was type which individual was hired to perform 2) creation occurred substantially w/in authorized time/space limits of job 3) actuated at least in part by purpose to serve interests of putative employer.

1. Avtec v Peiffer (4th Cir 1994/5):  Computer program developed at employee’s home after hours HELD:  Not WSE b/c not salaried, program not directly related to specific task.  Later compensation ( ©ability b/c vests at moment of fixation AND created outside time/space of job.  AND not working on way to improve efficiency of his job or ( business.

2. Cramer v Crestar (4th Cir 1995):  Program developed by bank’s director of I-Systems was WFH b/c fell w/in area of responsibility and motivated at least in part by purpose to serve bank’s interests w/in authorized time/space limits of job (even if at home, other hours, own equipment).

3. Food Lion v ABC (MD NC 1996):  ( news reporters filming investigative report while posing/hired as (’s employees.  ( prevent tapes b/c WFH and owned ©.  HELD:  NO! b/c videotaping not normally part of meatwrapper’s jobs and not motivated by desire to serve employer.

b) Teacher Exception

1. Weinstein v UofI (7th Cir 1987):  QP whether academic writings were WFH under ’76 Act.  NO.  Not produced under same compulsion implicit in WFH employment situation.  Rather, a condition of tenure, not a demand for © works.  Academic tradition since © began.  Slim CL caselaw affirms the English tradition.

2. Hays v Sony (7th Cir 1988):  Same Q.  Despite contradictory language, correct assumption that WFH did not apply to teachers.  Why? b/c no supervsion, poorly equipped to exploit writings.  So, Congress probably inadvertently abolished to teacher exception (no mention in LH).  Considering havoc, lack of fit in policy, conditions of academic production, conclude exception remains.  ALSO, not created “for” the university (i.e., at their behest)…academic freedom/sense of personal independence.

3. Vanderhurst v Colorado Mtn College (D Co 1998):  LONE DEPARTURE:  ( defined course development/preparation w/in “professional service duties” of faculty member.  Therefore “Outline” as connected directly with work employed to do and incidental to employment ( WFH.

3) Specially Ordered/Commissioned Works 

a) The Nine Categories

1. Lulirama v Axcess (5th Cir 1997):  ( agreed to provide jingles which ( would sell.  Agreement said “for hire.”  ( only did 7/50 jingles in K.  HELD:  Not WFH b/c not A/V and no other category under §101 definition.  BUT no infringement here b/c implied license.  

b) When must K be made?

1. §101(2) – parties expressly agree BUT doesn’t say WHEN

a. Schiller v Nordisco (7th Cir 1992):  K signed after creation started and not by both (only Bertel photographer did).  HELD:  Must be signed by both.  Also, statement by photographer came too late.  Written statement NOT merely a SoFrauds.  Purpose of §101(2) is to make ownership clear and definite.  Therefore writing must precede creation of property.

b. Playboy v Dumas (2nd Circuit 1995):  HELD:  Must agree before creation BUT can be either oral or implied and written document may be executed AFTER work is begun/completed.  If so, writing requirement is satisfied.  Here checks endorsed with note in legend “work for hire.”

c. Armento v. Laser Image (WD NC 1996):  HELD:  K commissioning work need not specify that WFH so long as clear from K that commissioner is to own all rights.  BUT this implicates WFH agreement as equivalent to ASSIGNMENT – Two different things.  Can recapture/terminate on assignments but not WFH.

9. Joint Works (Intellectual Concept of Authorship)

a. §101 -- Prepared with intention that contributions be merged into inseparable or inderdependent parts of unitary whole.  Requires contemporaneous collaboration or evidence that each author knew at time work created that would be integrated.  Each contribution must be ©able.  Where intent to collaborate arises AFTER creation of initial work, resulting collaboration is derivative work of initial one rather than single work of joint authorship.

b. §201(a) when authors of joint work are co-owners they enjoy undivided ownership of ©work and may exercise independently exclusive rights under §106

1) Thomson v Larson (2nd Cir 1998):  (, a dramaturg, claims to be co-author of Rent.  Childress 2-prong test:  ( must show 1) independent ©-able contribution 2) fully intended to be co-authors.  Collaboration alone ( sufficient.  Each must be independently ©able.  TRUE ( made some non-de minims contribution and “not zero.” INTENT?  Must be mutual … not strictly subjective … a nuanced inquiry into factual indicia of ownership/authorship.  ESP where one person is dominant author.  HERE:  Decisionmaking authority, billing (credit), written agreements w/ 3rd parties, add’l evidence (rejecting book writer) ALL weigh against requisite intent.  BUT do not decide whether ( still has any © interest or whether ( granted license to use material and on what terms (i.e., could be alternate routes of recovery).

10. Transfer of Copyright Ownership

a. Divisibility

1) Statutory crap

a) §101 – “transfer of © ownership” is assignment, mortgage, exclusive license, etc of anny exclusive rights EXCEPT nonexclusive license

b) §202(d) – 1) transfer can be whole/part by any means 2) any exclusive right may be transferred/owned separately and owner gets all protection/remedies

c) §204(a) – transfer of © ownership not valid unless instrument of conveyance signed by owner/agent of rights (except operation of law).

1. ownership of © or any of exclusive rights under a © is distinct from ownership of material object in which embodie.  Transfer of ownership of material object does not convey rights in © work embodied in object … nor in absence of agreement does txfer of ownership of © or any exclusive rights under a © convey property rights in any material object

2. Author of letter retains © interests in the writing

3. Addressee may view object and show to others but may not make copies/prepare derivative works/distribute the work/display publically

2) 1909 Act -- precluded formal divisibility of rights comprising a ©…owner could assign entire © to another but txfer of lesser interest was a license…and only proprietors could bring suit to enforce ©

3) 1976 Act -- elminated restrictions on formal divisibility of © right intersts §201(d)

a) Ownership of © may be transferred in whole/part by conveyance/operation of law and descendible

b) Any of exclusive rights comprised in © including subdivision of rights under §106 may be transferred and owned separately.  Owner of any particular EXCLUSIVE right is entitled to all protections as to © owner.  BMI v CBS (SD NY 1983):  Nonexclusive license had no standing to sue infringer.

c) §205 provides for voluntary recordation of transfers and sets priority rules with conflicting transfers

4) Effects Assoc v Cohen (9th Cir 1990):  ( did not pay up on K for special effects and used them anyway w/o license/assignment.  ( sued for infringement.  HELD:  §204(a) invalidates transfer unless in writing.  Common sense that creator diesn’t give away inadverently, person who wants it forced to negotiate the rights, enhance predictability/certainty of © ownership.  NO special allowances for movie industry.  ALSO  There is narrow exception whether ( had an implied license.  HELD:  YES under Oddo v Ries ( would have infringed unless a license went with it ( must be implied (in this setting).  ( No infringement claim BUT can get K damages (only one bundle in the stick). NOTE TOO for CONTRA RESULT:  Could/should interpret the K as based on condition precedent for use of © material (i.e., that payment be made before transfer effective).

b. Scope of Grant

1) Cohen v Paramount (9th Cir 1988):  QP – Whether license conferring right to exhibit film “by means of TV” includes rights to distribute videocassettes?  NO!  Terms of license = record in accordance with terms … to audiences in MP theatres/by means of TV … BUT reserves all rights except those granted to Licensee.  Videocassette reproduction NOT granted.  No windfall to ( in new medium.  CF Platinum v Lucasfilm (D NJ 1983):  expressly conferred right “by any means now/hereinafter known.”  Extremely broad and unambiguous. ( Okay to do TV show.  ALSO Rooney v Columbia Pix (SDNY 1982):  “by any present/future means now known/unknown.”  HELD ok … No reservation clauses either.

2) NOTE:  Boosey v Disney (2nd Cir 1998):  Reached contrary result…almost presuming that grant of rights to exploit a work should be construed in a reasonably all-embracing manner…based on NEW USE approach that relies on “neutral principles” of K interpretation rather than solicitude for either party.

c. Collective works

1) §201(c) -- © in each separate contribution is distinct from © in collective work and vests initially in author of contribution.  In absence of express transfer of © or rights thereunder, owner of © in collective work is presumed to have acquired only privilege of reproducing/distributing contribution as part of that particular collective work…any revision of work and later collective work in same series.

a) Tasini v NYT (SDNY 1997):  HELD:  Electronic database of old stories NOT a revision or later collective work in same series.

d. Transfer By Operation of Law

1) Community property state problems CA – Held © in works written during marriage are community property (makes spouse joint owner with full rights to license/assign rights).  LA – NO conflicts with §201 saying that © vests initially in author, so cannot simultaneously vest in both author and community.  Would be major damage to Congressional policy.

2) Beneficial Ownership – Where transferor claims to continue to have “beneficial ownership.”  §501(b) recognizes “beneficial” owner of exclusive right as having standing to sue.

a) Fantasy v Fogerty (ND CA 1987):  ( exclusive rights to ( predecessor for $/% of profits.  ( later wrote another song and ( sued for infringement.  WB (co-() argued ( was beneficial owner and since a co-owner, could not infringe.  HELD:  Yes, co-owner cannot sue co-owner BUT beneficial owner ( co-owner/author b/c have given up exclusive rights.  Now, only has economic interest in ©.  Since no independent right to use/license work, beneficial owner CAN infringe on legal owner’s exclusive rights.

Duration, Renewal, and Termination

11. Duration and Renewal

a. © Duration under ’76 Act, Amended 1998

1) Created/Unpublished After 1977

a) §302 – (a) created on/after 1/1/78 subsists from creation and life+70 (b) Jt-Wks life+70 of last surviving author. (c) anony-pseudon-WFH 95 from 1st publication OR 120 years creation (earlier)

2) Created not published/not © before 1/1/78

a) §303 -- © created before 1/1/78 NOT in public domain OR © from 1/1/78 and endures according to §302 BUT will never expire before 12/31/2002.  If published on/before 12/31/2002 © not expire before 12/31/2047.

b. 1976 Act Treatment of works 1st Published under 1909 Act

1) Renewal – see chart

2) If renewal secured in timely manner, gets 67 year renewal term.  Whereas those IN renewal term would have that term extended for total of 47 years.

3) VOLUNTARY renewal different b/c can prevent derivative use of prior grant.  Automatic renewal allows derivative work user to continue to exploit.

4) Can assign renewal term but only effective if author is alive at the time of the renewal period.

5) Automatic renewal of pre-1978 Works in 1st Term

a) 1992 – automatic renewal if in 1st term (enjoy full 95 year © term after Sonny Bono).  §304(a)(2)(B) – If voluntary renewal in 28th year, ownership of renewal vests at that time (and assignee can take it).  If happens automatically, then rights to renewal term will happen too late to effect assignment).

Date Work Created
Protected from
Term of Protection*

Created January 1, 1978 or thereafter
When the work is fixed in a tangible medium of expression
Life of the author + 70 years (or, if work of corporate, anonymous, or pseudonymous entity or work for hire, 95 years from publication, or 120 years from creation, whichever is less

Published between beginning of 1964 and end of 1977
When published with notice
28 years for first term; automatic extension of 67 years for second term

Published between 1923 and end of 1963
When published with notice
28 years for first term; could be renewed for 67 years; if not so renewed, now in public domain

Created before January 1, 1978 but not yet published
January 1, 1978, the effective date of the 1976 Act which eliminated common law copyright protection
Life of the author plus 70 years or at least until 12/31/2002 if the work remains unpublished.  If the work is published by 12/31/2002, term expires in 12/31/2047.

Published before 1923
Now in public domain


Sound recordings created  prior to February 15, 1972
Depends upon treatment under applicable state law.  “Any rights or remedies [for such works] under the common law or statutes of any State shall not be annulled or limited by this title until February 15, 2047.”  17 U.S.C. §301(c).


* Copyright terms run until the end of the calendar year in which they would otherwise expire.



12. Renewals and Derivative Works

a. Stewart v Abend (USSC 1990):  QP whether owner of derivative work infringed rights of successor wner of pre-existing work by continued distrib/pub of derivative work during renewal term of pre-existing work.  ( claim that rights of owner in © of deriv work extinguished once incorporated in deriv work if agreed to assign renewal rights.  NO  §24 of 1909 act renewal provision provided 2nd opportunity to obtain remuneration.  Can assign contingent interest in renewal term BUT NOT divest rights of widow/children.  ( when author dies before renewal term, executor gets rights … regardless of assignment … b/c author only gets expectancy to assign and DEATH terminates interest.  If assignee of all renewal rights holds nothing, then assignee of portion of renewal rights also holds nothing (unfulfilled expectancy).  Rohauer not warranted by any express provision of © act or by rationale as to scope of protetion achieved in derivative work.  (2nd Cir held owner of derivative work could continue to exploit).  Aspects of derivative work added by derivative author are that author’s property BUT element drawn from pre-existing work remains on grant from the owner.  ( gets NOTHING

b. NOTE:  §304(a)(4)(A) partially limits this result.  If no voluntary renewal made (and happens by operation of law) then even if author died before renewal term vested, Derivative work prepared under authority of grant/transfer/license made before expiration of origina term of © may continue to be used during renewed/extended term w/o infringing ©.  CF §203(b)(1) – Similar solution for derivative works preparedunder authority of terminated grant.

c. Russell v Price (9th Cir 1979):  ( distributed copy of film whose © expired.  ( sued as owners of renewal © in original play.  HELD:  For (.  © in play renewed to expire in ’69 but extended to ’88 by ’76 act.  Film © expired in ’66 (in public domain).  ( contend that since © expired on film, in public domain ( prints may be used freely.  NO!  derivative © only protects NEW material contained in derivative work ( although deriv work may enter public domain, matter contained therein still covered by © (i.e., the play) not dedicated to public.

13. Termination of transfers

1) Author may reclaim © interests that had been licensed at time of renewal.  Act lets authors and survivors reclaim © interests by granting inalienable power to terminate transfers of © rights b/w 35th and 40th year of execution of grant for works created after 1977 §203(a)(3).  If in second renewal term prior to 1978, §304(c) allows authors and families to terminate transfers b/c 56th and 61th year of © protection.  Termination of transfer rights may not be assigned in advance.


§304(c)
§203

Grants covered
a) Before 1/1/78

b) by author/designated under §304(a)(1)(C) and § 304(c)(2)

c) of renewal right in statutory ©;  of 19-year extended renewal term (or, if owner of termination right failed to exercise the right to terminate, of the 20-year 2nd extension of the renewal term)
a) On/after 1/1/78

b) by author

c) of any right under any ©

Who may exercise
Author or maj interest of statutory beneficiaries (per stirpes) to extent of author’s share

Or

In case of grant by others, all surviving grantors
Author or majority of granting authors or maj of respective beneficiaries, voting as a unit for each author and per stirpes.

Beginning of 5-year termination period
End of 56 years of © or 1/1/78 whichever is later; if owner of term right failed to exercise right at end of 56 years, another opportunity at end of 75 years of ©
End of 35 years from grant, or if covering publication right, either 35 years from publication or 40 years from grant, whichever earlier

Futher grants
Generally tenants in common with right to deal separately, except where dead author’s rights are shared, then majority action (per stirpes) as to that author’s share
Requires same number and proportion as required for termination

2) FOR SPECIFIC EXAMPLES/APPLICATIONS SEE pp.378-379 OR p 380 FOR TIMELINE

C. Formalities

1. SEE CHART pp.412-413.  ALSO, NOTE MLK CASE on what PUBLICATION meant under 1909 act.

Exclusive Rights under ©

2. §106 -- Subject to §§ 107 - 118, owner of © has exclusive rights to do and authorize any of following

a. Reproduce in copies/PRs

b. Prepare derivative works

c. Distribute copies or PRs by sale/other txfer/rental/lease/lending

d. For LITERARY, MUSICAL ,DRAMATIC, CHOREOGRAPHY, PANTOMIME, MP/AV to perform the work publicly

e. LITERARY, MUSICAL, DRAMATIC, CHOREOGRAPHY, PANTOMIME, and PGS works including individual images for MP or AV works to display publicly
f. SR to perform by means of digital audio transmission
3. Reproduce in Copies and Phonorecords

a. Close relationship b/w §106(1)-(3) and extend to all © works and independent (single act can have 3 violations).  

b. Reproduction = produce a material object in which work is duplicated, transcribed, imitated, communicated.  Not limited to exact reproduction … in whole or any substantial part (imitation/simulation).  Wide departures/variations infringe when “expression” taken.

1) Right to make copies

a) What is a copy

1. §101 – material objects other than PR in which work fixed from which can be perceived, reproduced, otherwise communicated (including the material object in which first fixed)

a. Bender v West (2nd Cir 1998):  ( CD-ROM of opinions sought to embed *-pagination to show where ( would line up.  HELD:  *-pagination ( copy of West’s reporters.  ( argue that even if page # not protectable ( embeds (’s arrangmetn of cases and allows user to perceive protected arrangement AND a work that allows perception of a protectable element = copy of compilation NO!  Location of page breaks do not result from any original creation by ( ( not protectable.  Even more fundamental, sequence of cases owes nothing to West.  ( argues user could resequence into West’s arrangement.  NO! Not infringed if machine CAN perceive arrangement only after another person uses machine to rearrange material into © holder’s arrangment.  Ther only fixed arrangement is the non-West sequence embedded on (’s CD-ROM.  Fixation refers to the material object in which work is fixed NOT another work or works that can be created, unhidden, by using tech to alter the fixed embedding.

b) Proving Infringement

1. Arnstein v Porter -- Two elements to infringement 1) ( copied and that copying went too far (improper appropriation).  Copying can be established if ( admits to it or circumstantial evidence to infer copying.

a. If no similarities … then access irrelevant

b. If some access and some similarities, whether similarities are sufficient to prove copying

c. If NO access, similarities must be so striking as to preclude independent creation

d. Once copying proven .. whether response of lay hearer shows copying and expert testimony (dissection) is irrelevant.  QP Whether ( took from ( works so much of what is pleasing to the ears of lay listeners, who comprise audience for whom music is composed that ( wrongfully appropriated something that belongs to (.

i. Dawson v Hinshaw (4th Cir 1990):  HELD computer program scrutinized by expert, toys by children, music arrangments.  Where specialized audience.

2. Infringement analysis:  Copying + Improper appropriation

a. Proof of copying: Access + similarity

i. SPLIT…some require sufficient evidence to support a reasonable possibility of access….some require no proof of access

ii. Bright Tunes v Harrisongs (SDNY 1976):  Neither of ( were conscious of the fact that they were using He’s So Fine but perfectly obvious that songs were musically identical … subconscious copying.  Access shown by #1 status in US #12 in UK.

iii. Circumstantial proof of copying

iv. Heim v Universal (2nd Cir 1946):  No inference even when song in MP and sold in sheet music b/c derived from common reference to public work and (’s variation not sufficiently distinctive to permit finding of copying

v. Sele v Gibb (ND IL 1983):  How deep is your love?  No credible evidence of access (( created in France and (’s song unpublished).  Striking similarities not enough w/o some other evidence to show work was available.

vi. Gaste v Kaiserman (2nd Cir 1988):  Upheld striking similarity w/o access when exceptionally close

vii. TY v GMA (7th Cir 1997):  Allow ( to base proof of access solely on striking similarity so long as no earlier exemplar (typically in public domain) that could have inspired both works.  Striking similarity could be evidence of access unless in public domain.

b. Infringing copying (Probative similarity v. substantial similarity)

i. To show illicit copying must demonstrate substantial similarities (could be quantity or quality) BUT must be directed at expression.  NOTE:  Similarities of facts/ideas may be enough to show copying BUT infringement holds only if copied expression.  The nature of correspondence b/w two works.

ii. Laureyssens v Idea Group (2nd Cir 1992):  Where a design contains both protectible and unprotectible elements, observer’s inspection must be more discerning.

iii. Ringgold v BET (2nd Cir 1997):  De Minimis defense?  3 Related respects 1) technical violation so trivial that law will not impose legal consequences 2) fall below quantitiative threshold of subs’tl similarity (Qualitative component concerns expression) 3) is considered in fair use as one factor balanced against others

iv. Peter Pan v Weiner (2nd Cir 1960):  Substantial similarity – Cannot say how far an imitator must depart to escape infringement.  Consider uses for which design intended.  Must estimate how far its overall appearance will determine aesthetic appeal.  Not identical but the ordinary observer unless set out to detect disparities would be disposed to overlook them and regard aesthetic appeal as the same.  That is enough.

v. Rosenthal Jewelry v Kalpakian (9th Cir 1971):  ( pin in shape of bee/gold encrusted w/jewels.  HELD:  No infringement.  Otherwise breadth of ( claim would be all jeweled bees.  ( arrangement simply a function of size/form of bee pin and size of jewels used (( couldn’t demonstrate how you’d do it otherwise).  © would effectively prevent others from manuf/selling jeweled bees (a patent-like protection).  NOTE:  Cannot say did not copy b/c too strong circumstantial facts.  BUT lose their strength b/c of lifelike creature HOWEVER cannot entirely dispose b/c subconscious copying a possibility.  ( was there use of ©-expression (vs. Idea).  HERE:  levels of abstraction … guided by preserving balance b/w competition and protection … extent of © monopoly.  Pin = IDEA but EXPRESSION appears indistinguishable.  When I+E MERGE, cannot confer monopoly on IDEA ( EXP not protected

vi. ETS v Katzman (3rd Cir 1986):  YES questions ©able not ideas NOT merged with expression BUT substantial similarities?  Would reasonable person conclude hat ( appropriated protectible expression – taking something of substance and value.  HERE:  not exact duplication BUT some are so strikingly similar to conclude copying Can find infringement in recognizable paraphrases BUT usually in context of strikingly similar works  NOT HERE.  Claim to similar structure sweeps too broadly does not prohibit use of concept/sentence structure if does not use substantially similar language.

vii. Nichols v Universal (2nd Cir 1930):  ( “Abie’s Irish Rose” ( “Cohens and Kellys”.  Think ( play too unlike ( to be infringement.  © not limited literally to text else plagiarist would escape by immaterial variations BUT when literal appropriation ceases to be the test, whole matter at large, decisions cannot help in new case.  When excise a part Q is whether it is substantial & not fair use.  When takes abstract of whole, troublesome. In a play, a great # of patters of increasing generality fit equally well…a point in a series of abstractions where no longer protected.  HERE:  No monopoly in background and CHAR were stock figures.  Even “Quadrangle” of characters not so.

viii. From Nimmer (and Nichols too?)  Fragmented literal similarity (direct quotations/close paraphrasing).  Comprehensive nonliteral similarity (structure, plot line, sequence).

c. Approaches to Substantial Similarity

i. Difference is in to what subject matter the test is applied EITHER whole of copied portions considered (Sheldon) OR remove unprotected elements (Haley).  Dissection and disqualification of un© elements gained favor ESP where result would suggest monopolization of common theme OR work is non-fiction.  OTHERS recognized that extraction of un© elements runs the risk of overlooking the particular treatment or “expressive aspect of combination” which author accords individually unprotectible elements.  Apple (9th Cir) removing un© elements would preclude © for factual compilations w/ innovative selection…nothing left?  CONTRA Altai Filtration analysis.

ii. Computer Assoc v Altai (2nd Cir 1992):  QP – Whether and to what extent “non-literal” aspects of computer program (non-code) are protected by ©.  Taken from premise that non-lit structures of lit works ARE protected by © and programs are lit works (b/c © Act sez so).  HERE scope of © protection.  1) Idea (© only expression.  S/w is process-oriented text … statements/instructions lead to result.  Processes themselves ( protected.  Baker incidents to idea/system/process that work describes ( ©.  Elements of program incidental to fxn (©.  BUT how to separate ideas/process from expression?  How to distinguish protectable expression from incidental expression?  WHELAN “overall purpose” overbroad – Idea is too high-level … everything else expression? NO  Many many ideas/subroutines 2) Subst’l Similarity Test (Abstraction/Filtration/Comparison).  A – Code/Modules/Ultimate Fxn (NOTE:  Big Q…how to determine levels?).  F – At each level of abstraction get rid of efficiency (merger/narrow range of choices) external factors (like scenes a faire, mechanical ops/compatibility/standards/practices) pub domain.  C – After sort out all allegedly infringing program golden nugget.  POLICY – Remember no “sweat of brow” not allow “lock up” have legislature make 1st move towards patents.  HERE:  NO code is left over a few lists/macros left … others in pub domain/functional, some dictated by nature of programs, org chars are obvious and scenes a faire ( NO INFRINGEMENT.

iii. Steinberg v Columbia Pix (SDNY 1987) -- Affirms two elements circumstantial evidence of access and substantial similarities as to protectible material.  HERE: access is established and substantial similarities can also be matter of FACT or LAW … HERE:  striking stylistic relationship … an ingredient of expression…devices used…NY city blocks are unusual Details could be mistaken for one another.  Cannot say a mere picture of NY b/c did not use any of familiar buildings in NY city.  No defense to say how little copied/small proportion irrelevant and not scenes a fair or incidents/settings.  While evidence of independent creation would rebut PF case, absence of ANY countervailing evidence may render clearly erroneous a finding that NOT copying.  High degree of similarity needed to dispense w/ proof of access.  Where proof of access is offered, degree of similarity may be somewhat less.  HERE ( conceded access yet even demonstrable similarities alone make proof of access almost unnecessary. GRANTED SJ to ( on issue of copying.

iv. Kisch v Ammirati (SDNY 1987):  ( shot photo from same vantage point as (.  HELD:  Where chooses all same elements of prior photo even though a live subject … still infringement BUT if elements are BY CHANCE ( infringement.  Close Q on issue of illicit copying tone/mood (total concept/feel) as expressed in ( work.

v. NOTE:  Perhaps “concept and feel” unhappily worded attempts to capture the point at which ( goes beyond mimicry of general style to capture elements of expression.  Finds its way in cases of pictorial © than literary ©.  If applied to LIT, then would protect stock devices/plot ideas.

d. Authors Reproducing Works in Which No Longer Own ©

i. Gross v Seligman (2nd Cir 1914):  ( posed nude woman for photo and sold all rights to (.  Later, ( posed same worman and sold photo.  HELD:  Infringement where uses same light, shade, model, pose – highly likely that copied (whereas another author would NOT be copying)

ii. Franklin Mint v Nat’l Wildlife (3rd Cir 1978):  Painter of 2 watercolors from some of same source materials.  HELD:  Free to paint from same source materials to depict the same subj matter.  “Pattern of differences” enough to show diversity of expression rather than an echo.

iii. Highlights differences b/w media of photography and painting?

2) Right to Make Phonorecords

a) §101 – material objects in which sounds (not MP/AV) are fixed … can be perceived, communicated … includes object in which first fixed.

1. Essentially, a copy of a SR.  NOTE:  SR different from the RECORDED WORK.  PR embodies 2 © works 1) music/literary work AND 2) SR

b) Musical Compositions:  Compulsory License under §115

1. A limit on exclusive rights – allows another to “cover” the work (make SR)

2. ABKCO v Stellar Records (2nd Cir 1996):  ( recorded ( music onto CD+G (Video karaoke) and argued that audio rendition = phonorecord subject to compulsory license.  NO was an AV work not subject to compulsory license and needed the synchronization license to record onto the soundtrack of AV work.  HELD:  comp lic ( right to publish lyrics on screen.  An independent © protection does not include lyrics in “cover” version.  Right to print lyrics different from right to synchronize w/ a visual image.  CD+G NOT a phonorecord w/in plain language of © act.  A series of related images with accompanying sounds/music = AV.

c) Reproduction Rights in Sound Recordings

1. §114 – limited rights to protection from recordings that directly/indirectly recapture actual sounds fixed in protected recording.  NOT independent fixation of other sounds, even though may imitate/simulate those in © SR.

2. Private Copying of SR

a. §1008(?) Audio Home Recording Act 1992 1) prohibits infringment actions for home audiotaping (digital/analog).  2) Royalty charges for sales of DAT stuff 3) Serial copy mgmt system

i. RIAA v Diamond (9th Cir 1999):  HELD:  Rio was NOT a “digital audio recording device b/c could only copy from hard drive and those sounds not digital audio recordings.  ALSO purpose of AHRA was to restrict generations of copied digital music and Rio didn’t permit such copying.  Rio merely allows “space-shift” and is paradigmatic noncommercial personal use.

b. Digital Millennium © Act 1998 §1201 – AV works protected (PPV/live events/subscription may be encoded and cannot be decoded w/o permission) but “free TV” can still be time shifted.

3. Digital Phonorecord Deliveries

4. §115(c)(3) – Communication of recorded musical/other works over digital networks = digital phonorecord delivery.  Where communication of musical work AUTHORIZED, §115 compulsory license extended to digital transmissions of recorded musical work in conection with public performance right.  Where NOT AUTHORIZED, a problem with © claims in musical work AND © SR.

4. Right to Prepare Derivative Works

a. §106(2) – derivative works based on © works

1) Broader than right to reproduce b/c may never be fixed (improvisation) but still infringe.  Must incorporate a portion of the © work in some form

b. Scope of Derivative Works Right

1) Horgan v. Macmillan (2nd Cir 1986):  ( book Balanchine Nutcracker.  HELD:  Either a copy or derivative work in either case, the test was substantial similarity NOT whether ballet could be reconstructed from (’s book.  QP whether ordinary observer would be disposed to overlook disparities and regard aesthetic appeal as the same.  Even small amount of original/if qualitatively significant, may be sufficient for infringement, even if cannot recreate original from excerpt.  A single snapshot of dance sequence may communicate a great deal (more than single chord of symphony).

2) Micro Star v Formgen (9th Cir 1998):  ( seek dec-judg that CD-ROM of user-created levels of game ( infringe ( © in Duke Nukem.  TC held ( ( derivative work NO!  Criteria:  1) concrete/permanent form (REALLY?  WHAT ABOUT LH/PANTOMIME) and 2) substantially incorporate protected material.  ( say not concrete b/c AV displays and no copying of protected expression.  NO!  Galoob game genie BLOCKED data values and were never recorded in permanent form.  HERE MAP files exist on CD-ROM and that is where AV displays are defined/fixed.  Like sheet music .. down to last detail description of AV display.  NOTE:  Must have substantially similar ideas AND expression (9th Circuit only?) … objective details used to show ideas AND response of ordinary reasonable person to show expression AND considers total concept and feel.  ( sez MAP files ( expression b/c they reference the art source library (don’t contain files themselves).  NO!  Misconstrues protected work.  The work ( infringes is the Duke Nukem story.  © owner holds the right to create sequels and stories told in N/I MAP files are surely sequels.  A book about Duke Nukem would infringe for the same reason, even if it contained no pictures.  WEIRD!!
3) Midway v Artic International -- ( circuit boards speed up ('s video games.  HELD:  Infringes on ('s right to make derivative works…believes does not stretch Congress' intent too much.  BUT SEE Galoob v Nintentdo 9th Circuit 1993 Game Genie did not infringe (no separate copy or make permanent changes to game) only blocked a value … no alteration of data…must incorporate the underlying work in concrete/permanent form.  Otherwise would infringe whenever person fast-forwarded through videotape.

4) Litchfield v Spielberg -- HELD: ET not infringement b/c not substantially similar to ('s "Lokey from Maldomar" and not derivative work either b/c must incorporate in some form a portion of copyrighted work.  MUST STILL show substantial similarity … a work will be considered derivative work only if it would be considered an infringing work if material which it has derived from prior work had been taken w/o consent of © proprietor of such work.  §106(2) did not radically alter protection afforded by © law

a) NOTE:  9th Circuit here says must be fixed in permanent form.  Is not compelled by ’76 Act nor does it jibe with LH.

5) Lee v ART (7th Cir 1997):  ( mounted photo/notecards on ceramic tile and resold.  1) First sale?  §109(a).  ( argues that placing on tiles = preparing derivative works.  No one belives that chanign a frame violates §106(2) and economic rationale not there (i.e., only thing used is what paid for).  COMPARE Mirage (9th Cir) dealt with pages cut from books and mounted.  BUT acknowledged that framing ( infringe on right to make deriv works.  Same with Mirage (9th Cir) with images sold loosely.  ( argues with TC conclusion that ( work not sufficiently original to support a © ( cannot = deriv work.  May be derivative even if not original enough.  DEBATE on this point.  BUT HERE DON’T DECIDE b/c ( still has to show that ( altered the work in one of the ways mentioned by statute:  Art reproduction, recast, transformed, adapted.  DID NOT HAPPEN HERE.  NOTE too VARA doesn’t help b/c didn’t claim that prejudicial to honor/reputation AND not a work of visual art (unique work/limited edition, signed numbered).

6) Futuredontics v Applied Anagramics (CD Cal 1998):  ( website linked to ( website, placing it inside a “frame” of (’s info.  QP whether framing yielded an unauthorized derivative work.  HELD:  Different from Mirage b/c ( has not fixed to a tile … an electronic border.  Galoob does not foreclose ( from establishing that web page incorporates ( web page in a “concrete/permanent” form or that framed link duplicates/recasts (’s web page.  ( no SJ … go to trial.

c. Moral Rights

1) Gilliam v ABC (2nd Cir 1976):  Three theories.  1) Breach of K 2) © infringement derivative work (leaving stuff out … so much so as to mutilate) BIG Q … whether right to alter were implied/given to BBC/Time-Life/ABC 3) §43(a) misrepresentation.

2) Federal Law Protection of Moral Rights – Only under VARA §106A (NOTE does not apply to WFH)

3) State Protection of Moral Rights – Differing rationales among states.  CA – personality/reputation and public interest.  NY – publish/display altered/mutilation w/ exceptions.  FED not entirely congruent as to subject matter covered/conduct prohibited.

a) Wojnarowicz v American Family (SD NY 1990):  ( action to enjoin pamphlet of ( unquthorized reproduction of 14 fragments of ( works.  ( say not viol b/c no alteration/defacement/mutilation HELD:  NO also includes alterations of reproductions ALSO purpose to protect reputation of artist … best served by prohibiting attribution to artist of altered reproduction as well.  ( sez reproduction of minor segments ( alteration NO:  excising small portions reduces to sexual image w/o context (even worse!).  ( sez no damage to reputation b/c increased exposure NO! jeopardizes monetary value of (’s work professiona/personal reputation.  ( sez where speech involved, need actual malice to defeat 1st amendment protection.  NO!  alteration ( protected speech … deception serves no socially useful purpose.

5. Right to Distribute

a. §106(3) – Exclusive right of publication by sale/rental/lease.  Control first public distribution of authorized copy/PR of work.  Any unauthorized distribution unlawfully made would be infringement.  Thus copying and selling = infringement of BOTH copy/distribute rights.

b. LIMIT = §109(a) first sale doctrine … © holder cannot restrict what a purchaser of a particular copy does with that copy (he may not copy it … but may resell w/o liability/restriction) EXCEPT under §109(b) prevents rental of PR/computer programs for profit.

1) Distribution by Digital Technologies

a) Under © act – a transmission of text, display, reproduction when printed.  Electronic transmission allows multiple copies and © owner’s market adversely affected.  FED COURTS:  Affirmative act of making work available online for user downloading = distribution of copies.  Playboy v Frena:  ( BBS subscribers upload images.  Playboy v Chuckleberry:  ( Italian website held copies of magazine (not U.S. citizen making virtual voyage … US “pulls” images into US).  CONTRA Religious Tech v Netcom:  ISP truly passive only uploading subscriber should be liable b/c BBS provider’s actions are automatic and indiscriminate.  Not providing a pdouct/not control content…only access to internet.  ( When BBS/ISP originates infringing content MAY be distribution of copies ESP where supervise/control content.  Otherwise, if merely conduit/relaying content, less likely a distribution of copies.

c. First Sale Doctrine and Exceptions

1) Fawcett v Elliot (SD NY 1942):  ( publish magazines and ( bought them and bound together w/ other amgazines for sale.  QP – Whether ( violated ( exclusive right to publish and vend.  Purpose to allow ( exlcusive right to multiply copies.  HERE ( not multiplying copies, merely resold under different cover.  Exclusive rigth to vend LIMITED to 1st sale and exerts NO restriction on future sale of that particular copy.

2) Record Rental/Computer Software Rental Amendments of ’84 and ’90.

a) §109(b) – SR ( rental/lease/lending (displacement of sale) but many exceptions

b) §109(b) – computer software owners may limit rental even after initial sale BUT more limited (e.g., not if not susceptible to copying like video-carts/embedded in HW)

3) Public Lending Right/Droit de Suite (SEE pp.555-556 if NEEDED)

d. Importation Right and Relationship to Distribution Right

1) §602(a) – Importation w/o authority of owner acquired outside US = infringement

2) §501(a) – Anyone who violates exclusive rights OR imports copoes/PR viol §602 = infringer

a) A big deal in the “Grey Market” context when dollar very strong.

3) Quality King v L'Anza -- QP whether right granted by §602(a) is limited by §109(a) first sale doctrine (alternatively, is 1st sale doctrine applicable to imported copies).  ( has © on labels of product.  ( purchased and sold at discounted prices.  HERE: P no claim that unauthorized copies of © labels.  Much like books resold – exclusive right to vend applies only to 1st sale of © work … big difference b/w statutory and K rights.  Domestic distributors are owners of products purchased from ( the labels are lawfully made under the title.  §602(a) does not categorically prohibit unauthorized importation of © materials – limited by §106 which is itself limited by §109 ( first sale doctrine applies.  NOTE:  Different where parties agree not to reimport the goods…but requires private remedy.  BUT keeps rule under Sebastian that where US holder licenses foreign to manufacture and distribute abroad a 3rd party that purchases and imports to US © may enjoin from marketing the legally obtained copies n/w/s §109.

6. Public Performance and Display

a. Statutory stuff – NB 1) Is it a performance; 2) Is it public?
1) §106(4) – lit, mus, dram, choreog, panto, MP/AV to perform publicly

2) §106(6) – SR, to perform © work publicly

b. The Meaning of Perform under ’76 Act

1) §101 – recite, render, play, dance, act either directly/any device/process (MP/AV show images in any sequence or make sounds audible)

2) HR – Cover not only initial rendition/showing but any further act by which is transmitted/communicated to public  (singer sings, network transmits, broadcaster transmits, CATV retransmits; individual tuning in song on receiver) each are performances.  MUST be “public” to be actionable.

c. Public Performances Under ’76 Act

1) §101 – public 1) to perform/display at place open to public/substantial # persons outside normal family/social acquaintances; 2) transmit/communicate to a place specified by 1) or to public by means of any device/process whether members of public capable of receiving at same place/separate places/ at same or different times.  Transmit = beyond place from where sent.

2) LH – Make clear that CONTRA MGM v Wyatt performances in “semipublic” = © control unless small #of persons.

3) Columbia Pix v AVECO (3rd Cir 1986):  QP – Whether renting video cassettes of MP in conjunction with rooms violates exclusive right?  YES 1) rental of video cassettes for at home viewing NOT CHALLENGED.  2) It is a performance b/c “made to repeat/recur.  3) It is public b/c “open to the public” willing to make available (NOT b/c shown in lobby).  4) 1st sale misplaced b/c only controls exclusive right to vend a particular copy NOT a waiver of performance right.

d. Public Display

1) §106(5) – lit, mus, dram, chor, panto, PGS, individual images of MP/AV, to display work publicly

2) §101 – show a copy directly or by means of film, slide, TV, any other device/process (MP/AV show individual images nonsequentially)

3) §109(c) – owner of lawful copy/authorized by owner entitled to display copy publicly (direct or projection of one image) to viewers at place where copy located (d) – does not apply to person who acquires by rental/lease/loan/otherwise w/o ownership

e. Digital Performance Right in SR

1) §106(6) – SR perform © work publicly by means of DATransmission

2) §114 – Exemptions for traditional radio/TV, Muzak, public radio, transmissions in businesses/public places (e.g., restaurants).  Webcasts exempted both from SR © owner’s control and licenses.

f. Statutory limits on Perf/Display rights (SEE pp.591-608)

1) §107 -- fair use

2) §110 -- public interest performances (to classrooms or other laudable purposes, religious performances/displays, face-to-face performances of nondramatic literary or musical works for free/charitable purposes, record stores may play records w/o charge to promote their sale.

3) Compulsory licenses

a) §111 -- TV broadcast relays/secondary transmissions where nonprofit and not content/controlled.  Single antenna … cable systems w/royalty

b) §119 -- satellite transmission to unserved households no specified royalty

c) §115 -- musicians/record companies make/sell own recordings of © musical works previously recorded w/permission by another artist if pay base fee

d) §116 -- owners of jukeboxes to publicly perform under royalty

e) §118 -- PBS to transmit musical and artistic (not literary/AV) works upon compulsory fee (no rates set)

f) §114(d)-(j) -- Limits right of performance in digital sound recordings compulsory fee if fail to negotiate

4) Exclusions to rights

a) §112 -- entities authorized to transmit a performance/display allowed to make/keep small number of copies for archival/security purposes

b) §114(a) -- Owner of sound recording © only right to copy, adapt, distribute NOT right to exclusive public performance of recording.  Owners of undelrying composition have right to performance under §114(c).  Sound recording owner's derivative rights limite dto works derivative of THAT particular recording and not underlying musical work §114(b)

7. Moral rights

a. §106A Rights of attribution and integrity

1) Subject to §107 and independent of §106 author of work of VISUAL art

a) Claim authorship

b) Prevent use of name as author of visual work not created

c) Prevent use of name in event of distortion/mutilation/modification prejudical to honor/reputation

d) Subject to limits in §113(d) may prevent intentional distortion/mutilation/modification…prevent destruction of any work of recognized stature

e) Only author of work

f) EXCEPT:  result of passage of time … conservation …. Do not apply to any reproduction, depiction, portrayal, or other use of a work in/on/in any connection with any item described in §101 as visual art/work

g) Life of author

h) May not be transferred but may be waived if express written instrument

8. Contributory infringement

a. Knowledge or negligence regarding infringement required for these cases

FAIR USE

9. Background

a. §107 Limitations on Exclusive Righs:  Fair use

1) Fair use of © work for purposes such as criticism, comment, news reporting, teaching, scholarship, research is not an infringement.  In determining fair use, factors to consider include:

a) Purpose and character of use (e.g., commercial/nonprofit educational)

b) Nature of copyrighted work

c) Amount and substantiality of portion used in relation to © work as a whole

d) Effect of the use on potential market for or value of © work

2) Fact that work is unpublished shall not bar finding of fair use.

b. HR – Doctrine is equitable rule of reason and no generally applicable definition is possible … each case decided on own facts.  Only a set of criteria to consider.  Endorse the purpose and general scope of judicial doctrine but not to freeze, especially in period of rapid technological change.  Just restatement of PRESENT judicial doctrine (NOT change, narrow, enlarge).

10. Application of Fair Use Doctrine to Creation of New Works

a. Campbell v Acuff-Rose (USSC 1994):  Must evaluate all factors and commercial use ( bar to fair use (esp for parody) even though effect on market is most important.  1) Purpose/character of use (criticism, comment) to see if new work merely “supercedes” objects of original OR adds something new with FURTHER purpose/different character (is new work TRANSFORMATIVE).  © furthered by transformative works.  The more transformative, the less will be significance of other factors (commercialism).  HERE parody (like other forms of comment/criticism) may claim fair use under §107.  Parodist MUST quote from existing material BUT if commentary has no critical bearing on substance/style of original, claim to fairness diminishes (may vanish) and other factors loom larger.  QP whether parodic character may reasonably be perceived. 2) Nature of © work (never important … but maybe unpublished memoir/factual vs. fictional accounts).  3) Amount/substantiality of portion used inrealtion to © work as a whole.  TRUE, must consider quality and quantity of what taken.  BUT parody must be able to conjure up original and therefore must qualitatively take more than other works.  4)  Effect on market = harm to original and derivative works.  No presumption of market harm applicable here not mere duplication for commercial purposes.  When use is transformative, market substitution is less certain and market harm not readily inferred.  WHY?  b/c parody and original usually serve different market functions.

1) Dr Seuss v Penguin (9th Cir 1997):  Ruled against parody defense of publisher adapting “Cat in the Hat” to OJ Simpson trial.  Found drawings and verse to infringe and not saved by fair use doctrine as parody.  ( did not hold up Dr. Seuss story/style to ridicule … simply mimicked to retell Simpson tale.  Not transformative w/new expression/meaning/message.

2) Leibovitz v Paramount (2nd Cir 1998):  Pregnant Leslie Nielsen found transformative and protected…reasonably viewed as comment on seriousness and pretentiousness of original photo.  Even when parody does not strongly disparage original, finding of fair use not automatically negated.

3) Disney v Air Priates (9th Cir 1978):  Rejected ( of fair use.  2 most important whether fills demand for original and how substantial the copying.  HERE failed to take only as much as was necessary … for well known caricature can do w/o close copying.  Law does not give parodist the right to make the “best parody” … in absence of special need for accuracy … exceed standard when copy images in entirety.

b. Harper & Row v. Nation (USSC 1985):  QP – to what extent §109 protects use of quotes from public figure’s unpublished manuscript.  © designed to assure fair return of labors/motivate creative activity.  Applies equally to fixtion/nonfiction.  ( arrogated right of 1st publication (an important marketable subsidiary right).  Fair use = use of © material in reasonable manner w/o consent.  Would reasonable © owner have consented.  Reviewer may cite largely from original if purpose is fair/reasonable criticism.  BUT if cite most important parts to supercede use = a piracy.  FU has always precluded use that supercedes use of original (at CL author’s property absolute) and tempered by equitable nature (i.e., not a true defense).  Mere fact unpublished does not negate fair use … but may tip the scale.  © act eliminated publication as dividing line b/w CL & Stat protection and recognized distinct right of 1st publication – inherently different from other §106 rights b/c can only happen ONCE.  1st Amendment does not get expanded fair use defense.  Idea/Expression strikes balance b/w 1st and © act free communication of facts/protect expression.  Promise of © would be empty shell if could be avoided by “news report” & no actual necessity (esp where ( poised to release).  No legitimate aim served by preempting right.  HERE: 1) purpose of use – whether ( stands to profit from exploitation w/o paying customary price and intended to supplant © holders right of 1st publication.  2) nature of © work – greater need to disseminate factual works BUT not isolated at phrases excerpted subjective descritptions ALSO taken from unpublished.  3) amount/substantiality – verbatim quotes and most powerful passages 13% of article (probably less in work) Quant/Qual too much.  4) Effect on market – most important factor (especially for unpublished article).

1) Sundeman v Seajay (4th Cir 1998):  Fair use of unpublished literary manuscript found where two copies made to avoid damage and authentication (nonprofit org).  HELD:  Made for noncommerical, educational, transformative purpose w/o damaging market.

2) Kraft v Kobler (SD NY 1987):  Distinguish b/w copying to achieve literary vividness and material that is integral to argument or analysis.  May frequently have to content himself with reporting only the fact of what a subject did and may not avoid pedestrian reportage by appropriating subject’s literary devices (more so with unpublished works).  License not unlimited … must consider number, size, importance of appropriated passages and individual justifications.

c. Castle Rock v Carol Publishing (2nd Cir 1998):  QP – Whether Seinfeld Aptitude Test = fair use of TV series.  NO!  1) purpose character – NOT transformative (or at most slight).  Not created to educate, criticize, expose, comment on Seinfeld.  It is to repackage Seinfeld to entertain Seinfeld viewers.  Far less transformative b/c draws directly from show w/minimal alteration. 2) Nature of work – narrower for fictional works and not parody so goes to (.  3) Amount/substantiality – Whether extent is consistent with or more than necessary to further the purpose/character of the use.  HERE:  Purpose was entertainment, not commentary.  4) Effects on market – concern is not whether secondary use suppreses or destorys market for originall … but whether usurps/substitutes for the market of original.  More transformative = less likely a substitute.  HERE less likely to fall outside…more likely to be licensed as deriv work.

d. FACTORS – Language of §107 does not preclude consideration of other factors.  Amount and substantiality measured in relation to ( as well as (’s work.  More lenient when use was incidental to larger permissible reproduction/performance.  Use in background of TV program.  Less lenient where ( conduct betrayed callous disregard for (’s interests (equitable … not license for corporate theft) presupposes good faith.  Purloined manuscript of Nation.  May find fair use where ( unreasonable conduct.

11. Intermediate Copying

a. Sega v Accolade (9th Cir 1992):  QP – Whether © permits persons to disassemble a © computer program to gain understanding of unprotected functional elements of program.  YES, when legitimate reason and no other means of access.  1) Intermediate Copying the same as Final Copying (no difference what stage the work represents).  2) Fair use All factors in favor of (.

12. Application of Fair Use to New Technologies of Copying/Dissemination

a. Sony v Universal Studios (USSC 1984) -- When charge of contributory infringement is predicated on the sale of article of commerce … the public interest in access to that article is implicate.  A bar would give the ©holder an effective monopoly on article.  ( sale of copying equipment does not constitute contrib-infringment if the product is widely used for legitimate, unobjectionable purposes…need merely be capable of substantial non-infringing uses.  QP whether Betamax capable of commercially significant noninfringing uses.  One potential use satisfies this standard … private, noncommercial time shifting in the home.  B/C ( have no right to prevent other © holders from authorizing it for their own programs AND lower court found that even unauthorized time shifting is legitimate fair use.

a) Authorized time shifting -- there is 90% of market that could legitimately use product … sports events, news, educational programs.   Normally the fact that other © holders might agree does not matter if ( is infringed … but where © seeks under CI to block sale … may not prevail undles speaks for virtually all © holders.

b) Unauthorized time shifting -- Even unauthorized uses of © work not nec.infringing … unlicensed use of © not infringment unless conflicts with a specific exclusive right conferred by statute.  §106 subject to exceptions including §107 fair use … Analyzing factors non-commercial use can be weighed as a factor for finding fair use.  Nature of © work merely enables viewer to see work that already invited to see free of charge.  Potential market … yields benefits b/c expands access.

b. Princeton Press v Michigan Document (6th Cir 1997):  HELD:  Coursepack DID NOT constitute fair use.  BoP as to market effect rests with © holder if challenged use is of “noncommercial” nature and vice-versa.  HERE: commerical.  Although USE of coursepacks noncommercial, the copying IS commercial.  SONY PRESUMPTION = no fair use in commercial use BUT disappears when use is transformative.  HERE presumption may be weaker than in other contexts but ( have not rebutted.  Existence of licencing/permissions market weighs against (.

c. American Geophysical Union v Texaco (2nd Cir 1995) -- QP whether fair use defense applies to photocopying of articles in scientific journal.  HELD:  Photocopying of 8 articles from Journal for use by researcher no fair use.

a) Purpose/character of use -- Not spontaneous use and copied to protect original.  More additions to "archive" … providing numerous researchers with own copy w/o purchasing … part of systematic process of encouraging copying to avoid payment.  Commercial use not unduly motivating … but value obtained by ( to capture revenues w/o paying.  Commercial exploitation … not for broader public interest … mostly private economic gains.  A factor of production.  NOT transformative use (i.e., merely a duplication…for intrinsic purposes as original…not taking notes or adding something new)

b) Nature of © work -- Manifestly factual character of articles precludes from finding within core of © protective principles.  Favors Texaco

c) Amount/substantiality of Portion used -- Copied in entirety.  Favors (
d) Effect on potential market or value -- 1) sales of additional issues/back issues … does not strongly favor either side.  W/o photocopying ( would not buy back issues but might get some additional subscriptions.  Only slightly to ( 2) licensing revenues/fees … traditional, reasonable, likely to be developed markets … there is such a thing via CCC … yes a harm to (.  Favors (
d. Nonprofit Libraries (SEE pp.718-722)

e. New Media, Markets, Transform Use (SEE pp.723-727) (shareware, dial-up service radio)

D. Enforcement of © (SEE ALSO pp729-748)

1. §506(a) -- intentional infringement for financial gain is criminal offense

2. §502 -- civil injunction upon infringement

3. §503(a) -- seizure/impoundment of allegedly infringing goods when case pending…may be destroyed/forfeited to US

4. §504 -- Actual damages (loss to © holder pllus additional profits made by infringer) or statutory damages up to $20K innocent and $100K willful.  §505 atty's fees in some cases for prevailing parties (( or ()

5. Sheldon v MGM -- QP whether in computing award there may be an apportionment so as to give owner only that part of profits found to be attributable to use of © material vs. what infringer himself supplied.  HERE: not to inflict punishment but to prevent unjust enrichment by allowing injured to claime that which is theirs.  Where there is a commingling of gains, must abide the consequences unless he can make a separation of profits to assure that injured party all that justly belongs to him.

a. §504(a) counters somewhat by allowing recovery of actual losses and additional profits by infringer so long as no double recovery

6. Injunctive relief -- freely granted in © cases even when relief sought before trial on merits

a. Granted as matter of course where ( can convince finding of infringement likely….willing to presume irreparable harm b/c hard to close the door

b. After trial -- entitlement to injuntive relief even more firmly established BUT for derivative works, injunction may be inequitable.  Where great public injury would be worked by injunction ... courts might award damages or continuing royalty.  Would foreclose from legitimate profits from exploiting new matter.

Federal Preemption of State Law

7. Supreme Court Preemption Decisions

a. 2 theories Conflict/Broad.  Pre ’76 no mention of preemption, had to rely on court-created doctrine (Sears, Compco, Goldstein, Kewanee).  After §301 – intent clear … now old cases used to interpret scope of §301.

b. Sears v Stiffel (USSC 1964):  Unfair competition laws IL/patents invalid NO federal policy may not be set at naught or enefits denied by state law.  State cannot extend life of patent or for non-qual inventions.  Cannot under some other law give protection that clashes with Fed laws.  Would block off something that Fed law says belongs to public.

c. Cmpco v Day Brite (USSC 1964):  ( design patent on reflector ( copied and sold.  Unfair comp/patent infringement thrown out.  USSC NO protection.  Where article unprotected by Patent or ©. State law may not forbid others copying it even though non-fxn’l aspects copied and 2nd meaning established.  Would interfere with Fed policy (state may require labeling Ucomp)

d. Goldstein v CA (USSC 1973):  ( made sold pirated tapes and convicted under Cal Crim Code.  HELD:  OK b/c purpose of © to promote authorship in uniform system BUT not all writings are of national interest and state law not always precluded.  Purely local interest = not frustrate national interests.  If it gets that way, congress can act.  HERE left SR unattended.  Also, less conflict here than w/ patent laws.  DISSENT said national uniformity/competition would be harmed.

e. Kewanee v Bicron (USSC 1974):  ( TS misappropriation OK!  Novelty not required for TS, not oust states from regulating discoveries falling in general subject matter of © and patent laws.  Will not subvert purposes of patent law (disclosure/no disclosure, limits/no limits, promote sharing of info).

f. Bonito Boats v Thundercraft (USSC 1989):  FL boat hull law NO!  Free exploitation of ideas = rule.  State law conflicts with very purpose of patent laws.  Limited unfair competition to nonfunctional aspects of consumer products w/ secondary meaning as designation of source … limited to context where consumer confusion likely … here FLA law aimed directly at exploitation of design/utilitarian functions.

8. Preemption under §301

a. Eliminates need for implication/inference as to intent BUT How much CL/State statutes left/can develop now?

b. What IS Clear:

1) Statute only covers 1) fixation 2) subject matter

2) Rights/remedies under other FED statutes STAND

3) Obliterates PUBLICATION as dividing line b/w state/fed

c. What NOT clear:

1) Subject matter:  Does it really fall in.  If not named, is it supposed to be free?

2) Equivalent rights:  Which ones are equivalent?

d. HR – If work fits w/in general subj/mater under §102-103, prevents states from protecting if it fails ORIGINALITY, MINIMAL CREATIVITY, PUBLIC DOMAIN tests.  §301(b) obverse of §301(a) equivalent rights barred but certain others left open (privacy, publicity, TS, defamation, Fraud AND K).  NOTE:  Misappropriation ( synonymous w/ © infringement.  HOT NEWS exception.  States should have flexibility to fashion remedy against consistent pattern of unauthorized appropriation by competitors (INS-ish).

e. Works w/in SM of ©

1) Balt O’s v MLBPA (7th Cir 1986):  HELD:  Athletic performances “swallowed” up in © telecast and does not exist separately in right of publicity (embodied in a copy ( performances FIXED and fall w/in subject matter of © (doesn’t matter if not original or could not be © themselves)).

2) Prevailing view:  Once work is a © of authorship, all claims on copying (whether protected or not) governed by Fed law.  Harper Unauthorized advance publication concerned work of authorship exclusively governed by Fed law.  Parts outside © material ( take entire work outside subject matter of ©.

3) Scope and protection of © are not synonymous … the shadow cast by © preemption LARGER than wing of protection.

f. Rights equivalent to ©:

1) Misappropriation:  NBA v Motorola (2nd Cir 1997):  Hot news claim NO!  b/c MISSES extra element test.  Must have TIME SENSITIVE, UNFAIR FREE RIDE, WOULD KILL MARKET as extra elements to survive preemption.  PARTIAL/PREEMPTION does not work…turns intent of Congress on head.

2) Contract:  ProCD v Zeidenberg (7th Cir 1996):  K rights are different … b/w private parties and do not create exclusive rights.  Congress has power to preempt and w/o statement read to leave K alone.  Does not allow states to alter terms and conditions but can respect the txns.

3) Conversion of chattels?  Tortious interference..

TRADEMARKS/TRADE DRESS

E. Requirements for TM Protection.

1. Use in Commerce
a. Requirements for Registration

1) In Re Schiapparelli Searle:  Refuesed registration b/c specimens do not show TM use b/c brochures are merely advertising and not displays/point of sale materials.  Affixation impracicable defense rejected.  §1127 – Use in commerce on goods when placed in any manner on goods or containers or displays associated therewith, tags, or if nature of product makes placement impractiable, on docs associated with goods AND goods sold/transported in commerce.  HERE:  Consumer may not choose products any point of purchase display would have no utility as inducemtn to sale.  Brochures placed in Dr.’s office.  NOOO  Not like catalogs/similar in nature to advertising.

2) Remington products:  Proudly Made in USA does not function as TM.  Must be used in a manner calculated to project to purchasers a single source or origin for the goods in question.  Critical element is the impression the term makes on relevant public.  Can it be perceived as a SOURCE indicator or merely informational.

3) Heileman v Bush:  Use of LA is merely descriptive and not acquired secondary meaning.  ( No TM infringement or unfair competition.  HERE:  Merely descriptive not arbitrary/fanciful or suggestive (or generic yet).  Initials are short forms of the words and accorded same degree of protection.  Heavy burden on TM claimant to show independent meaning of initials apart from descriptive words.

b. Distinctiveness

1) Arbitrary

2) Descriptive

3) Suggestive

4) Generic

a) Secondary meaning:  When primary meaning in consumers’ minds is the TM meaning.

c. Limits on Registrability

1) Dial A mattress:  QP whether unfair to acquire TEL # ID by generic name used by competitor to ID tel #?  HERE:  ( could not claim TM protection in MATTRESS alone BUT second comer cannot pass-off as product of 1st user and may have to take steps to distinguish itself.  HERE ( seeking protection against confusingly similar telephone # and means of identifying it.  Tel#’s may be protected as trademarks and competitors use may be enjoined.  ( does not lose right to protection just because the letters correlate to a generic term.  ( does not remain free to confuse the public.

2) Color, fragrance, sound

a) Qualitex -- Sometimes a color will meet ordinary legal trademark requirements §45 very broad … any word, name, symbol, device … to identify/distinguish good Color is probabl not fanciful, arbitrary, suggestive …over time, it may have secondary meaning in customers' minds.  Color no functional objections (e.g., no reason why pads have to be green … does not affect cost or quality)No shade confusion/color depletion

3) Immoral/Scandalous marks/disparaging marks

a) Old Glory Condoms  Judged in the context of the mark’s entire use.

4) Deceptive vs. deceptively misdescriptive

5) Living individuals

6) Resembles another mark = likelihood of confusion (MOST COMMON BASIS FOR REJECTION)

7) Geographic designation (deceptive v. deceptively misdescriptive)…note change for NAFTA

2. Trade Dress/Product Configuration

a. §43 -- False Designations of Origin … protects trade dress (design and packaging of materials and even design shape of product itself) … allows protection w/o registration

F. Establishment/extension of TM rights

1. Priority

a. §45(a) -- mark must be used in commerc or registered w/ bona fide intent to use in commerce

b. Brookfield v West Coast -- For infringement ( must show ( uses a mark confusingly similar to a valid protectable TM of ('s.   Although ( was using TMBMS sinc '86, ( had registered mark in MB and it was used in commerce prior to ( MB.com.  LOSE on two grounds.  TMBMS cannot be tacked in this instance b/c not a natural expansion and not so similar that consumers would regard them as essentially the same or create the same continuing commercial expression.  AND registration of DN is not the type of intent required to show commercial use.

c. Zazu -- What happens when not registered?  Under C/L ( must win the race to the market to establish right to use.  With regisration, the need to demonstrate sales is not as significant.  Mere use of name in services in IL not enough to confer protectable rights to market goods nationally.  "Bad faith" argument refers to actions designed to reserve a mark … not the knowledge/intent of (.

1) NOTE:  Now 15 USC 1051 allows notice of allowance giving 1 year to consummate sales as show of good faith

2. Distinctiveness

a. Classification of Marks and Requirements

b. Distinctiveness of Dress/Configuration

G. Infringement

1. Harder Cases = products SAME/SIGNALS not identical  HARDEST CASES = similar signals/goods not same

2. Likelihood of Consumer Confusion

a. §1114 – Infringement for REGISTERED marks only

b. §43(a)/1125 – Miscellaneous (dilution/tarnishment/misappropriation/trade dress/false advertising) for NONREGISTERED MARKS.  False designation of origin or false description/representation in connection with goods/services.

1) FOR BOTH:  QP – Is there likelihood of consumer confusion among appreciable number of ordinary prudent purchasers.

a) Uses POLAROID FACTORS:  importance of factors depends on how closely related goods are to each other.

c. Competing Goods

1) Lois v Levi’s (2nd Cir 1986):  Stitching patterns substantially similar.  Do labels distinguish?  1) consumers confused as to rel b/w ( and (.  2) Confusion as to source of (’s jeans when observed POST SALE.  §32/43 PF case = Use of TM by another in a way likely to confuse consumers as to source of product.  Is there LCC?  strength, degree of similarity, proximity of products, bridging gap, actual confusion, Jr user’s good faith, quality of goods, sophistication of buyers.  On balance, likely to confuse as to source/association.

2) Dos Pesos (USSC 1992):  QP—Whether Trade Dress of restaurant may be protected under §43(a) based on inherent distinctiveness w/o 2nd meaning?  YES  Merely descriptive ( inherently distinctive.  Distinctiveness is either 1) inherent or 2) acquired through 2nd meaning.  NO reason to apply two standards (one for TM and one for TD) under §43(a) b/c it does not distinguish.  TD serves LA’s puroses of securing mark of goodwill and national protection desirable.  2nd meaning would hinder improving/maintaining producer’s competitive position and would have anticompetitive effects by allowing competitor to appropriate.

3) Ferrari v Roberts (6th Cir 1991):  Kit car case.  TD – overall image and appearance of product intended to make SOURCE of product distinguishable.  Must show likelihood of confusion and based on non-functional features.  1) 2nd meaning (not required for TD anymore after 2pesos but…) Article must proclaim its identification with its source.  ( kits cant tell by looking and copied intentionally.  Evidence of intent shows strong 2nd meaning.  No logical reason for precise copying unless an attempt to realize on 2nd meaning in existence.  Evidence from survey data.  Vehicles ( 2nd meaning merely b/c unique/aesteticaly beautiful.  Design must be instantly identified in mind of informed view as a Ferrari deisng.  HERE exterior is hwat distinguishes as F’s creations.  2) LCC?  YES factor analysis goes to (.  LA inteneded to do more than confusion of consumers at Point of Sale “likely cause confusion/mistake/deceive) not purchasers alone.  Where exterior is form of dress primarily adopted for ID/ interest in free competition in cars NOT impeded.  3)NON FUNCTIONALITY – TM ( protect functional features b/c would provide perpetual monopoly on non-patent fetaures.  FUNCTIONAL = essential to use/purpose of article or affects cost/quality of article.  REJECTS AESTHETIC FXN … important ingredient in commercial success of product/relates to consumer demands and not mere arbitrary embellishment.  NO criticized/limited.

4) Avon V Johnson (SDNY 1994):  Skin so Soft advertisement.  §43(a) false advertising depends on whehter 1) literally false or 2) literally true … but misleads/confuses cosumers.  1) 4/5 claim not lit false b/c based on a certain element of skin feel and 100 times better mere puffery and not actionable as general claim of superiority.  May be false when based on numerical quantification BUT not bright line whenever uses numbers.  2) Likelihood of confusing consumers?  ( must introduce evidence as to what public found to be implicit message.  Surveys/tested by public reactions…not court.

d. Noncompeting Goods

1) Largely Dilution, Tarnishment, Misappropriation under §43 claims

2) McDonalds v McDentist (NDNY 1993):  QP – Whether ( has TM entitled to protetion andwhehter ( use LCC.   A) family/marks – Registration for # of marks w/MC.  While no TM in “Mc” per se, ( may claim protection for prefix as common compoenent.  Family = group having a common characteristis so public associates individual marks and common characteristics w/ TM owner.  Public must recognize common character as indiciative of common origin.  HERE evidence shows FAMILY but ( msut show that McDental would be confused w/ ( family (to believe some sponsorship/affiliation/endorsement).  TEST = whether ( gets protection depends on likelihood of apprciable # of ordinary prudent purchers will be misled or simply confused as to source of goods.  FACTORS esp important strength, evidence of confusion, similarity, proximity of products, bridge gap, intent.  HELD:  Support (.

3) Deere v MTD (2nd Cir 1994):  NOTE:  State Dil Claim.  QP whehter advertiser may depict ALTERED form of TM to ID company’s prodcut in competitive ad?  ISSUE = dilution.  A/D applies to competitors AND non competitors.  No need to show confusion.  ( must show distinctive/2nd meaning, likelihood of dilution and predatory intent (maybe not needed).  HERE:  blurring v. tarnishment  When used to draw attention/poke fun simply to sell products, can be achieved in other ways.  Less deserving of protection when obect of joke is mark of directly competing product.  Must take into account the degree of alteration/nature of alteration.

4) Board of Trade v Dow Jones (SCIL 1983):  ( used indexes identical to DJ aveage.  Depends on expectations of sector of business.  If creator expects to be able to control lic/distrib of intangible to profit from efforts and people willing to pay there is better argument for granting protection.

e. AMF Incorporated v Sleekcraft -- Whether concurrent use of two marks is likely to confuse public … Slickcraft/Skeekcraft 

1) DEPENDS ON….

a) If goods competitive … must be sufficiently similar that confusion expected

b) If goods related but not competitive … a few more factors

c) If unrelated … then NO infringement b/c confusion unlikely

2) HERE Goods are not competitive (general family purposes vs. professional use)

3) ( Factors to consider

a) Strength of mark -- suggestive mark … weak … entitled to limited protection

b) Proximity of goods -- product lines are non -competing but substantial overlap

c) Similarity of marks -- either written/spoken/meaning as encountered in marketplace … addition of distincitive logos not relevant

d) Evidence of actual confusion -- survey

e) Marketing channels used -- Used parallel channels but same general class of boat purchasers involved.

f) Type of goods and degree of care by purchaser -- 

g) ('s intent -- No bad faith here … 

h) Likelihood of expansion of product lines -- closely related…any expansion will likely result in direct competition.

3. Dilution -- §43(c) Lanham to protect famous marks when unauthorized users try to trade on their name/goodwill

a. Federal Regime

1) Famous mark -- inherent/acquired distinctiveness; time of use; advertising; geography; channels to ftrade; recognition; use of 3rd parties; whether registered.

2) Gets injunction only unless willful infringement gets remedies under §§35a, 36

3) Ownership of valid registration = complete bar to action

4) No action for fair use; non-commercial use; news reporting/commentary

b. Ringling Brothers v Utah (4th Cir 1999):  Dilution “greatest show/snow on earth”.  TC ( dilution AFFIRM.  Famous marks protected against commercial use if begins AFTER famous and causes dilution.  Dilution = lessening capacity to ID/Distinguish regardless of competition/confusion.  Uses that blur or Tarnish (here blurring).  ( must prove FAMOUS, ( adopted after fame, and Diluted.  TC – proof alone of instinctive mental association ( dilution.  Mental association is THRESHOLD element.  Need to show mistaken association/confuse marks in goods and association causes actual harm to capacity to ID/Distinguish..  1) sufficiently similar to evoke mental association 2) causes 3) actual harm to SR user (economic value as product ID/advertising agent).  For ACT:  1) sufficeintly similar to evoke instinctive mental association 2) effective cause of 3) actual lessening of selling power (capacity to ID/Distinguish goods).  Proof of dilution survey.

c. Nabisco v PF Foods -- ( made "CatDog" crackers that also included little fishies ( sought infringement under §43a and dilution under §43c

1) FTDA requirements for dilution

a) Senior user must be famous

b) Mark must be distinctive … apart from fame

1. Arbitrary/fanciful -- Highest 

2. Suggestive

3. Descriptive

4. Generic               -- Lowest

c) Junior user is commercial use in commerce

d) Use begins after senior mark is famous

e) Must cause dilution of distinctive quality of senior mark

1. Lessening of the capacity of famous marke to identify and distinguish goods/services … lose ability to clearly and unmistakably distinguish one source

2. Even when unauthorized use does not cause consumer confusion … it can reduce public's perception that the mark signifies something unique

3. SEE FACTORS IN CASE

d. Basic Principles

4. Contributory infringement

5. False advertising

H. Defenses

1. Functionality

a. Stormy Clime -- §43a interpreted to entitle unregistered TM in trade dress

1) ( must show

a) Dress has acquired secondary meaning

b) Design of competitor is confusingly similar

2) ( can prevail iof arrangement of features is functional

3) Functionality if 

a) Essential to use/purpose of an article…dictated by the functions to be performed … a feature that merely accommodates a useful function not enough

b) Affects the cost/quality of the article … permits article to be made at lower cost

4) HERE:  Even if an original arrangement features … all are essential to purpose of golfer's raingear.  UNLIKE LeSportsac -- Luggage trimmed with webbing and striping … they were ornamental and nonfunctional elements.  HERE: arrangment of principal features (vents, high-sheen waterproof fbric, hood) appear to be dictated by purpose of providing low-cost, unencumbering jacket.

2. Aesthetic functionality -- Inwood  Orange pill identified by public as "pill that wont kill"

3. Abandonment -- §45

a. Taco Cabana v Dos Pesos (5th Cir 1991):  TC – held not abandoned via cross-license.  ( contend a naked license NO.  Owner maintains adequate control over QUALITY license OK  ( cross license creates 2 separate sources of goowill?  NO.  Ignores emergence of QUALITY theory .. broadened.  Licensee need not exercise control over licsensor … only need consistent quality and not bilateral regulation.  HERE parties engaged in close working relationship and may rely on each others intimacy w/ standards/procedures.  Lack of inspection/control formalities not enough to abandon.  

b. MLB v Sed Non Olet Denarius -- ( argued that ( abandoned TM of  Brooklyn Dodgers when left NY.  REQUIRES:  Discontinued use w/ no intent to resume use.  Per statute, no use over 2 consecutive years = PF evidence of abandonment.  To overcome, must have done something else and not mere historical preservations….or mere warehousing/novelty uses.  IF LOSE …. Must start over again…as if it went into public domain and there is priority fight.  HERE:  Never used in restaurant services ( no liklihood of confusion even if still had priority.

1) §45 amended to 3 years for presumed abandonment

c. Silverman v CBS (2nd Cir 1989):  QP did CBS abandon marks?  YES  §45 discontinued use w/ intent not to resume use (3 years rebuttable presumption of abandonment).  1) cbs made considered decision to take TV programs off the air 2) non   use continued for 21 years DID NOT rebut presumption by offering reasonable explanation and asserting intent to use at some indefinite point.  Needs to be reasonably foreseeable future.  Time is relevant and intent may be inferred from circumstances.  Congress never intended an unworkable standard.  Cannot warehouse marks.  Different cases where bona fide attempts to sell mark and resume use in reasonably foreseeable future.  MINOR USES ( resumed use b/c does nto rekindle public’s identification of mark with proprietor.  

d. Unsupervised licenses

1) Dawn Donuts -- §45(a)(2) covers "act of omission/comission" to lose significance

a) LA places affirmative duty on licensor to take reasonable measures to detect and prevent misleading uses of his mark by licensees.  OLD RULE:  Could not license separately from business … would be abandoned by law.  NEW:  OK if licensor retained control over quality of goods.  BUT Naked licensing was invalid.  §5 use by related companies allowed … QP whether ( sufficiently policed and inspected operations to guarantee quality of products … DISSENT SAYS NO b/c not supported by facts … no system in Ks for inspection/control.  If something in Ks…then fine…but w/o in Ks … need to show evidence that ( in fact exercised dcontrol…not in record here.

e. Assignments in gross

4. Genericness -- Eitehr born generic or become generic through public appropriation

a. Murphy Door Bed v Interior Sleep -- NOTE:  §29 notice of registration allows recovery of profits/damages for infringement.  And Serves as constructive notice per §22.

a) If generic ab initio - burden on ( to prove secondary meaning

b) If genericide -- burden on ( to prove had lost distinction

2) Factors to consider whether had in general public's perception become generic

a) PTO rejected application

b) Dictionary use

c) Newspaper/magazine use

3) Policing of no consequence

b. §14 -- primary significance of registered mark to the relevantmark rather than purchaser motivation shall be test for determining whether registered mark is generic

5. Nontrademark/Nominative use

a. KNOTB v News America -- Nominative use of TM -- where the only word reaonably available to describe a particular thing is pressed into service -- lies outside the structures of TM law.  When mark used so as not to deceive the public, no sanctity in the word to prevent.  HERE:  Not the classic fair use case b/c ( has not used ('s mark to describe ('s product.   BUT where NOMINATIVE FAIR USE DEFENSE

1) Product or service not readily identifiable w use of TM

2) Only so much of mark as is reasonably necessary to identify product/service

3) Cannot suggest sponsorship/endorsement by TM holder

a) REGULAR Fair use §33(b)(4) ( when infringing term fairly used in good faith to describe to users the goods/services of a party or their geographic origin … only available in actions involving DESCRIPTIVE terms and only when term is used in descriptive sense rather than TM sense.

6. Parody

a. LL Bean v Drake Publishers -- Why sue on dilution and not infringement?  B/C no way consumers would confuse … but might dilute effectiveness of mark.  Used state A/D statute b/c Fed Lanham on dilution not passed yet (1995).  Statute OK when applied to prevent ( from using TM w/o permission to merchandise dissimilar products/services … harm occurs when TM's identify/integrity is undermined due to market actors.  HERE:  ( used for noncommercial purposes … an editorial/artistic use of mark.

I. Remedies

1. Injunctions

a. Property rule -- no "right" to use TM upon payment of damages

b. § 34(a) provides for injunction … entitled to INJ as matter of course once infringement is proven.  May include prohibitions against sale of goods/use of mark in ads/corrective advertising/inclusion of disclaimers.

2. Damages

a. Infringer's gain/Mark owner's loss

1) §35(a) may recover ('s profits/any damages sustained by (/costs of action.  For profits, ( must prove ('s sales only;  ( must prove all elements of cost or deduction itemized.  May enter judgment for any sum above the amount found as actual damages, up to 3x that amount.

2) Lindy Pen v Bic -- Limited to telephone sales damages.  USSC says that profits follows as a matter of course BUT not automatic and must be granted in light of equitable considerations.  Where TM infringment is willful, injunction alone slights the public.  This applies only when infringement is willfully calculated to exploit advantage of TM.  ( not entitled to a windfall.  HERE no willful infringement (Bic's knowledge attenuated at best…TM was weak).  Deterrence policy and will grant accounting where infringement yields financial gains …. But Bic's major position in industry makes it clear not trading on ('s relatively obscure name.   ( must prove both the fact and amount of damage.  Prima facie evidence of forecast profits required HERE found to be flawed…no rational basis to estimate award.  ( in best position to identify own sales.

3) MAJ:  Accounting appropriate only when fraud involved/( acted in bad faith

4) SOME:   Lost profits allowed even in absence of proof of willfulness

5) 8th Circuit -- ('s profits available if ( sustained damage; ( unjustly enriched AND; deterrence necessary in situation (BUT DETERRENCE NOT ENOUGH BY ITSELF)

b. Corrective advertising

1) Big O Tire v Goodyear -- ( does not claim ( tried to trade on its name, rather likelihood of confusion regarding source of Big O Tires.  A reverse infringement.  Involves C/L of Colorado as to reverse confusion.  To deny would have the effect of immunizing ( from unfair competition liability those who have a well established trade name and economic power to advertise extensively for name taken from competitor.  Ordered corrective advertising.

2) Trademark Counterfeiting Act 1984

a) 18 usc §2320 -- fines/imprisonment/seizure of goods AND

1. §34(d) -- seizure of counterfeit goods/records of sale before trial

2. §35(b) -- treble damages + atty's fees + prejudgment interest against counterfeiters unless extenuating circumstances

3. §36 right to destroy counterfeit goods after trial

b) Exception … those authorized to use TM at time of manufacture/production

Publicity rights

c. Appropriation of ('s identify for commercial purposes

1) Commercial purposes

a) Use in ads for products/services

b) Incorporating identity into product itself

2) Appropriation -- Name/likeness top ones but others

a) Use of nickname

b) Cartoon images

c) Phrases associated with (
d) Use of other devices -- White v Samsung invoked ('s identity (probably BAD LAW) IP full of balances (short life patents, idea/expression dichotomy, nominative use) … this property right has no limitations … robbed of parody … decimates federal scheme

e) Impersonators Midler v Ford -- distinctive voice/style had same effect as directly appropriating identity … Singer manifests herself in song … to impersonate voice is to pirate identity.  Not every imitation is actionable … only when distinctive voice is widely known  and deliberately imitated to sell product.
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