Introduction

a) The Basics

i) Intellectual Property: used to identify a collection of distinct but legal doctrines
(1) intangible concept
(2) law provides a property right in intangible products of investment, creative intellect or labor
(3) doctrines of law often overlap to provide alternative forms of protection for the same creation
b) Philosophical Perspectives

i) Possesion of physical property is rivalrous: if I have it you don’t. Fact that possession and use of ideas is largely non-rivalrous is critical to IP theory b/c it means that traditional economic justification for tangible property does not fit IP. 

ii) The principal basis for such protection in the US is the utilitarian or economic incentive framework. However, other theories - most notabaly the natural rights and personhood justifications have been important as well

iii) The Natual Rights Perspective

(1) Based on John Locke's principles

(2) Gordon: Applies Locke's provision that "as much and as good be left for others after appropriation." This provisio poses a problem we see throughtout the course: how to delimit the rights of a creator in the fact of claims by consumers and other members of the public at large.

(3) Natural Rights are strongly emphasized in the continental Eurpoean justifications for IP. Those justifications to some extent parallel Locke's arguments, but there are important differences: continental scholars emphasize importance of reputation and non-economic asapects of IP, factors that lead them to support moral rights in copyright law. 

(4) Moral or entitlement based theory - that is that it is wrong, its theft (piracy) to engage in the copying of someone else’s work and that there is some moral relationships that an author or inventor has with their creation.

iv) The Utilitarian / Economic Incentive Perspective

(1) IP in US is fundamentally about incentives to invent and create. Constitution and judicial decisions seem to acknowledge the primacy of incentive theory in justifying IP. 

(i) The constitution expressly conditions the grant of power in the patent and copyright clause on a particular end, namely to promote the progress of science and useful arts. 

(2) Invention and creation require the investment of resources. In a private market economy, individuals will not invest in invention or creation unless the expected return from doing so exceeds the cost of doing so - unless they can reasonably expect to make a profit from the endeavor. To profit from a new idea or work of authorship, the creator must be able either to sell it to others for a price or to put it to some use that provides her w/ a comparative advantage in the market.

(3) Info is a "public good" - it may be consumed by many ppl w/out depletion and its difficult to identify those who won't pay for it and prevent them from using the info.

(4) Economic Incentive Benefit: IP protection is necessary to encourage inventors, authors, etc to invest in the process of creation. W/out such protection others could copy or imitate the work w/out incurring the costs and effort of creation inhibiting the original creators from reaping a reasonable return on their investment.

(5) Unfortunatly this approach has a cost. Granting authors / inventors the right to exclude others from using their ideas limits the diffusion of those ideas and prevents other ppl from benefiting from them. 

(i) In economic terms, IP rights prevent competition in sale of the work or invention covered by those rights and thus may allow the IP owner to raise the price of that work above the marginal cost of reproducing it. 

(ii) Prevents others from using those works to develop similar works that build on them. Even if they might make it better. 

(iii) This means that we have to balance incentives: incentives to create don’t always move in one direction. If we give someone unlimited rights, we discourage others from improving it. We want to make sure we don’t give rights that are TOO powerful, given away TOO easily, or that last too long.

(iv) Must ensure some dissemination to consumers occurs: IP can’t benefit anyone if products aren’t available to be taken advantage of. 

1. IP laws mean may be disseminated, but at a higher cost. 

2. Parties often contract around IP rights - you can improve on it, but you need to pay me some money. This is one example here.

(6) IP Claims
(a) Requirements for protection

(b) Rights / infringement:

(c) Defenses:

(d) Remedies:

Trade Secret Protection

a) Why have trade secret protection? If you have to rely on employee secrecy than may hire for loyalty over productivity, have clumsy physical security measures, may not disclose more than employees absolutly need to know, may just prey on others rather than innovating themselves. 

b) Prevents theft of information by unfair or commercially unreasonable means

c) bargain: overlaps w/K law – want to encourage relationships b/t employer/employee etc.

d) property law: granting IP to give incentive to innovate

(1)  encourage innovation in secret where you otherwise would not innovate

(2) actually want to discourage secrecy b/c want people to share w/others – so this way can share their secret w/o losing legal protection as long as take reasonable precautions, etc

(3) this way people are still hired based on merit b/c not afraid that someone will steal your secret – encourages mobility

(i) arrows information paradox – if a business is trying to sell you its idea, you arent going to buy it unless you know what it is – but if there was no protection, then person wouldn’t share it w/o you paying for it

(ii) TS: helps get around paradox by putting legal right on this info: you disclose info to in confidence so you can decide whether or not to buy it. If you pay for it you can use it, if you don't pay you can't use it.

II) Overview of Trade Secret Protection

a) State of TS Law:

(1) Every state protects TS in some way. Laws differ from state to state but UTSA seeks to harmonize TS law. 

(2) Improper use or disclosure of a TS is generally a common law tort. 

(3) TS laws do not protect against indepdant discovery or invention or prevent competitors from reverse engineering a legally obtained product to determine the secrets contained inside. Violations of TS law entitle the owner to damages and in some cases injunctions against use or further disclosure.

(4) Main document covering TS law was restatement of torts (sections 757 and 758): set forth basic principles of TS law that were adopted by courts in most states. 

(a) When restatement 2nd came out the omited 757/758 as they felt TS law had developed into a separate body of law, but the influence of the restatement remained. 

(5) Uniform Trade Secrets Act: (UTSA) model state statute that has now been enacted in some form by 40 states and DC. This can be found on page 34 of the text. 

(a) Note that in 1994 the restatement 3rd of unfair competition included a section on TS law that follows the uniform act for the most part, with some differences. 

b) Uniform Trade Secrets Act: 40 states use this as of 1970 

1. improper means: includes theft, bribery, misrepresentations, breach or inducement of a breach of duty to maintain secrecy, or espionage through electronic or other means

2. misappropriation: 

a. acquisition of a trade secret of another by a person who knows or has reason to know that the trade secret was acquired through improper means OR

b. disclosure or use of trade secret of another w/o express or implied consent by a person who

1. used improper means to acquire knowledge of the trade secret OR

2. at time of disclosure or use, knew or had reason to know that her knowledge of the trade secret was

a. derived from a person who had utilized improper means to acquire it

b. acquired under circumstances giving rise to a duty to maintain its secrecy or limit its use

c. derived from a person who owed a duty to the person seeking relief to maintain its secrecy

3. trade secret: information including a formula, pattern, compilation, program, device, method, technique, or process that

a. derives independent economic value, actual or potential, from not being generally known to, and not being readily ascertainable by proper means by, other persons who can obtain economic value from its disclosure or use AND

b. is the subject of efforts that are reasonable under the circumstances to maintain its secrecy

c. negative knowhow is clearly protected under uniform TS act, but status under restatement of torts is unclear b/c you could argue this is not info being used in ones businesss

d. NEGATIVE KNOWLEDGE: knowledge of how to avoid infringing a pending patent can be useful and does have value

c) Trade Secret Elements

i) Subject Matter Involved

(1) Information

(a)  broad definition – doesn’t have to be an invention (like patent law) can be technical information or business information or creative information

(b) Info including a formula, pattern, compilation, program, device, method, technique or process.

1. tangible object, IF it embodies secret info (like a floppy disk), or is a unique shape or makes production method obvious

(c) Not required that we actually use something in business for it to be protected, it merely has to have the potential to produce some profit or benefit in the future.

(d) There can be an implied duty of confidentiality in some cases: most often in the context of an employer / employee relationship

(e) Torts Restatement lists  6 factors in determining whether information constitutes a trade secret: Each factor is open ended - together they provide a basis for inquiry into how secret the info is

1. extent to which the information is known outside the claimant’s business

2. extent to which it is known by employees and others involved in the business

3. extent of measures taken by the claimant to guard the secrecy of information

4. value of the information to the business and its competitors

5. amount of effort or money expended by the business in developing the information

6. ease or difficulty with which the information could be properly acquired or duplicated by others

(2) Secret not generally known (or readily ascertainable) by proper means
(a) *(CA dropped the readily ascertainable, therefore the burden is shifted – p has to prove it is not generally known, but then d can come back and say that it was readily ascertainable). Basically you can't say it’s a trade secret if you can readily ascertain the info.

(b) Requirement of secrecy is NOT a requirement of uniqueness.

(i) Some trade secrets (the most powerful ones: i.e. coke's formula) are unique. Others are not.

(ii) Don't have to show you are only one w/ access to the info. to protect it as a trade secret. You just have to show that it is not generally known in the industy (maybe a few ppl know it) and its not easy to find out.

(iii) Can’t be patented or published. 

(c) Even if you are selling product that uses secret if its not obvious what secret is, might be a secret even if you are selling it. 

1. 3 companies own the same secret: each can do whatever it wants with it - sell, publish, etc. If they do then all 3 lose secret. Protection of secret lasts only so long as there is secret to protect. Anyone discloses info, destroys secret.

2. Even if I steal it from you and put it on the net you don't have a secret anymore. I'm liable to you and you can come after me, but the secret is gone once its published

(d) absolute novelty of information is not necessary
(i) can have a trade secret that has been discovered before as long as the information is hard to find or not generally known in your industry – is protected and special to your business

(ii) trade secret must possess at least a modicum of originality that separates it from everyday knowledge

(e) question to ask: does a group of people who would use the information for the same purpose/get the economic benefit from it, know the information. Note: does the public at large, or one person know the information

(f) most contention occurs in this category: not all misappropriations occur by someone taking physical files – often it is about ideas in someone’s head

(g) majority of all trade secret cases: an employee leaves one company and joins another or starts her own in the same field

(i) no good answer to this dilemma – ways to approach it:

a. if you have documents from previous employer probably doing something wrong

b. but would violate public policy to not allow person to bring with them the general knowledge they got from the previous job – don’t want to discourage worker mobility

c. Must draw line btwn your valuable knowledge and experience and the more specific knowledge that is protectable as a TS. 

d. problem is that there are many inbetween cases – ie salesperson memorizes a client list – this is heavily disputed (lots of litigation)

(h) Metalurgical Indistries Inc. v Fourtek, Inc (5th Circuit)

1. Facts: Meta (P) hired employees of D who were at another company to build a machine for their industry. Employees left, started D company, which began building a machine for another using P's modifications. P sued for misapropriation of TS as it said it had told employees of modifications confidentially and P had spent a lot of time and money on the changes.

2. Rule: To receive TS protection must be valuable, have been costly to develop, and  info must be a secret, matters of general knowledge in an industry can't be protected as TS. All 3 of these items need not be present in every case (except secrecy, which always must be there). The definition of TS will thus be decided by weighing all equitable consideration in each case.

3. TS can be a compilation of a bunch of pieces of info. Take info, put it together in a way no one else has before and protect the resulting combination as a trade secret. In fact that is exactly what happens in this case.

i. Secrecy need not be absolute. Public revelation dispels secrecy, but holder need not be totally silent. You can divulge it to a limited extent, thus if it is made to further holder's economic interests. Showing these were confidential would have made it even stronger

(i) CA: if you file a TS suit have to write out what you claim secret to be. Problem is you can amend this up until trial, so you can claim one thing and then keep modifying the trade secret as you go. Protect TS at trial by protective order. 

 Can you protect what did NOT work as a trade secret? Well it seems like there would be economic value having this info - they know it doesn't work so that company would have a head start. I.E. cancer drug – you know what doesn’t work. This is a TS. 

1. uniform trade secrets act has NO requirement that info be used in one's business (this is a requirement of the restatement) so negative know how can clearly be protected under the UTSA but perhaps not under the restatement

(j) Categories of info eligible for TS protection are expansive. Metalurgical shows they include secret combinations of items, which are by themselves publicly known as well as both scientific and technical info and business info such as customer lists and business plans.

(k) Rohm & Haas v Adco - D obtained info wrongly (from employee who memorized it then came to D but said info was not secret b/c it was dislcosed in prior publications). Court said info was still protectable TS b/c D did not get it from the publication.

1. Whether info must actually be known to competitors or merely be knowable for the courts to conclude it is not a secret. Many courts follow restatment and take former view (as Rohm & Haas does). This protects info that could be acquired properly but was not. The problem is not that D got it, but how he got it. Underscores of unfair competition. 

2. UTSA differs from restatment: info is not a TS if is generally known OR readily ascertainable by proper means. Once a TS is available via public sources it loses protection and D can obtain it from public or from P. (Note some states do not follow this change, and have modified it. CA is one example where 'readily ascertainable has been removed" although CA law does allow proof of ready ascertainability as a defense. 

3. Even where restatement is followed, there are limits on what can qualify for TS protection. If info is generally known to public or even w/in a specialized industry it doesn't get protection.

(l) Restatement of unfair competition says TS is: any info that can be used in an operation of a business or other enterprise and that is sufficiently valuable and secret to afford an actual or potential economic advantage over others.

a. Many different companies can possess the same info and each protect it as a secret. 

b. But when info is no longer sufficiently secret to get protection as a TS its use should not serve as a basis for improper imposition of liability

c. The concept of a TS as defined here is intened to be consistent with section 1(4) of the UTSA (the definition of a TS).

(3) economic value:
(a) must have independent economic value

(b) how great was the claimant’s investment in developing the trade secret

(c) how valuable is it to the public generally

(d) how valuable is it to your competitors

(4) value comes from its secrecy
(a) if everyone knew it, then it would no longer be commercially valuable

(5) Reasonable efforts: must be the subject of reasonable efforts to protect the secret.

(a) UTSA seperates this out as a special thing. Failing to do this dooms a trade secret case, even if no one but the other side learned the secret.

1. Precautions generally must include certain efforts to prevent theft or use of the idea by former employees.

(b) 3rd body of TS law - resatement 3rd of unfair competition eliminates this as a separate obligation - its says these are relevant to decide if something is a secret or if it is valuable. This has yet to be adopted anywhere

(c) Where required what do you have to do?

1. Electrocraft case is a useful guide - it tells you what NOT to do if you want to protect a trade secret. There didn't seem to be much effort to protect the secret, so the court says that even though this was secret you are not entitled to protect it and sue b/c you have not taken reasonable efforts. . More than an intention is required, real efforts must be made. Absolute secrecy is not required.

i. Relaxed security by itself does not show lack of reasonable efforts, since there is not much espionage in this industry so may not have been needed. But the confidentiality procesures (to keep employees from taking info and tell them info should not be dislcosed) were fatally lax. No marked confidential, etc. Since ECC can't show the precautions, no TS protection.

2. Rockwell: Efforts are somewhat stronger, but they certainly are not airtight. Was this enough though? We have less than perfect protection. The fact that you took efforts to protect it may be evidence that you think its valuable, may give some reason to suspect that it is a secret.

i. What P did to protect: limited access to piece part drawings; Kept in vault; Needed ID badges; Employees signed NDAs; Venders were allowed to make limited copies; Venders signed confidentiality agreements; Con:  Did not segregate the piece part drawings from the assembly drawings or insist that copies be returned.

ii. Some courts say fact you took steps to protect info may be evidence in disputed cases as to the legality of the obtaining of that info: i.e. the more precautions you take, the less likely that they got the info from a legitimate source.

iii. Rule: In determining whether more precautions should have been taken,  must balance how much precautions would have cost and whether spending that much would have been worth it, or if cost of more precautions would have been so great as to have not been worth it (both in time, money, etc).

3. TS does not protect against reverse engineering by legitimate purchasers absent a valid non-disclosure agreement.

4. There are just somethings that you can't protect. Drink (Lynchburg Lemonade case). 

i. If there is no secret, it doesn't matter how you get the information. It is ok to steal it. Might create other liability but won't be liable for misapropriation of TS. Question "is this info really secret or is it readily ascertainable" turns out to be very important

d) Disclosure of Trade Secrets

(1) Public disclosure of TS destroys secret and ends protection forever. As long as it is secret, it is protectable. TS do not last for a specific term but continue until the secret is disclosed. 

(2) Disclosure can occur in a number of ways:

(a) TS owners may publish it. Secret is then lost. 

1. often occurs when TS owner seeks patent. Obtaining  patent destroys TS protection. 

(b) TS owner may disclose by selling commercial product that embodies the secret. If TS is fully disclosed by products produced using the secret protection is lost. Disclosure may occur even w/out sale of the product if the secret is disclosed freely and w/out restriction during the manufacturing or development process.

1. Sale does not necessarily disclose however just b/c TS is embodied in product. The issue is whether TS is aparent from product itself. Those that are apparent are disclosed, those in undecipherable form are not. 

2. Generally once you start selling products you expose your secret to the risk somoene will reverse engineer or figure out what it is

(c) TS may be disclosed (via publication or sale of product) by someone other than TS owner. Often occurs when someone other than TS owner independantly develops or discovers the secret. If she chooses to publish her rights and others are lost. 

1. Even if TS was stolen and published by stealer, protection is lost. Person who published it or disclosed it may be liable for misappropriation but the party who gets it from the public disclosure is not liable and protection is lost. 

(d) TS may be disclosed by accident (inadvertently). 

1. UTSA says it is misapropriation to disclose secret you have reason to know was acquired by accident or mistake. Restatement 3rd of unfair competition takes same position: unless accidental acquisition was b/c of TS owner's failure to take reasonable precautions to maintain secrecy of info.

2. Gov't can sometimes make you disclose TS to serve social purpose: i.e. publish active ingredients in pesticide. Note gov't forced disclosure may constitute a taking under the 5th amendment. 

(d) TS – you give out secret info over internet. If you give it improperly to everyone secret is gone

1. You may be liable for publishing it, but those who get it and use it will not be IF a lot of people know even if got by improper means. Secret is gone and you can’t protect it.

2. If only one person knows and it was got the wrong way (and they should have known this was the case) then both discloser and person using it could be liable

III) Misapropriation of Trade Secrets

(1) Trade secrets only prevent people from doing certain things. It does not give you an absolute right to the info. See section 1of the Uniform Trade Secrets Act.

(2) Three basic types of wrongful behavior. You can be liable for misapropriation of a trade secret it:

(i) If you acquire the secret by improper means

(ii) If you use or disclose the secret in breach of a confidential relationship

(iii) If you use or disclose a trade secret that you know you acquired by mistake.

(3) If you don't do one of these things than you are ok. Can get secrets in variety of other ways: I.E. reverse engineering, developing secret yourself, from publicly accessable sources (find info in  obscure publication even though not widely known or readily ascertainable - find it by research).

a) Improper Means

i) What is an improper means of acquiring a secret?

(1) Things appear to be wrongful if you seek to circumvent the other side's reasonable efforts, however that is not always the case. Sometimes (reverse engineering, etc) if you circumvent the reasonable efforts it is not improper.

(2) Law seems to give more protection to information within your
 property or control as compared to something out of your control (i.e. a product you've sold, etc)

(3) Obvious examples: breaking in and stealing plans; bribing employees to get copies of documents; hacking a computer network

(4) E.I duPont de Nemours & Co v Rolfe Christopher, Et al. 5th circuit 1970

(i) Facts: D Christopher flew over P's plant, which was being built, to take pics to sell. Pics were of P's manufacturing process, from which it would be possible to deduce P's secret. P sued for misapropriation. Held for P.

(ii) Rule: One can use competitor's secret process if he acquires or discovers it through proper means, but one may not avoid these labors by taking it from discoverer w/out permission when discoveree takes reasonable precautions to maintain secrecy. Acquiring it this way is improper unless holder voluntarily discloses or fails to take reasonable precautions to protect its secrecy. 

(iii) Analysis: Court says P took appropriate steps to protect, but short of huge costs P could not stop D from flying over. This does not mean everything in not in plain view is protected or that all info obtained by extra optical extension is forbidden. But a TS owner need not guard against the unanticipated, the undetectable, or the unpreventable method of espionage now available. 

(5) Can prevent someone from reverse engineering product by entering into contractual agreement not to reverse engineer it. This is often done with computer programs.

(6) For accident or mistake the relevant legal standard is 'known or should have reason to know" that is should you have known or had reason to know that you acquired this by accident.

b) Confidential Relationship 

(1) Secrets that have been properly obtained may still be misappropriated if they are improperly used or disclosed. This usually occurs when the secrets are used or disclosed in violation of a confidential relationship. 

(i) The obvious way to create such a relationship and protect your secret is to create a contract. These occur quite frequently, especially in the employment context.

(ii) Also possible to create such a relationship without a written contract. The question is under what circumstances do you create a confidential relationship without actually agreeing.

i) Smith v Dravo Corp - 7th Circuit 1953.  

(a) A non-confidential disclosure can't be the basis of a lawsuit. P's info is protected b/c it is secret. Promiscuous disclouse destroys the TS protection. This is not the case where the relationship is confidential. 

1. No express promise of trust given by D. Was one implied? Yes P disclosed design to allow D to appraise it w/ view to buying the company. Thus D had to know the limited purpose of the disclosure. But for this transaction D would not have learned of the design. 

(b) Rule: When a TS is revealed in business negotiations (such as where one party is looking to buy the business, or lookng to buy the secret) absent an express agreement of confidentiality, there is an implied agreement that the person viewing the TS will not take it and use it other than for deciding to buy the good or secret. Such other uses are misapropriations. 

ii) Restatement 3rd of unf comp: confidential relationship is established when

(a)  The person made an express promise of confidentiality prior to disclosure of the TS or

(b) the TS was disclosed to the person under circumstances in which the relationship btwn the parties to the disclosure or the other facts surrounding the disclosure justify the conclusions that at the time of the disclosure:

1. the person knew or had reason to know that the disclosure was intended to be in confidence and

2. the other party to the disclosure was reasonable in inferring that the person consented to an obligation of confidentiality

(c) Courts may vary on this issue: Compare the "had reason to know" standard w/ the 11th circuit where court seemed to create standard of actual knowledge on part of recipient of confidential info that discloser intended it to be confidential and 5th Circuit which found implied confidential relationship to exist in the course of negotiations despite the fact that discloser never requested info remain confidential. 

b) Reverse Engineering


i) Proper means of obtaining a TS. Can be considered defenses b/c do not directly deny existence of TS or D's use of that secret. Rather they are legitimate uses of TS by a competitor. 

(a) Restatement of Torsts notes: 

(i) Proper means

1. Discovery by independent invention

2. Discovery by reverse engineering - by starting w/ the known product and working backwards to find the method by which it was developed. The acquisition of the known product must of course also be by a fair and honest means, such as purchase of the item on the open market for reverse engineering to be lawful

3. Observation of the item in public use or on public display

4. Obtaining the TS from published literature 

(b) See also the restatment 3rd of unfair competition (independent discovery and analysis of publicly available products or info are not improper means of acquisiton.

(c) Chicago Lock Co. v Fanberg - 9th Circuit 1982 - P (Chicago) seeks to enjoin unauthorized dissemination of key codes for company's line of locks. Court held that key code were improperly acquired TS and enjoined distribution of book. Reversed. Order for Fanbergs. 

1. Facts: company only sells lock keys to owner of record for lock and serial number - key code correlations are maintained by company in secrecy. When a key is made by lockpicking (if key is lost and person doesn't get dublicate from the company) the locksmith usually records the key code to avoid needing to pick the lock again. 

2. Issue: Did D's getting the locksmith's reverse engineering data constitute an improper means w/ respect to P? Held: no. Had D bought and examined locks on his own this would certainly not be improper means. Using computer programs to determine key code combinations is also ok.

3. Rule: Protection accord the TS holder is against the disclosure or unauthorized use of the TS by those to whom the secret has been confided under the express or implied restriction of disclosure or nonuse. Thus D would be liable if they got the locksmiths to reveal this in breach of a duty not to disclose. 

a. No such duty exists towards company (perhaps towards customers but that doesn't affect this case). Owner owes no duty to company, could reverse eingineer if they like.Court holds that neither the locksmiths, owner or the Fanbergs owed a duty to the company. Fanbergs could gather the reverse engineering data. Held for Fanbergs.  

(d) 5th Circuit: reverse engineering may protect those who engage in it, but does not protect those who acquire it by improper means. 

(e) When you sell products on open market, you transfer rights over physical thing to buyer. This typically incorporates TS and law typically says buyer has right to analyze product and take info from it and do what they want with that info, including determining TS

(f) Doesn't necessarily mean secret is lost, if its obvious to everyone it is. Class of cases where difficult, but not impossible to figure out TS. In those cases ppl who sucessfully reverse engineer it have a choice:

1. can publish it and the secret is lost through disclosure (and no harm or tort is done by the revealer) or

2. could make economic use of the info without disclosing it to the rest of the world, so now there are a couple of people who can use this secret and benefit from it. Because the reverse engineering is legal it is the choice of the reverse engineer what to do with the info

(g) May be able to have contract that says you will not reverse engineer product. 

(h) Possibility product might be reverse engineered does not necessarily eliminate all TS protection, i.e against those who have not reverse engineered it. One court says that reasonable efforts to protect secrecy of an idea contained in a commercial product - such as locks, black boses or use of unreadable code, may sufficie to maintain TS protecting even after product is widely circulated

c) Departing Employees

i) Employees leave a company to either start their own business or take a job elsewhere. Most companies require employees to sign some kind of employment agreement when they are hired or during their tenure. There are 3 general categories of these agreements. 

(1) confidentiality agreements: which generally recite that the employee will receive confidential info during employment and that she undertakes to keep it secret and not use it for anyone other than the employer. 

(2) Invention assignments: give the employer the right to IP created by the employee while employed. 

(3) Noncompetition agreements: limit the circumstances in which former employees can compete for customers w/ their former employers. You can't work for certain kinds of competitors for a certain amount of time. 

(a) In some states (TX) not valid unless work employment is for some term of years. 

(i) Some states restrict non-competition agreements: Agreements must meet an overarching sense of reasonableness: reasonably restricted in scope (for example: reasonable in that it is no greater than necessary to protect employer in some legitimate business interest; reasonable in the sense that it is not unduly harsh and oppressive in curtailing his legitimate efforts to earn a livelihood; reasonable from the standpoint of sound public policy), can you show legitimate employer interests, and is there some overriding public policy concern with the agreement

1. Other Limits – must be reasonable

a. duration: 3 years. Is too long, 1yr or less probably acceptable (but this varies by industry)

b. geography: where is the employee taking the employment (in the modern world this is much less relavent)

c. product scope: defining exactly what you cant do is hard

2. if defined broadly then probably no good (ie. You cant work in the computer industry) but maybe if define a particular subset of the field, would be ok

(b) A number of states, including CA reject the concept of non-competition agreements entirely. They are void in CA. See CA Business code 16600. Four States do this.

1. CA: Refuses to enforce non-compete signed in MD where is telecommuting to work at job in CA even though employee lives in MD still. CA won’t enforce these from other states. TX has enforced them against ppl wanting to leave TX and go work in CA. You get race to court house – one state court is not likely to disregard ruling from other state court. But if ruled in their court may get different result. 

ii) Typically there is an express agreement but even if not, you can imply one. however, ex employees are free to take with them the general skill, knowledge, training, and experience that they obtained from working in the industry. Implied duty: employee has implied duty to protect interests in employer’s secrets

iii) Problems arise when employers seek to limit employee's use of info that is not TS under legal standard above. Can employers & employees agree employee will not use any info obtained during employment whether public or not? Are employers limited by IP laws to protecting only TS that meet statutory requirements or can they impose added restrictions on employees so long as they do so by agreement? 

(1) Courts struggle w/ this, but most say that reasonable contract restriction on employees are enforceable even absent a protectable TS. 

(2) State statutes generally are interpreted to allow such "reasonable" employee agreements regardless of how the statutes themselves are worded. What is reasonable remains the subject of much litigation.

(3) Note that Texas said non-compete agreements could not be enforced in at will employyment b/c employer had no continuing obligation. 

iv) One type of cases deal with things you don't have to physically take with you b/c you might be able to remember it. I.E  Customer lists, even if you don't take list if you've been working w/ them a long time likelihood is that you know who they are.

(1) Pepsico v Redmond says some employees will inevitably disclose trade secrets, even if they try not to. They can't purge them from their memory. So the question becomes what do we do then?

(2) Under the theory of inevitable disclose (Pepsico view) you don't even need non-disclosure this if I can show that you will disclose my valuable secrets to the competitor.

(a) CA Courts have NOT adopted inevitible disclosure. Courts nationwide are all over the map accepting / rejecting this. 

d) Can employees raid their company by hiring away its employees?

(1) Raiding: hiring away some / all employees in a company to start a competing company. 

(a)  TS law says you cannot use / disclose TS of another when you obtained those secrets in a confidential relationship (like an employer-employee relationship).

(b) BUT ex-employees are free to take w/ them the "general skill, knowledge, training, and experience" that they obtained from working in the industry. 

1. Note a case where court said memorizing customer list is misapropriation of TS but contacting customers former employee knew from experience to be possible customers is likely ok. 

2. If employee can avoid using ex-employer's TS is ok to hire away employees

3. Even though the relationship btwn an employer and employee is an advantageous one, no actionable wrong is committed by a competitor who solicits his competitors employees or hires away some of the competitor's emplyoees not under contract so long as inducement to leave is not accompanied by unlawful action. 

(c) Can employees be forced to sign non-solicition agreements preventing those leaving from soliciting others to join him or from soliciting former customers? 

1. 9th Circuit has upheld an injunction against solicitation of employees / customers based on such an agreement. 

2. Other courts seem more guarded, prohibiting solicitation only where there is active inducement or where depating employees have taken a customer list, which is a TS.

e) Inevitable Disclosure of Trade Secrets

(a) Are there circumstances where employee's use or disclosure of TS is inevitable? Is there any way that certain employee’s can keep separate the ideas and projects she was working on for her old employer form the ideas and projects she will be asked to develop for her new employer

(b) if not, should the employer be able to enforce a noncompetition agreement even if it cannot show that the employee intends to use its trade secrets

(c) most courts reject inevitable disclosure rationale – public policy counsels against unilateral conversion of non-disclosure agreements into non-competitive agreements

(d) mere fact that a person assumes a similar position at a competitor does not, without more, make it inevitable that she will use or disclose the trade secret information

(e) pepsi case: offered substantial evidence that former employee possessed intimate knowledge about the strategic goals of company regarding their sports drink – these particularized plans ok to enforce agreement on inevitable disclosure grounds. Court said that a P may prove a claim of TS misappropriation by demonstrating that D's new employment will inevitably lead him to rely on P's TS.

1. Several recent cases after PepsiCO/Quaker have followed suit and enjoined employment absent either proof of TS misappropriation or an enforceable noncompetition agreement

2. One court adopted a partial inevitable disclosure injunction - enjoined him from working for discussing ex-employer's products or pricing for 2 years but refused to enjoin him from competing employment altogether absent a showing of bad faith. Another court has accepted an inevitable disclosure theory but issued an injunction limited to 9 months, saying te secret would be stale when that was over most likey.

f) Can Employees take their own inventions?

(1) Common law: assumption that invention / employment had nothing to do with one another

(2) Only if specifically hired to invent did you have obligation to turn over invention, although if you used company resources they had a "shop right" to some value based on their contribution to the invention. 

(3) Common law rule almost always eliminated by contract. 

(4) Wexler v Greenberg - PA 1960

(i) Facts: While working for P, D was familiar w/ P's formulas (developed by analyzing and copying competitors formulas) and business information. D actually developed the formuilas, they were not given to him by P. 

(ii)  Issue: Absent an agreement to restrict the ex-employee, to what extent can the ex-employer restrict the use can an employee put the knowledge of information and methods he developed at a former job at his new job b/c employer claims they are trade secrets? 

(iii) Rule: Court will protect an employer from unlicensed disclosure or use of his TS by an ex-employee provided employee entered into an enforceable covernant restricting the use or was bound by secrecy by virtue of a confidential relationship (employer and employee relationship). 

1. Where employer has no protectable TS employee's aptitude, skill, dexterity, mental ability, and other knowledge obtained in course of employment are not property of employer and right to use these remains his unless restrained by agreement w/ employer. 

2. Employer has burden to show two things: 1) legally protectable TS and 2) a legal basis (covenant or confidential relationship) to give relief. 

3. Confidential relationship created when employer gives employee pre-existing secret, its impossible to have implied pledge of secrecy when employee turns over to employer a TS he developed. P must show some other way to cast a cloak of confidence over this; only way to do that is by saying nature of employment relationship gave rise to duty of non-disclosure. Court said did not happen here, there no experimentation or research, so developments by change and modification were fruits of D's skill w/out assistance by way of info or expense from P.

(5) Often court finds express or implied agreement to assign employee's invention to employer: 9th circuit said obligation to disclose may arise from circumstances other than communcation in confidence by employer. May rest on implied or express agreement

(i)  Here it might be implied from employer's elaborate efforts to maintain secrecy of development program and employee's knowledge of these efforts. Express written agreements binding employees not to disclose confidential info in this case also did not exclude info the employee contributed.

(6) Wexler rule is not even always followed in PA!

(7) Customer lists are often protected as TS. Memorizing or taking them is usually misapropriation. 

(8) Working at home: Come up with something not in course of employment but working at home. In the extreme cases it is unrelated - no relation to the job and not using company resources.

(i)  One answer to this is what does the contract say?

(ii) Ca and some states: if you invent something on your own time w/ your own resources and it is not closely related to what you do at work then employer can't compel you to assign it.

(iii) DSC v Brown - Brown comes up w/ a solution to the Y2K bug.  Employer says we own idea. Goes to court, gets injunction requiring discloser of idea (it was a software related invention and he was a software engineer). Seems a bit borderline. 

(9) Common Law obligations to assign inventions 

(a) Common Law: (in theory this is the law absent a contract) - divides people into 3 categories

(i) independent invention: employees can take their own inventions w/them when they leave

(ii) hired to invent: if hired to the company to invent – employer gets the invention 

(iii) invent in employer’s shop: if used the resources of employer to invent -  then employee gets the invention but the employer gets a shop right (right to use invention in their shop)

(iv) These rules apply only absent an agreement, which most companies usually have employees sign. 

(v) Several states have freedom to create statutes which restrict the instances in which employers can compel assignement by contracts. 

1. These usually provide that any e mployee invention assignment agreement that purports to give employers greater rights than they have under the statute is against public policy and not enforceable. 

2. CA statute: provides that contracts may not require assignment of invention(s) that the employee developed entirely on his/her own time w/out using the employer's equipment, supplies, facilities, or TS info unless the invention relaties to employer's current or demonstrably anticipated business. 

(10) Trailer Clauses 

(a) Common law rules above apply absent contracts, but also relevant when written agreements  in place. Under principles similar to those for non-competes law limits ability of employers to claim ownership by contract of all employee inventions no matter how tenuously related to  employment relationship. 

(b) Trailer Clause: contractual provision that requires employees to assign rights not only in inventions made during period of employment, but also for certain time thereafter. 

(c) Generally subject to same treatment as noncompetes: enforceable only to extent they are reasonable. Generally enforeable unless they are of particularly long or indefinite duration. Then may run afoul of antitrust law as well as being unenforceable. 

(d) Hold over clauses: courts have held must be limited to reasonable times and to subject matter employee worked on or had knowledge of during employment… unless expressly agreed otherwise employer has no right under holdover clause to inventions made outside scope of employee's former activities and made on and with subsequent employer's time and funds. 

(e) Employers may have trouble enforcing restrictions that are broader in scope. This is particularly true of large conglomerates that attempt to require the assignment of any invention related to their diverse field of business. 

g) Agreements to keep secrets
i) TS law imposes certain limits on the owner of a TS. 
ii) Can an owner of info avoid these restrictions by requiring others to agree to keep info secret whether or not the info meets the requirements for protection?
iii) Absent licenses, that company would either have to sell product outright, use it  incompletely or inefficiently, enter a new field itself or not use it at all. 
(1) Warner-Lamert Pharmaceuticals v John Reynolds. US Dist. Ct for SD NY 1959. 

(i) Facts: P (Warner) contracted w/ D for the secret formula to listerine in a contract that said P would pay D monthly royalties for each and every gross of the product sold hereafter. The TS later became public knowledge. 

(ii) P argues the agreement is unclear as to its term. Court says it is not - the obligation is clearly to pay for as long as P sells Listerine. The obligation to pay continues as long as P sells the product. Court notes that patents / copyrights have fixed statutory terms, while TS last forever. Parties can contract to a TS or formula in any way they see fit and the TS can last forever. Whoever discovers it by legit means is also free to use it. 

(iii) Rule: Just b/c a TS is no longer secret, does not mean that one who acquires it through a valid and binding contract is allowed to escape from the obligation he bound himself to. Absent an agreement that the deal expires when it is no longer secret, courts will not imply that such agreements expire when the TS is no longer secret.  One who acquires a Ts or formula takes it subject to the risk that there will be disclosure. 

(2) You see this come up in reverse engineering as well.
(i) You get contracts btwn software vendors and those who buy them. Clickwrap agreements. These say that you "agree not to reverse engineer the computer program"

(ii) If this is legitimate, it might be reasonable to ask what's left of reverse engineering right. Perhaps not much is left.

(iii) In reverse engineering there is a split: the majority of courts (including CA) take the position that you can't ban reverse engineering of a trade secret by contract

(iv) US SC cases that deal w/ federal pre-emption of state TS law: they say state TS law not pre-empted by fed patent laws in large part b/c it leaves open potential for reverse engineering. Thus  don't violate federal patent law since you can gain access to info by reverse engineering.

(3) Warner result is controversial. Restatement third of unf comp takes the positon that nondisclosure agreements that purpose to protect info in the public domain may be unenforceable as an unreasonable restraint on trade.

(i) It also notes that b/c of public interest in preserving access to info that is in public domain, such an agreement will not ordinarily estop a D from contesting the existence of a TS. This seems at odd with the Warner case.

(4) Federal circuit seems to have endorsed Warner approach.

Patent Law

I)   Introduction

a) Historical Background

(1) US Patent System: rooted in constitution - provision of of art 1sec 8 authorizes congress to award exclusive rights for limited time to authors/inventors for their writings / discoveries

(2) Patent law:. Basically gives you a limited monopoly. In return for making and fully disclosing the invention to the public, the public grants the inventor the right to prevent others from making, using or selling it.

(a) People can't build your product or things sufficiently close to it, but can take inspiration from your product

(b) the fact that you are making the same thing I am is enough to make you liable. Independent invention is not a defense in patent law.

(c) After the term of the patent expires, the innovation becomes part of the public domain, freely available to all.

II) An Overview of Patent Laws

a) Requirements for Patentability

(1) PTO (patent and trademark office) grants a patent when an inventor shows 5 things: 25 USC Section 101 (utility) 102 (novelty) 103 (nonobviousness) and 112 (enablement). The claims are the heart of the patent application. You get right to stop others from producing whats in the claim. 
(a) Patentable subject matter: Invention fits one of the general categories of patentable subject matter

(b) Novelty: it has not been preceded in idential form in the public prior art

1. Established by applying a set of technical rules to determine if a patent applicant was really the 1st to make the invention claimed.

2. determines whether invention is unpatentable b/c it was made before, sold more than a year before patent application was filed or otherwise disqualified by prior use or knowledge

3. Invention must be something new

(c) Utility: it is useful

1. Rather minimal obstacle to getting a patent. 

2. Whoever invents any new and useful process, machine, manufacture or composition of matter may obtain a patent therefor.

3. Patent will not be witheld even though invention works only in an experimental setting and has no proven use in the field or factor

4. Only if an invention has absolutly no practical utility will a patent be denied

a. Only exception is inventions pertaining to pharmaceuticals, where some question whether lab promise is enough to establish utility in treating humans.

(d) Nonobviousness: it represents a nontrivial extention of what was known

1. This is the most important requirement - the ultimate condition of patentability.

2. Attempts to measure techincal accomplishment in invention.

3. Asks whether the invention is a big enough technical advance over prior art.

4. Even if invention is new and useful it won't merit a patent if it is merely a trivial step forward in the art

5. Sits on top of novelty. Even if I can demonstrate my invention is new, if it just builds on something you already did, than does not meet this requirement. People of ordinary skill in the art could probably do the same.

(e) It is disclosed and described by the applicant in such a way as to enable others to make and use the invention

1. Patentee must give sufficiently good description of invention that one of ordinary skill in the art could make and use it.

b) Rights Conferred by a patent

(1) Claims are heart of patnet law: define boundaries of property right the patent confers. 

(a) Claims must always be accompanied by a specification and most patents also have one or more drawings as well.

1. Specification: describes invention. Names all parts or components, describes how they work; illustrates how they work together to perform invention's function.

2.  Only at end of the specification does inventor state precise legal definition of invention. These are the claims. 

i. Note claims can be a "genus" claim that includes several species (see 2b on page 132 of the text) - a liquid from the group consisting of 1, 2, etc. 

ii. Markush expression - special form of genus claim "an x selected from group of a,b,c where X descibes the class to which A,b, and c belong. Often seen in chemical compositions. 

3. Independent claims do not refer to any other claim or claims. 

4. Dependant claims (claim 5 page 133) - begin w/ phrase "a windmill according to claim 4" - these incorporate all the limitations of the independent claim on which it depends. 

5. You can have a claim for a method or process. Claims can also be stated in "means plus function" format: element is not described in detail but is merely listed as a "means" for acomplishing some goal. (see claims 6 and 7 on 133 respectively). 

6. So claims can be device, process, or means plus function
7. The broader your claims are, the more you own. If you write patents with claims that are too narrow, its not that hard to get around your invention.

a. You can avoid infringing the patent b/c you invent something not described in the claims

b. So you would perhaps try to get as close to these boundaries as possible w/out going over the lines and making your patent invalid

c. A written description is also required.

d. Can be hard to tell what will be accepted as a claim. You want to write a valid claim that is as broad as possible to give the most protection.

(b) Patent confers the right to excluse others from making, selling, using, offering for sale or importing the invention for a specific term of years. 

1. Used to be 17 years from date issued. 1995 changed to 20 years from date application was filed. Length of varies from case to case - in force 20 years minus amount of time spent in application (prosecution) process. 

c) Procedures for obtaining a patent

(1) Getting patent called prosecution. Average time takes 2-3 years but can be a lot more (even decades). 

(2) Examiner and inventor (or attorney) engage in series of negotiations. 

(a) First examiner may reject application as deficient under the patent act. Examiner will normally try to narrow the wording of the claims. Examiners are specialists - concentrate only on certain technologies or even areas of particular technologies. 

(b) Specification describes problem inventor faced and steps taken to solve it. 

1. Provides precise characterization of best mode of solving problem contemplated by inventor. 

2. Battle over the precise verbal boundary to patentee's invention – claims: the heart of patent prosecution and the specification must support the claims. 

3. Prosecution is a give and take affair. 

a. Responding to examiner, application will often amend specification and claims. 

b. Can then file a continuation of original application changing only the claims or can change specification and refile application as continuation in part (CIP) application. 

i. Original filing date preserved so long as no new matter is added. 

(c) App that examiner thinks contains more than one invention will be subject to restriction requirement: applicant must decide which invention in app he wishes to persue. 

1.  others have to be placed in new and separate app. Claims corresponding to invention decided to persue in original app are called elected claims. 

2. Often claims section begins w/ broadest claim qualified by dependent claims. Followed perhaps by narrower independent claim which may also be qualified by dependent claims. Broadest first narrowest last is typical way it works. 

3. Prosecution ends when patent is granted. 

a. Patentee who thinks patent claims are too broad or narrow can seek reissue of the patent so long as deficiency in original is the result of a bona fide error or omission. Reissues to broaden scope of claims must be initiated w/in 2 years of original issuance. 

b. Until 1999 applications were not published, now they will be.

(d) Re-examination: anyone (including patentee) can seek one of these if substantial new basis for questioning patentability arises after issuance. 

1. At present 3rd parties are strictly limited in their ability to participate here, even if initiated it, laws pending in congree at time of book would allow greater third party participation.

(e) IF can't persuade examiner to issue patent examiner can issue final rejection. This is not actuall final though as applicants can:

1. Negotiate w/ examiner to allow amended version of patent, usually w/ narrower claims than original

2. Abandon and refile in hopes of convincing examiner w/ furter argument, amendment (or get other examiner)

3. Or appeal rejection. 

(f) Appeal of rejection follows procedures similar to other admin agency appeals. Internal Appeals board in PTO to hear cases over final rejections. If applicant doesn't like that result can cap appeal to court of appeals for fed. circuit.

(g) Court disputes over patent rights also arise when patentee brings lawsuit against someone accused of infringing patent. Typically 2 defenses here:

1. Infringer argues that patent is invalid for any number of reasons (an invalid patent can't be infringed)

2. Accused infringer argues that even if patent is valid products being made or sold by accused do not infringe on the patent

3. Since invalidity is often argued as a defense all isues of patent validity dealt w/ by PTO in granting patent may be considered by a court

4. Standard of review of PTO decision to issue patent is contentious question: See Dickinson v Zurko 119 S Ct 1816 (1999) adopting deferential "substantial evidence" standard for judicial review of PTO decisions)

5. Patent is born valid: patent code says there is a presumption of validity that comes w/ issued patent. Appeals in patent infringement cases go automatically to court of appeals of fed cricuit no matter what district filed in. 

6. Some defenses in these cases lead to finding that patent is unenforceable rather than invalid. See defense below. 

(h) Other Types of Patent Litigation

1. Priority dispute btwn 2 or more inventors who claim to have been first inventor. Called interference proceedings. Happen b/c US awards patent to first inventor, not first to file. There are handled by the PTO board of appeals w/ right to appeal to CFAC.

2. Those who fear being sued for infringing can file suit for declaratory judgment that patent is invalid or that their conduct does not infringe. This is usually met w/ counterclaim of infringement (happens like normal infringement suit). 

3. International Trade Commission can block importation of products into the US if they infringet US patents and can block importation of products made abroad that are patents in the US 

III) Elements of Patentability

a) 5 primary requirements for patentability: patentable subject matter, novelty, utility, nonobviousness and enablement

b) Patentable Subject Matter (section 101 of patent code)

(1) Defines categories of patentable invention broadly "any process, machine, manufacture … composition of matter, or … improvement thereof … " patent lawyers often emply a working distinction btwn process claims and product claims which are simply claims to any of the other 3 types of invention (machines, manufactures, or compositions of matter. 

(2) definition of terms
(a) process: a mode of treatment of certain materials to produce a given result.  An act or series of acts performed upon the subject matter to be transformed and reduced to a different state or thing

1. no patents for human mental steps, abstract ideas: algorithms, E=MCsquared

2. process patent may be available for a new manner of using a known process or material

(b) machine: instrument that consists of parts or elements that are organized to cooperate, when set in motion to produce a definite, predetermined result

(c) manufacture: production of articles for use from raw or prepared materials by giving those materials new forms, qualities, etc.

(d) composition of matter: all compositions of two or more substances and all composite articles whether they be the result of chemical union or mechanical mixture etc.

(3) limitations on patentable subject matter: (court articulated)

(a) products of nature: naturally occurring articles

1. if it already exists, even if we don’t know that it already does, you are not entitled to own it simply b/c you came across it first

2. if you discover something new in nature, this thing by itself is not patentable

3. cannot patent if just combine things already existing in nature

4. can patent if change the physical properties of the thing in nature

5. is debated whether can patent something if it makes it more economically valuable – depends on the way that the court views the invention

6. So can't patent new mineral discovered in the eary or new plant in wild 

7. adrenaline vs tungsten case. lemley doesn’t know if these can be distinguished

a. adreline: hand finds economic transformation

b. tungsten case: this is product of nature you just picked it up out of ground

c. Lemley doesn’t see transformation being more in one case than another

8. Diamond v Chakrabarty (US SC 1980) 

a. Issue: Does a human made micro-organism constitute a manufacture or composition of matter within the meaning of  35 USC Sec 101 such that it is patentable subject matter? Held: Yes. Thus it is entitled to protection. 

b. Facts: bacteria case – even though he used 2 different bacteria (which are found in nature) he created a new thing that does not exist in nature and therefore did not just put two bacteria together. Patent at issue on product (bacteria) examiner had allowed process claims. 

c. Court: reads manufacture in 101 as "production of articles for use from raw or prepared materials by giving to these materials new forms, qualities, properties, or combinations whether by hand labor or machinery. 

i. Composition of matter construed as all compositions of 2 or more substances and … all composite articles whether the results of chemical union or of mechanical mixture or whether gasses, fluids, powders or solids. 

ii. Rule: A living organism can be patentable if it is not a a previously unknown natural phenomenon but a non-naturally occuring manufacture or composition of matter - product of human ingenuity having a distinctive name, character and use with different characteristivcs from any found in nature and having the potential for significant utility. 

9. Patenting the process for creating the living thing, rather than living thing itself? Scope is potentially very different; in general, patentees would rather have product patents than process patents, why?

a. Product patent is potentially broader - ie maybe a second way of making the same product

b. Practical - easier to prove, enforcement, accounting reasons; evidentiary matters

10. Funk Bros v Kalo (1948) - invention under lying patent said to be realization that contrary to prior thought different species of bacteria could be mixed together and sold in single root treatment formula. Experts previously believed this not possible and sold them seperately. SC held that combining bacteria is a discovery, not an invention - discovery of handiwork of nature and is not patentable.

a. Differences btwn Chakrabarty and Funk:

i. Court draws line btwn discovery and invention. In Chak court emphasizes transformations that inventor markes on the admittedly natural raw materials of invention; in funk court emphasized that although combined in novel way bacteria still do same thing. 

ii. Lemley: Can get a process claim, but not product claim

11. Parke-Davis & Co v HK Mulford Co (US DC So. Dist NY - 1911)

a. Takamine discovered how to isolate a purified adrenalin from animal glands. Parke-Davis owns the patent. Much purer than older isolates of this clan. Initial patent tried to claim active principle itself - claimed process and product; but examiner would not allow these claims. 

i. Rule: No product is patentable, however it be of the process, which is merely seperated by the patentee from its surrounding materials and remains unchanged. 

b. Amended claims made so not limited to active principle

c. Issue: is this patent invalid? Held: No. 

d. Takamine 1st to make it available for use by removing other stuff in which it was found; while it is logically possible to call this purification of the principle, it new thing comercially and therapeutically for every practical purpose. That is good ground for a patent. Became a new thing even though it hasn't physically; it became an economically useful thing though not new physically

e. Rule: When a person makes one thing into a new thing, so that for every practical purpose it becomes a new thing both comercially and economically (even if not physically) such that these changes result in amble practical differences over the old thing it may be patentable subject matter. 

12. why do we need a patent on a thing if we can get one on the process
a. it is easier to prove that someone is infringing your product than on your process

b. often there are multiple pathways to the same product – therefore you want a patent on the product b/c it wont matter how others make it, they will still be infringing

c. affects who you can sue – if you only have a patent on the process then can only sue the person who is using your process to make the product – cant sue any people that are using the product

d. If you have product patent, new method of making same product, infringes it. May be able to get patent on new process of generating product; if use it, will be infringing old patent (BLOCKING PATENTS) BUT owner of old patent cannot use new process ­ generally both companies/parties strike a deal

13. Rules for patenting living things based on the above cases

a. There is generally no objection to patent claims covering a process for extracting a natural product as opposed to claims to the product itself.

b. Does not appear to be enough to discover previously unknown plant, animal, or mineral). On the other hand human creation of an entirely new bacterium does qualify for patent protection under This has been uniformly extended to allow  patenting of new plants and animals including mammals. This allows patenting actual product here as well as process.

i. Patenting human DNA sequences – this is allowed; though not human themselves is a booming industry. 

ii. cDNA – what is patented in human DNA. Does not exist in nature, it’s changed.

14. Laws passed by congress in 1996 precludes owners of patents on medical and surgical procedures from enforcing those patents, thus carving out a rare legislative exception to the scope of patentable subject matter. 

(b) Patenting abstract ideas

1. An idea is not patentable but a new device by which it may be made practically useful is. mathematical formulas, laws of nature etc

2. designed to prevent you from owning any concept devoid of any particular implementation. this is a scope limitation - *ie. Einstein is not entitled to own the rights to e=mc2 even though it may meet all of the other requirements

3. b/c computer programs consist of mathematical algorithms, they are not patentable subject matter by themselves – but if incorporating a computer program as one step in a process or as a component of a physical system it may be patentable – 2 step test to determine:

a. determine whether the patent claim recites a mathematical algorithm.  If it does;

b. determine whether the algorithm is implemented in a specific manner to define structural relationships b/t the physical elements of the claim 

(c) Patenting business methods and printed matter
1. Twin rules against patenting printed matter and business methods

2. Courts uniformly rejected idea that printed piece of paper could be patentable invention and that new system of conducting business embodied in paper was patentable.

3. Also held that system of transacting business not patentable unless what was claimed were physical means for carrying out the system. 

4. Thus most business and financial innovations were not considered patentable until recently. 

5. Printed matter rule has been extended to deny patents for such physical items as games where physical elements used (board, dice, cards) are not new but what is printed on them is.

6. Printed matter may be a part of a patentable invention if the invention as a whole claims a new and useful physical structure or if the relationship btwn the printed matter and the physical structure is a new and non-obvious one. How this exception interacts w/ the printed matter rejection is complex and not always clear.  

7. Rule that methods of doing business not patentable criticized by dissent in In re Schrader: “this can be discarded as error-prone, redundant and obsolete

a. Fed. Circuit decided to lay this exception to rest and did so retroactively (said courts had been avoiding rule for years)..This bolstered idea that process can be statutory despite fact it doesn’t act on anything tangible. Since this decision patent office has issued hundreds of patents covering methods of doing business. 

8. Computers have led to arguments against printed matter exception: 

a. Something printed on piece of paper not patentable BUT if that something is a set of computer code loaded on disk, then is unquestionably patentable; not claiming literal code but rather high level of abstraction code encompasses

b) Utility (another element of patentability)

i) Patent code protects all inventions that are novel, useful and nonobvious. 

(1) Utility is a relatively rare issue in the PTO or in an infringement suit. not a very hard standard to meet

(2) Chemists often produce compounds think might be useful someday but for which no use is known. When apply for patnts on compounds sometimes run into utility requirement.

(3) Minimum utility – if ppl will buy it is probably a minimal showing of utility. It can be hard to think of things that fail this.

ii) Three Categories of Utility

(1) General Utility: does the patent do anything?

(a) entertainment is clearly sufficient utility to justify grant of patent

(b) this doesn't add much since doesn't really limit

(2) Specific Utility: does the product do what you claim it does

(a) try to patent time machines, perpetual motion machines, a hyperspeed light antenna (actually made it through, but invalid); not that a perpetual motion machine isn't useful (it is!) but if doesn't work, then no go

(3) moral: Whether intended purpose of invention has some minimum social benefit or at least is not completely harmful or deleterious. 

(a) difficult to define a category of inventions that are immoral and therefore outside the issuance of a patent

(b) law USED TO say: if device is bad thing, then gov. ought not subsidize via patent monopoly grant; ie devices for gambling, for facilitating assassination.

(c) trend going towards – if its not illegal, then its ok: 

(i) even things illegal in a few states (radar detectors) it is still patentable. Not illegal everywhere.

(d) may be collapsed into the other two requirements – if it is valuable then who are we to say that it is not ok

iii) Brenner v Manson US SC 1966

(1) Facts: Want to patent a chemical ­ patent on process of making a chemical, BUT have no idea what the chemical does. Rejected for not showing utility. Appeals court reversed. Should a patent be issued for a process of making something new with no idea what that new thing does?

(2) P claims process has specific utility b/c adjacent homologue has proved useful. US SC does not accept this as adequate proof that utility exists. Papers do not show sufficient likelihood this compound will have similar uses. 

(3) Issues: Is a chemical process useful w/in the meaning of 101 either 1) b/c it works – i.e. produces intended product or 2) b/c compound yielded belongs to class of compounds now subject of serious scientific investigation? Held: no. 

(4) Rule: A process patent in the chemical field that has not been developed and pointed to the degree of specific utility cannot be allowed until process claim has been reduced to production of a product shown to be useful.

(5) Until product produced can be shown useful monopoly cannot be precisely delinieated and may engross vast unknown area and block off whole areas of scientific development. Arguments for and against patentability of process w/ no known use or that is useful only in the sense that it may be an object of scientific research apply equally to patenting of product procuded by process. 

iv) Concept of a Use Patent:
(1) inventor who obtains a patent for a product has the right to exclude all others from making, using or selling that product for any purpose including purposes the inventor did not herself discover or invent

(2) process patent: person who discovers new use for old patent product can get process patent (essentially a new use patent) in essence this is an improvement patent – which can create blocking patents so each has to license etc. ie. A discovers compound used to tan leather – B discovers that this compound can cure AIDS B still has to get license from A to use compound for new use, but reverse is also true (A must get license from B to put compound to new use). 

v) Utility for pharmaceutical products can generally be shown by animal testing. The PTO’s new guidelines (1995) says human testing is not necessary to prove utility

vi) Brenner represents high water mark of utility doctrine. Most applications doctrine quite limited in hurdles they create. Numerous frivolous ideas patented, so burden of showing utility cannot be that high. Should not assume Brenner can readily be extended by analogy.

c) Novelty & Statutory Bars

i) Section 102: only truly new inventions deserve patents. Technical analysis developed to interpret and apply this principle has 2 distinct requirements: novelty and statutory bars.

(1) Novelty means new compared to the prior art: to be patentable invention must somehow be different from all published articles, known techniques, and marketed products. 

(a) In the US the Patent goes to the person who is first to invent. In other countries (almost every other) it goes to the first to file.
(b) How do you tell person was first to invent?

(i) Novelty: 102a – may provide objective evidence that someone else thought of invention before you

(ii) Can't get patent if it was known / used by others in US before you invented it

(iii) Or if your invention was patented or published anywhere in the world.

(iv) look at all prior art before inventor came up with invention

1. Must have identity of invention: device published in past must have all the same elements as what is claimed in the patent application. Can't just be similar or like it with a few things missing.

2. Still have to go through 102a analysis - search prior art, etc.

3. Novelty requirements are strict: if can show even one publication has this info, can't get patent on it.

(2) Statutory bar: bar to patentability based on too long a delay in seeking patent protection. 

(a) In most cases this arises b/c of something the inventor himself does. 

(b) Classic example: publication of a scientific article. If inventor fails to file patent application w/in year of publication barred from receiving patent. 

(3) Generally inventor’s own work can’t destroy novelty of her invention but inventor can create statutory bar by her own actions. This distinction follows from the fact that novelty is measured from the date of invention, while statutory bars are a funciton of the date a patent application is filed. 

(4) 102a deals w/ novelty while 102b covers statutory bars. 

(5) 102 changed a bit after the course book came out so use the version in the supplement. 102 g in particular is different.

(6) Once patent issues: get presumption of validity. can only be overcome by clear and convincing evidence in court.

(a) Sounds difficult, but when suits are filed this tends to be the result about 46 percent of the time.

(b) So you look for coroberative evidence that suggests you have been working on it.

(c) If you invent something and abandon in it, or forget about it or keep it secret for a long time or something, someone who comes along later may be able to get a patent on it.

ii) Section 102(a) patent act: (Novelty) cant get a patent if the invention

(1) was known or used by others in this country OR

(2) was patented OR described in printed publication anywhere in the world before you invented it

(3) focus is on the actions of persons other than the inventor/patent applicant prior to the date the inventor/applicant made the invention

(4) known or used by others: court says the invention must be:

(a) fully disclosed: must be reduced to practice

(i) actual: building an operable prototype etc.

(ii) constructive: creating and filing an application for a patent – describe w/specificity

(b) available to the public: cannot be a secret

(i) if someone keeps their discovery a secret then this will not bar a later inventor from getting that patent

(5) Rosaire v National Lead Co – 1955 5th Circuit

(a) Rosaire had a patent for method of prospecting oil from hydrocarbons.  Another company practicing the same method in secret, before Rosaire got patent. This prior use, if we decide it is open to the public, bars a patent. Older use was successful and adequate field trial of prospecting method and reduction to practice. Held: patent invalid. 

(b) Rule: A successful field trial of an invention openly performed in the field under ordinary conditions, in the ordinary course of activities, w/out any deliberate attempts to conceal the invention or exclude the public and w/out any instructions of secrecy to employees performing the work is sufficient public use to prevent a subsequent inventor from gaining a patent. 

(c) Where work done openly and in ordinary course of activities of employer not required that some affirmative act be done to bring it to attention of public at large. No requirement that under these circumstances public knowledge must be shown before it can invalidate a subsequent patent. 

(d) Had this been kept secret answer changes. Would not be prior art so person who comes along later can get patent on it. You treat them as the first inventor even though they are not.

(6) Hall v MacNeale (1883) patent on improved design for safe door. Was use of earlier models before critical date public enough to create statutory bar. Though could not see hidden features without destroying safe, construction was known to those who put them together. This was not concealment or use in secret.

(7) Cases where someone kept TS, only to find someone who invented it later on got patent on it. Means that I can't use it anymore. Some countries have prior user rights so if get a patent but I was using it, I can keep using it. Only business method patents have this in the US. No other patents do.

(8) Commercial sales were not necessary for a completed experiment to constitute a public use under the patent code. 

(9) printed publication in the US: or foreign country:
(a) publication must have been printed –

(i) modern decisions have interpreted this broadly – including microfilms and photocopies

(ii) chief consideration is whether the information was reduced to a tangible permanent form that was discernable to the public

(b) must have been a publication

(i) if the information was accessible to the public

(ii) if an interested american exercising reasonable diligence could obtain the information

(iii) one copy of a masters thesis is printed if in the library

(c) alleged printed publication must have set forth sufficient information about the invention to enable a person w/ordinary skill in the art to make it w/o undue experimentation

(10) patented in this or a foreign country: if the patent is published then serves as a printed publication.  But if not published then

(a) was the applicant’s invention the actual subject matter of the earlier patent

(i) just b/c the invention was disclosed in an earlier patent – if it was not included in the monopoly grant then the invention was not “patented”

(b) what was the date of the patenting

(i) invention is generally deemed patented on the date that the patent becomes effective as long as the contents of the patent are at least minimally made available to the public (at this point whether or not it was a printed publication)

iii) Section 102(b) patent act: (Statutory Bars) : 

(1) no patent if the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country more than one year prior to the date of application for patent in the US

(a) you have to file your patent application within 1yr or else can’t get patent. Does not matter when invention was made, but when it became accessable through one of the 102b means. 

(b) Inventors own work can’t be cited against her (in general) under 102 (a) but it is fair game under 102(b). 

(c) Different from 102(a) in that triggering time not before I invent it, its more than a year before I file patent application

(d) Definition of publication (in both a and b) is the same. Thus although following cases involve 102b reference, reasoning also applies to cases under 102 a. See Publication above under 102(a) for the definition we use here. 

(e) Why have this rule? Don't want patent to come out too long after people have seen product available on market when they may have copied it.

PUBLICATION

(2) In re Hall (1986 – Fed Circuit)

(a) Appeal from final rejection based primarily on a printed publication bar under 35 USC 102 b. The reference in question is a doctoral thesis; was on file in public library for longer than 1yr. Does the presence of a single catalogued thesis constitute publication? Held: Yes – affirmed. 

1. public accessibility is the touchstone for printed publication. was it sufficiently accessible to public interested in the art is the question. 

2. Rule: Publication bar is a legal determination based on underlying fact issues so must be approached on case by case basis. Proponent of publication bar must show that prior to critical date reference was sufficiently accessible at least to public interested in the art so that such a one by examining the reference could make claimed invention w/out further research or experimentation. 

3. Court notes that routine business practices (i.e. that the library routinely put something on display XX days after it receives it) has long been regonized as a way to indicate when something was made available.

(3) If publication has occurred before invention of subject matter by applicant, 102a would apply. 102b applied here b/c the publication occurred more than 1 year before the applicant filed for a patent.

(4) In general publication becomes public when it becomes available to at least 1 member of the general public. Publication occurs when then is a receipt by subscribers not just placed in the publisher’s hands – must be published. So effective date is acatual date of publication (when someone first receives it). Being in hands of publisher is not publication so not publicly available. 

PUBLIC USE


(5) if persons other than the inventor use the completed, operative invention in the way the invention was intended to be used and are under no limitation, restriction or obligation to keep the invention secret

(6) this is more difficult to determine when person has invented a process or piece to a machine where the public cant see it, or doesn’t know they are using it. – however courts have deemed this public use

(7) Egbert v Lippmann (US SC 1881)

(a) Invents some steel things to put in corset - Waits 11 yrs to file patent though wife has been using it 11yrs. Question here is whether this constitutes public use, you could not see coils.

(b)  Issue: Does the evidence show that the patented invention had, w/ inventor’s consent been publicly used (under the meaning of the statute) for more than two years before he applied for the patent? Held: Yes this is public use – no agreement of confidentiality – she could have shared the information with anyone at anytime

(c) Rule: For use to be public it is not required that a great number of invention be in use. Does not have to be more than one. Use of many may create more proof, but one well-defined example is just as effective. Whether the use of an invention is public or private does not necessarily depend on the number of persons who know of the use. 

(i) Some inventions are by only capable of being used where can’t be seen by public eye. But if inventor sells machine of which his invention forms a part and allows public use w/out restriction the use is a public one. 

(ii) Experimental Use Exception: On the other hand a use necessarily open to public view if made in good faith solely to test the qualities of the invention and for the purpose of experiment, is not a public use under the statute. Only uses that are restricted or controlled are exempt from 102b.

(d) ** Note the law now says it is public use for more than 1 year, not 2. Note also: Since Barnes used it publicly no one else can patent it (it was prior use)

(8) Use for a commercial purpose is generally a public use, even if it is secret and even if it occurse only once. Use for personal interest or enjoyment is gennerally not considered public.

ON SALE

(9) Invention is on sale if it is offered for sale regardless of whether it is actually sold or delivered

(a) doesn’t have to be reduced to practice before can sell it So invention need not be complete. Inventive concept itself must be complete however, rather than merely substantially complete. See conditions below: 

(b) Single sale or offer to sell a product will start the clock running whether or not it was made in secret.

(c) Discussions that don’t rise to level of definite offer to sell invention will not bar later patent on that invention

(10) Only 2 conditions must be satisfied – uses enablement standard
(a) product must be the subject of a commercial offer for sale

(b) invention must be ready for patenting – this can be satisfied in 2 ways

(i) proof of reduction to practice before the critical date

(ii) proof that prior to the critical date the inventor had prepared drawings or other descriptions of the invention that were sufficiently specific to enable a person skilled in the art to practice the invention

(c) One recent case held that sales of invention by third party precluded inventor from getting patent, even though third party had stolen invention from inventor. Doesn’t matter who put it on sale and doesn’t matter if they had a right to do so. 

Experimental Use Exception

(11) a public use that is primarily experimental will not trigger the running of 1yr statute of limitations.  Factors considered:

(a) whether the experimentation was for the benefit of the inventor or of the user – if for the user then probably commercial not experimental

(b) whether the inventor kept strict control over third parties’ use of the invention – impose confidentiality limitations, systematically collecting results etc.

(c) whether the third party use was necessary in order to test the invention

(d) how far along the invention was in the developmental process

(12) City of Elizabeth v Pavement Co. US SC 1877

(a) Facts: guy is making an invention for pavement – he puts it in the city. Person is not selling it, comes back to look at it and askes others about it. Court notes that durability is an issue w/ pavement. He was trying to test it for durability and this was the only way – through actual use. Court finds this was an experiment. 

(b) Issue: Whether P’s invention was in public use or on sale w/ his consent and allowance for more than 2 years before he applied for a patent w/in the meaning of the statute in force when the patent was obtained? Held: not a public use

(c) Rule: Whether invention was put into public use depends on circumstances in which it was used. Use of invention by inventor himself or by another under his direction by way of experiment and to bring invention to perfection is not public use. So long as others aren’t voluntarily allowed to make/use it, so long as not for sale for general use patent is not lost. 

(i) Use does not have to be only in the inventor’s shop. So long as used under his surveilance to test and perfect use is experimental and not public. Public may even derive a benefit from experimental use, but it will not be publicl. 

(ii) If invention is allowed to be used by others generally either w/ or w/out compensation or if w/ his consent put on sale for such use then will be public use and on public sale w/in the meaning of the law. 

iv) 102(e) – Previously Filed Applications: Can’t get a patent if invention described in:

(a) application for patent published under 122(b) by another filed in the US before invention by 2nd applicant, international applications filed under the treaty of 351(a) shall have same effect as national one only if international application designating US was published under 21(2)(a) of that treaty in english; or

(b) patent granted on an application by another filed in the US before invention by 2nd applicant, except that patente shall not be deemed filed in the US for purposes of this seciton based on filing of international application under treaty in 351(a)

(2) 122(b) 18 months after you apply for a patent it gets published

(a) So If someone copies it after it was published and you later get a patent you can go back and sue them for damages.

(b) Patentee gets choice of who to sue: usually manufacturer is sued, but patent owner can also come back and sue people who bought and are using a machine that was infringing.

(3) Doctrine of double patenting: if you file 2 at the same time they are not prior art to each other. You can't get two patents on the same thing

(a) You can get a patent on 2 variants of the same thing if you filed the first patent: but if you file 1 later, it will only last as long as the first patent. 
(b) You can't extend your patent term by filing variants over and over again.

v) Section 102(g) patent act - Priority Rules and the first to invent: Commonly comes up when 2 ppl file application at same time. Test is first to invent: person who is first to invent the invention is entitled to the patent. No patent if

(1) 102(g)(1) during course of interference (suit over priority / patent ownership) another inventor shows to extent permitted in section 104 (inventions made abroad) that before such person’s invention thereof the invention was made by such other inventor and not abandoned, suppressed, or concealed, or

(2) 102(g)(2) before such person’s invention the invention was made in this country by another who had not abandoned, suppressed, or concealed it. In determining priority under this section there shall be considered not only the respective dates of conception and reduction to practice of invention, but also reaosnable diligence of one who was first to conceive and last to reduce to practice from a trime prior to conception by the other. 

(3) what does it mean to invent:
(a) conception: when did you think of the invention (the whole invention, not just a part or a thought) – perceives a specific result and a particular means of accomplishing that result so that no more than ordinary skill in the art is needed to build or carry out the invention. Compare dates of conception.

(b) reduction to practice: when did you either

(i) build a working model OR

(ii) constructive reduction to practice: filing an enabling patent application - file a patent application that describes the invention in accurate detail so that someone else could build it So even if you never build it, you can still get a patent on it if you write it down in enough detail that anyone with ordinary skill in the art who wanted to, could build it and use it. 

(4) in order to figure out who was the first to invent:
(a) work backwards from when each person filed their application

(i) initial assumption: whoever filed first is the inventor – the burden is on the person that filed later to prove that she invented first

(b) look to see who reduced to practice first

(c) look to see who conceived of the idea first

(d) Section 102(g)(2) – if you were the first to conceive, but the last to reduce to practice then you will be the inventor IF:

(i) you worked on the invention diligently – if you slacked off, didn’t put much effort into it, etc., then too bad

1. want to reward the person that worked hard

2. if delay in reducing to practice b/c of commercial reasons (including waiting for grant money) – NOT OK

3. if delay b/c of personal reasons (have day job / work at night) – then OK

(e) Example: B files before A. Now A's burden to show he reduced invention to pracatice before B's effective date (filing date). So A does this (built prototype before date). Now burden shifts to B to prove he did something inventive before A's reduction. If B can do that the burden returns to A, who must show when he conceived of it. If it turns out B conceived it before A then B gets the patent. But sometimes, it will turn out that A was the first to think of it, but B was the first to reduce it into practice.

(i) Now what? Look at reasonable diligence of person 1st to conceive but last to put into practice. Sometimes we also consider diligence: only the diligence of the person who was first to conceive and last to put it into practice.
(ii) Diligence: We care about A's diligence from point just before B comes up with idea. So if A was last to reduce to practice can they show not only that they thought of it first, but worked diligently to reduce to practice during the time between their thought and B reducing to practice. If A worked diligently then A may get the patent after all since he was first to think of it and worked to reduce it diligently.

(iii) Diligence before the other party conceives doesn't matter - as long as you START working on it before the other party thinks of it then its ok. It’s the diligence after the other side thinks of it that matters.

(5) If you introduce only evidence of patent filing date, but no evidence regarding dates of conception and reduction to practice PTO collapses inventive events into single date of filing. As if you conceived, reduced to practice and filed a patent application on the invention all in the same day. 

(6) Does diligence to file come up? Only in following context: IF you conceive and reduce invention to practice then don't do anything with it. You might have been said to abandon it - and if you do that my earlier conception doesn't count.

(7) Griffith v Kanamaru Fed, Circ. 1987

(a) Issue: is it reasonable for university to have public wait for disclosure until the best funding arangements are made and until a grad student comes to work on the project. Held: No.

(b) held: these are not good enough reasons to satisfy reasonable diligence standard

(c) Court doesn't think putting it down for a month to work on another project that came up, that was urgent: that's not diligence in the court's view.

(d) must be something like health, money, daily job demands etc. delays in reduction to practice caused by an inventor’s efforts to refine an invention to the most marketable and profitable form are not sufficient either

(8) prior to 1994: only applied to inventions within the US
(a) 1994: if you are a member of a WTO country then you can present evidence of when you truly conceived of the idea

(i) as a practical matter then both the foreigner AND the US person could get a patent b/c couldn’t use evidence to disprove that US person invented it

(b) 1999: if are a member of a WTO country then can use evidence both affirmatively and negatively to prove who invented first

(i) can use evidence to say that you are the inventor, or that someone from the US is not

(ii) Many cases where allegedly prior inventions occur outside this country. Back then that didn't fit within the statute.

(iii) Instead what you would do is point to your first activity in this country - often that will be your filing date. If you bring the invention into the US that counts as conception and reduction to practice. There are even cases that say conception can be having the idea in your mind and then coming the US for a visit.

(9)  Section 111: permits provisional applications. Must be fully enabling under 112, but does not have to include any claims. Brief description and drawing suffice to establish applicant’s priority, provided more complete application filed w/in one year. Filing a provisional application does not begin 20 year clock for applicant’s patent term. Only filing a full blown application with a claim or claims does that.

(10) Abandonment, Suppression, Concealment:
(a) construed to ensure that an earlier US inventor is diligent in bringing the invention to the public

(b) Failure to file for a patent: does not in itself mean that she has abandoned, etc. if she has worked diligently to bring the invention to the public through means of commercialization

(c) Commercializing the invention: use of the invention as a trade secret is not necessarily a concealment etc. as long as the public receives the benefit of the invention – must be reasonable efforts to bring the invention to the market

(d) Resumption of activity: if the first inventor abandoned etc. but resumed activity to bring it to the public before the second inventor invented then can rely on the date of resumption for the date of her invention

(11) 102 (g) 2 - sometimes 102g comes up not in the context of 2 people who both file a patent application but someone who has a patent and wants to assert it against someone else

(a) So there may be someone who was a prior inventor who never filed a patent application.

(b) They did something else. Assume they haven't abandoned it, etc. Then this is legitimate 102 g prior art. BUT this still keeps the in this country language. If you look to see if the other activity invalidates the patent then you only look within the US. This counts as prior art.

(c) This can be brought up to both challenge a patent application and to invalidate an existing application (ASK AT REVIEW SESSION)
vi) Nonobviousness (Section 103)

(1) #1 reason for invalidating a patent – this is the most common argument made
(2) Section 102 rules govern disclosure, invention, and description of invention that is identical to what is claimed in the patent

(a) if the invention is not identical to the claimed one, then cant be a Section 102 issue (ie. If your invention has 3 parts and mine has 4 then you cannot bar me under 102 from getting a patent). this would be a 103 issue

(3) Section 103 patent act: invention is not patentable if it would have been obvious to a person having ordinary skill in the pertinent art as it existed when the invention was made. If difference btwn what you did and what prior art does so small that your change would have been obvious to one of ordinary skill in the art.

(a) Quesiton is how different is what you did from what was done in the prior art. How do you decide whether an invention is obvious?

(b) even though the invention is not described identically to the previous invention, it still may not be worthy of a patent if it is not significantly different from what came before

(c) it is not enough that you have done something trivially different, you have to do something significantly different to justify receiving a patent, so you: 

(i) Idenfity the relevant prior art: identify publications, prior patents, uses, sales, etc., prior inventions that were “known or used” in the US (102(a)) definition
1. obviousness can be demonstrated by combining 2 or more prior art references

2. however only pertinent prior art is considered

a. from same field of endeavor, regardless of the problem to be solved

b. even if not from the same field, if it is reasonably related to the particular problem which the inventor is involved

(ii) Compare and identiy the differences between the patent claim and the prior art: identify the differences b/t them (if there are not differences then we should be talking about a 102 issue not a 103 issue)
(iii) identify the level of skill in the art: person having ordinary skill in the art is the standard. this is someone of ordinary skill/expertise in the particular field in which the invention was made.
1. assume the person has collected all of the prior art and has studied the background of the invention
2. assume the person is acting at the time of the invention not at the time of trial – no hindsight evaluation

3. secondary considerations: consider objective evidence of market factors or other things that might suggest that the invention was not obvious
a. these may tip the balance in favor of one party, but they it is hotly debated whether these are reliable factors
b. See below for secondary consideration: 
(d) consider two factors
(i) known in area: whether the prior art would have suggested to those of ordinary skill in the art that they should make the claimed device, or carry out the same process AND

(ii) high probability of success: whether the prior art would also have revealed that in so making or carrying out, those of ordinary skill would have a reasonable expectation of success
1. typically: if a particular experiment is obvious to try but there is no guarantee of success courts generally say that the invention is obvious if it is likely to be successful once tried

2. but: if requires undue experimentation before one skilled in the art can obtain those results, then they will be patentable

(iii) Note if you have an older patent and then you file patent for improvement. Your own old patent can be prior art against the new one. 

(4) Graham v John Deere Co. US SC 1996

(a) Issue: Whether patent is valid or whether it was obvious. Held: Patent is invalid under 103.

(b) Rule: 103 lends itself to several basic factual inquiries. Under 103, scope and content of prior art are to be deteremined; differences btwn prior art and claims at issue are to be ascertained; and level of ordinary skill in pertinent art resolved. Against this background obviousness or nonobviousness of subject matter is determined. 

(i) Such secondary considerations as commercial success, long felt but unsolved needs, failure of others, etc might be utilized to give light to the circumstances surrounding the origin of the subject matter sought to be patented. As indicia of obviousness or nonobviousness, these inquiries may have relevancy. 

(c) What is obvious is not likely to be answered uniformly. For instance there is a notorious difference in standards btwn the courts and the patent office. 

(d) Patentability shall not be negatived by the manner in which the invention was made.

(e) Patent at issue here: Patent relates to spring clamp that permits plow shanks to be pushed upward when they hit obstructions in the soil and then springs the shanks back into normal position when the obstruction is passed over. Petitioner improved on this and filed for patent at issue. Court says person w/ ordinary skill in prior art would immediately see that what Graham did would make plow shank more effective. Court finds no non-obvious faces in this arragement. 

(i) Is this sufficiently different? We know its novel. Focus is on the problem to be solved: the problem is encouragine flexing and preventing thing from wearing out. Court said the only other place you could put this is below hinge plate, its the obvious change to make.

(ii) If its so ovious why didn't they do it in the first place? Fed circuit warns against using hindsight - its often easy to look back and say of course that was thing to do (especially w/ mechanical inventions)

(5) Graham: One possible way to find non-obviousness is not just in avenue of solution but in identification of the problem itself

(i) Here he found a problem in his invention and then fixed it. Maybe fact of Identifying problem no one else knew they had - If don’t know about problem - shows that it is non-obvious i.e. unexpected results is the same way

(ii) What if problem was put up w/out thinking about it - people just dealt w/ that until someone came up w/ a solution.

1. If everyone knows of problem, but does nothing about it. How obvious would solution would have been? If obvious then no patent.

2. In theory if no one else had been able to fix it – MAY get protection, but may not depending on how we can distinguish those from what would have / should have been obvious. May not be able to get protection if think it is obvious.

(6) Section 103 gives preferential treatment to inventors of a biotechnological process, a term defined in detail in the act. 03 (b) provides that where an inventor has developed a new and nonobvious composition of matter produced using a biotechnological process, the process as well as the composition of matter shall be considered nonobvious and thus patentable

(7) Test established in 103 – whether invention as a whole would be obvious to one of ordinary skill in the art does not itself tell courts very much about how to decide what is obvious. Courts have developed a number of rules to assist in this determination. 

(a) Combining references

(i) Unlike section 102, under 103 a single reference need not disclose entire invention to bar a patent. 103 asks whether researcher who is aware of all the prior art would think to create claimed invention. In deciding question of obviousness, it is sometimes permissible to analyze a combination of ideas from different sources of prior art (known as prior art references). The relevant consideration - would someone think to combine these things?

(ii) In re Vaeck (fed circuit 1991)

1. Facts: Examiner rejected almost all claims of patent under section 103. Prior art shows you can put a protein in a cyanobacteria. Also shows can put insecticidal proteins in other types of bacteria.Examiner said using cyanobacteria as hosts was obvious. 

2. Issue: Can we work from these 2 references? One shows insert proteins in other organisms and other shows can put things in cyanobacteria does that mean one ordinarily skilled in art would think to come up with this combination? Would it have been obvious? Held: No. rejection reversed. 

3. Just b/c both types are classified as same type of bacteria is not sufficient to demonstrate that they are considered interchangeable by people in the field. Relevant prior art doesn’t suggest that cyanobacteria could be used in this way. . Reasonable expection of success is not present here either.

4. Rule: Where claimed subject matter was rejected as obvious in view of combination of prior art references, proper analysis under 103 requires consideration of 2 factors: 

a. Whether the prior art would have suggested to those of ordinary skill in art that they should make the claimed composition or device or carry out the claimed process and 

b. Whether the prior art would also have revealed that in so making or carrying out, those of ordinary skill would have a reasonable expectation of success.

c. Both the suggestion and the reasonable expectation of success must be foundedin the prior art, not in the applicant’s disclsoure.

d. Not enough to have these references and say someone would think to combine them. You need a suggestion in one of the either explicit in the patent references or implicitly in the nature of the two that you could combine them. 

(b) As a general matter court will think reasonably broadly in selecting prior art

(c) Motivation to combine doesn't have to be bilateral (from both sides) only one side has to suggest it.

(d) What if a patent teaches you to go in the wrong direction? Could point to that as reason why person w/ ordinary skill in art would not do this b/c you are teaching something that is wrong

(e) Not always permissible to combine 2 or more references. Only if one of ordinary skill in art would have some motiviation to so can court consider references together. Most often, combining references requires some suggestion in the art that would lead one to combine the two references.

1. Several cases hold that even implicit suggestion to combine references or to modify teachings of single reference is enough to make resulting invention obvious.

2. See In re Jones – 1992 Fed Cir – suggestion to combine references must be found either in the references themselves or in the knowledge generally available to one of ordinary skill in the art. 

(f) If reaching the invention is would have required undue experimentation by one skilled in the art, obtaining those results can still be patentable. 

1. In re Bell (Fed Cit 1991) given the large number of possibilities suggested by the prior art, and the failure of the cited prior art to suggest which of those possibilities is the correct human sequence, the claimed sequences would not have been obvious. 

a. Prior art shows amino acid sequence of protein itself and a method for figuring out what the human dna sequence is that codes for that protein bUT process is difficult.

b. Court says invention is (in both cases) non-obvious - if it costs a lot to produce and we say we won't let you patent this we are afraid people won't have the incentive to put the work in. Seems to have cropped up only in the biotech cases

(8) Secondary Considerations

(a) Graham: US SC said secondary factors may have relevancy. Fed Circuit by contrast routinely speaks of these factors under the rubric objective evidence – as a required fourth element in the 103 analysis. 

(b) May work as plus factors tipping balance of obviousness one way or another in a particular case. But the significance of each of these factors has been hotly debated.

(c) These only work in 1 direction - can't demonstrate absence of commercial success doesn't count as evidence of obviousness

(d) These are all types of evidence from outside world that can help guide obviousness inquiry - must look at all of these in cases where evidence is presented about them but we can't give them determinative weight

(e) These include: 

(i) commercial success: if there is a lot of money to be made then presumably someone should have already made this invention

1. must not be obvious b/c if was someone would have done it and made the big money already

2. not as relevant if the product is small part of a larger product

3. May not necessarily mean it is non-obvious

(ii) long felt need: if people have wanted this for a long time, then would have already been invented if it was obvious

1. This is a plus factor - indicates that it was non-obvious

2. Courts have not clearly articulated what standard you have to meet here

(iii) failure of others: if lots of people were trying to make the product and they didn’t do it then this is good evidence that it was not obvious

1. this is only if it was real failure – and not just a race to see who could invent it the fastest (ie. I did it in 1 wk, but you did it in 2 days)

2. You did something more difficult than ordinary skill in art b/c others have tried and failed

3. Lemley: most logically direct w/ respect to related acts of competitors

(iv) copying: if everyone copies your invention then this is evidence that it was not obvious

1. If can show others copied it when it came out (legally or illegally) that is evidence that it was non-obvious

2. if it were obvious then why would everyone copy you, they could come up with their own idea

(v) simultaneous invention: if lots of people were working on this and they all get there sooner or later then maybe it was obvious – you just got there first – it was a race

1. This is the only minus factor (points in favor of obviousness) rather than plus factor (points in favor of obviousness

2. This may be indicative of obviousness

3. Court is hot and cold on whether you can rely on this

(vi) acquiescence: if everybody acknowledges that you are the inventor then is good evidence that it was not obvious

1. if your peers thought it was a good idea, then must be

2. or if competitors have been willing to pay for a license from the inventor

3. Idea here is that in a variety of contexts (commercial/economic and scientific) do people acknowledge you as the inventor. This may indicate non-obviousness (i.e. you get nobel prize)

4. Economic may be more worrisome (have good licensing dept)

(vii) unexpected results: if you ask everybody what would happen if you do a certain thing, and they say X but instead it does Y – this surprising result is evidence that it was not obvious

1. If everyone would have predicted one result and you get a different result that is presumed to be evidence of non-obviousness

2. have gone against conventional wisdom and therefore others would not have figured this out

3. even if the invention was a surprise to you, you can still get a patent on the invention – doesn’t matter how you made it (intentional or no) you still can patent it

(9) Combination Patents: what if you combine 2 different prior arts instead of inventing a new thing?
(a) patent granted for an invention that combines old, known elements in a new way

(b) do not get a patent for the individual elements, just for the combination of them

(c) must show 2 things in order to say that the combination is obvious:
(i) some sort of motivation or suggestion to combine the references in the first place

1. either ideally one of the articles actually suggests that one of the uses is what the inventor did (implications or results) OR

2. alternatively a suggestion that is implicit in the science or the art (ie anyone working in this field would know that this is a potential outcome of it)

(ii) reasonable expectation of success

1. when I look at these references and decide to combine them, you have to reasonably expect, based on the prior art,  that it will work w/o undue experimentation

2. thus, if it is really difficult to get to work together, then it is not obvious

vii) Describing and Enabling the invention (section 112) - Section 112 of Patent Act: inventors disclosure and discussion of invention

(1) Some inventions can be manifested in wide array of embodiments. Embodiments must share same inventive principle (are instances of the same underlying invention).

(a) So give person who invented velcro patent on entire concept of new fastener in whatever concept it is applied.

(2) Invention must be described sufficiently that one of ordinary skill in art can, relying on description in  patent, make / use invention. How much info must be provided to meet requirement and how broad resulting claim will be are both matters of some controversy.

(3) three distinct requirements
(a) Enablement: description must be clear and full enough that the person w/ ordinary skill in the art may be able to make it and put it to use. Use 112 test to make sure patentee isn't claiming to own something they didn't invent. Can't write it down if you didn't get all the way there yourself. Prevents claims so broad that you get a larger universe than you are entitled to.

(i) tested at the time of your invention

(ii) not necessary that the patent applicant test all the embodiments of his invention

(iii) If you have to do a little work to turn the written description into the invention that's ok, but if you have to do undue experimentation and such then you haven't given enough info. Enablement is not precluded by the necessity for some experimentation such as routine screening. However, experimentation needed to practice the invention must not be undue experimentation. The key here is undue, not experimentation. A considerable amount of experimentation is permissible if it is merely routine, or if the specification in question provides a reasonable amount of guidance with respect to the direction in which the experimentation should proceed. Factors to consider:

1. quantity of experimentation necessary

2. amount of direction or guidance presented

3. presence or absence of working examples

4. nature of the invention

5. state of the prior art

6. relative skill of those in the art

7. predictability or unpredictability of the art and

8. breadth of the claims

(iv) is necessary that she provides a disclosure sufficient to enable one skilled in the art to carry out the invention within the scope of the claims

1. for DNA sequences:
a. disclose how to make and use enough sequences to justify the grant of the claims sought

b. cant ascertain only a handful of analogs and then claim all the possible genetic sequences that have similar activity

c. courts read existing level of skill in the art much more narrowly so to get a claim requires more information if you want to have an entire DNA sequence

d. enablement is not precluded by the necessity for some experimentation such as routine screening

e. however, experimentation needed to practice the invention must not be undue experimentation
(v) The Incandescent Lamp Patent – US SC 1895

1. Facts: in their application SM stated that their invention related to that class of electric lamps employing an incandescent conductor made of vegetable fibrous material…Edison then came and invented a light bulb w/a particular type of conductor. Circuit court held Sawyer & Mann patent to be invalid and dismissed their complaint. Affirmed. 

2. Issue: Is complainant entitled to monopoly on all fibrous and textile materials for incandescent conductors? Held: No. Not enabled. All plant matter works the same (some better than others).  Edison entitled to patent.

3. SM cannot be entitled to a monopoly over all textiles for incandescent conductors. If SM had tested all or most of the textiles and determined which were good etc., then the claim wouldn’t be too broad – but they didn’t

4. SM only tested carbonized paper – but instead of writing their patent to just cover this, they wrote it to cover all incadescent lamp conductors – this claim is too broad

a. genus claims: in appropriate circumstances can define a claim over a broad class or group so long as first to come up with it, even if you have only tested using one – as long as you have defined it sufficiently. Get claim to all possible combinations. 
b. must define the consistent characteristics of the class that are going to make the use aggreeable

i. here – would have to do much work to see if certain fibrous materials work etc. – want to be able to reward the people that actually put in the time to do this

ii. If you test a sample you can get a patent for the entire group including parts you never tested. Problem w/ s&m patent is not that tried to claim group, but didn't provide enough info to show all species in genus would work as intended and took undue experimentation to figure out which ones work and which don't.

iii. The fact that I disclose enough information about the group that a person w/ ordinary skill in the art could produce it is all that the law requires

iv. If I disclose enough info about the general group I am entitled to a patent on the whole thing, even though it may turn out that some of the group work much better than others.

5. Rule: If the written description is so vague and uncertain that no one can tell, except by independent experiments how to construct the patented device, the patent is void. 

(vi) Patent claim of dynaminte saying take 3 chems and combine is valid even though doesn't always work. Identified general characteristic of chemicals which more often than not blow up. That's enough. You get to own the whole thing - any combo of these chemicals. Courts read skill in art somewhat broadly so just disclosing chemicals and not how much of each is enough for a patent (just putting these together creates an explosion most of the time). If have to experiment unduly might be a problem, but some experimentation to make work is ok. 

(vii) Example: patent on using a beam of light to line up pipe in the dark. Someone comes along w/ the idea to use a laser, which was not thought of at the time but IS still a beam of light. This would be infringing b/c the person with the light beam had taught it as well as he could at the time.

(b) Written Description of the invention

(i) in the past, written description was thought to be the same as enablement but now there is a difference

(ii) inventor must describe the invention with all its claimed limitations

(iii) Must prove to the world that the applicant was in fact in possession of the invention at the time of the application and

(iv) enable those skilled in the relevant art to make and use the invention.

(v) Even if clear you have in fact achieved and described invention, description must enable readers of patent to make and use full scope of invention as claimed

(vi) Gentry Gallery v Berkline – Fed Circuit 1998

1. Facts: double recliner console sofa.  Wanted a patent for the console controls – the patent lawyer drafts the claim to say that the sectional sofa has this console and it has controls – doesn’t say where they are etc.  competitor comes up with similar idea but the controls are in a different place

2. Held: the patent’s disclosure does not support claims in which the location of the recliner’s controls is other than on the console. Original dislcosure clearly ids console as only possible location for controls, providing only for minor variation in location. No variation beyond console is suggested. 

a. Locating controls anywhere but console is outside stated purpose of invention (that is what console is there for). Disclosure is limited to sofas in which recliner control is located on console. 

b. Original disclosure limits permissible breadth of later drafted claims. the whole patent talks about the controls being on the console – therefore the broad claims are invalid –only have a patent to the specific ones. Court clearly erred in finding that the written description portion of the specification supported certain of the broader claims asserted by Gentry. Reversed.

3. Rule: An application complies with the written description requirement by describing the invention with all its claimed limitations. 

a. Claim need not be limited to preferred embodiment. However, in a given case  scope of right to exclude (i.e. prevent other inventions from being produced) may be limited by a narrow (written) disclosure. Claims directed to a distinct invention from that disclosed in specification do not satisfy written description requirement. 

b. Claim maybe be broader then specific emobodiment disclosed in a specification. But, applicant is entitled to claims as broad as prior art AND disclosure will allow. Claims may be no broader than supporting disclosure, and therefore a narrow disclosure will limit claim breadth. Law does not compel conclusion that a description of a species always constitutes a description of a genus of which it is a part.

(vii) So now we have a new requirement that you actually write down the particular invention that you are going to claim: most of the cases have this feature - patent filed, patentee sees competing product that differs a bit and then goes and modifies claim to cover new invention

1. To prevent others from amending claims to cover products brought to market before patent is issued. 

2. One thing you could have done is abandoned existing pplication and filed continuance in part application w/ new description. Problem is you lose priority date. Problem then would be this would not be patented b/c of novelty

3. It is ok to amend claims and to amend b/c you saw a competitors product, so long as the written description covers what you will claim in the broader claim

Analog Claims in Chemical and Biotech patents

4. Functional analogs claim. Many chemicals have analogs – 2 different molecules w/ almost identical chemical structure that normally behave in basically the same way. Similar DNA sequences have smilar effects. Many patentees claim not only precise structure they produced but its analogs as well. 


5. Amgen Case: Court says: you produced variants but you don't get a patent on the broad group b/c we don't know what other combos will do. What their result will be.Found a lack of enablement, relying on the lack of predictability in the art. 

a. Rule: although it is not necessary that a patent applicant test all the emboidments of his inventions, he must provide a disclosure sufficient to enable one skilled in the art to carry out the invention commensurate with the scope of his claims. A patent applicant is entitled to claim his invention generically, when he describes it sufficiently to meet the requirements of section 112. 

i. For DNA sequences this means disclosing how to make and use enough sequences to justify grant of the claims sought. 

b. A specification may, w/in the meaning of section 112 contain a written description of a broadly claimed invention w/out describing all species that claim encompasses. 

c. Does not mean generic claims to genetic sequences can’t be valid where they are of a scope appropriate to the invention disclosed by an applicant. That is not the case here, where Amgen has claimed every possible analog of a gene w/ a dislcosure only of how to make EPO and a few analogs. 

6. I
t is not enough, having made the gene and a handful of analogs whose activity has not been clearly ascertained, to claim all possible genetic sequences that have EPO like activity. 

(c) Best Mode: subjective determination by the inventor – must disclose what you believe the best way of implementing your invention to be

(i) designed to prevent a patentee from holding back knowledge from the public in effect maintaining part of the invention as a trade secret

(ii) even accidental failures to disclose can invalidate a patent – earlier cases said needed some intent to conceal

(iii) If you have a way you think is the best way, you have to disclose it

(iv) Weonly care what inventor thinks best mode is. Could be the worst mode, and may not be one company he works for uses. If he doesn' t think one mode is best then he doesn't need to disclose it. If you think of a best mode later you don't have to tell people. Only if you know of one at the time of application must you disclsoe it.

(v) cases where company keeps from me the mode they intend to use until i file the application, and if I don't know that's ok.

(d) Claim Definiteness: must be sufficiently clear/definite that we can figure out what they mean.

(i) a claim can be pretty ambiguous and still satisfy this requirement – just cant be impossible to figure out what the claim means

ix) Subsequent Discovery – Improvement Patents
(1) b/c enablement is tested at the time of the invention, if the inventor did all that she could do at the time of her invention then the PTO will give her a patent on the genus

(2) if someone later comes along and discovers something, in addition to your invention then she will be infringing your patent

(3) however, are entitled to an improvement patent
(4) this creates blocking patents: inventor 1 cant use the improvement, but inventor 2 cant use it either b/c both would be infringing

(i) encourages the parties to come to an agreement so that they can both benefit from the new discovery

Infringement

I) If you prove everything above you get patent that is valid, and when validity is challenged you will win. 

a) Suits to enforce patents
(1) may be brought in any US district court where venue is proper

(2) all appeals from district courts must be taken to US appeals ct. in DC

(3) then can appeal to the S.Ct

(4) If claims that are infringing goods that have been imported into the US, then can also take to the International Trade Commission which determines the issue of infringement as well as any defenses that a patent is invalid in an administrative hearing pursuant to section 337 of the Tariff Act of 1930

b) Three basic inquiries here for Infringement:

(1) Claim construction (what do the claims mean)

(2) Literal infringement (Comparing claims as we have construed them to D's product to see if they are the same - if all the claims are in the product htere is infringement, if they don't(go to next)

(3) Doctrine of equivalents (here patentee can expand claims beyond their scope to claims that are almost the same, but don't fit w/in literal claims where there is a minor difference barely avoiding infringement

Claim Interpretation (Construction)

1996 - US Sup. Ct. claim construction is a matter of law that much be resolved by judge before you get to trial on legal issue - not a matter of fact. Now we sometimes have Markman hearings before trial (after this case) to determine meaning of claims. Claim construction is much like interpreting a statute. 

a) generally
(1) claims: define a patent owner’s property right (metes and bounds of real property)

(a) word boundaries determine the precise boundaries of the claims

(b) these boundaries are crucial – linguistically minor variations in phraseology and meaning are the difference b/t a finding of infringement and not

(c) ie. difference in therein and thereon

(2) three places where courts look for patent interpretation besides precedent/statutes etc.
(a) interpretive sources: where courts look for guidance regarding the meaning of claim terms

(i) claim language:
a. plain meaning rule: courts often resort to the common linguistic definition in deciding b/t the parties’ proffered explanations

b. everyday dictionaries often consulted

c. when a claim term is expressed in general descriptive words, court will not read into its interpretation
d. This may well be plain meaning to people in the field, not what it means to you and me as a common man
e. So we may consider lay meanings, and more particular meanings in technical dictionaries
f. We start with the assumption that the plain meaning is right. That what the claim is is what it says
g. Problem is getting people to agree on what plain meaning is - ambiguities in patent claim meaning is common
We don't stop w/ plain meaning we may look to
(ii) Other claims in the patent
1. Claim differentiation: you have to pay money for each claim you get from PTO so we will assume you didn't write a bunch of different claims that mean exactly the same thing - so you don't interpret one claim as meaning the same thing as another (that would be a bad idea)
(iii) patent specification:

a. where there are several common meanings for a claim term, look to the specification

b. specification alone can often supply the meaning of the claim term

c. May contain useful info explaining what claims mean

d. Patentee can be own lexicographer - if they want to define patent terms in the patent that is fine as long as they do so in the patent application

e. However this won't hold true if patentee comes into court and tries to define words NOT defined in the patent

f. Another point, even if you don't define terms in the specification, the way in which you use the 
terms may shed some light on the meaning

g. We can use the specification to understand existing terms (understand and interpret terms) not however, to add new limitations.

h. Can't narrow claims by reading in limitations written down somewhere in the specification but not listed in the claims themselves

i. I.E. say "wintel" computer in claims but say "a dell computer" in the specification. So you can't have this as a limitation only being a dell box

i. This gets courts in trouble all the time (major source of reversal in patent cases)

(iii) prosecution history:

a. applicant sometimes makes statements during prosecution that limit the meaning of the claim terms

b. I.E. to distinguish claims from prior art (this is x, prior art is y – what you say this is may shed light on what claim terms mean); amending claims (fact of change may shed some light); etc

c. For example arguing for a broad interpretation of a claim element that you had previously narrowed during prosecution to distinguish prior art

(iv) This is all (1-3) considered intrinsic evidence. W/ the exception of dictionaries it is all in the public records. So you can read it and be on notice as to what the claim may be

(v) extrinsic evidence:
1. expert testimony can sometimes be used

2. Sometimes says can’t use this unless none of above do the job

3. only used to help the court come to the proper understanding of the claims, it may not be used to vary or contradict the claim language

4. Where intrinsic evidence is not enough to allow court to determine meaning of claims extrinsic evidence may be relied on to understand the technology and construe the claims.

(b) Interpretive canons: what general rules of interpretation courts apply in interpreting claims

1. claim-specification relationship
a. one may not read a limitation into a claim from the written description but

b. one may look to the written description to define a term already in a claim limitation, for a claim must be read in view of the specification of which it is part 

c. Claim must explicitly recite a term in need of definition before a definition may enter the claim from the written description. So if want to use statements in written description to affect patent’s scope must at least point to a term or terms in claim with which to draw those statements

d. If applicant has elected to be lexicographer by providing explicit definition in specification for a claim term. This definition controls.

2. patentee as lexicographer: 2 situations where a sufficient reason exists to require the entry of a definition of a claim term other than its ordinary and accustomed meaning.

a. if patentee chooses to set forth her own explicit definition for a claim term, then use that definition and

b. where term or terms chosen by patentee so deprive claim of clarity that there is no means by which scope of claim may be ascertained from language used. (so if the term has no ordinary meaning to those previously skilled in the art its meaning must be found in the patent).

c. In these two circumstances a term or terms used in the claim invites – or indeed, requires reference to intrinsic or in some cases extrinsic evidence.

3. claim differentiation
a. law rejects superfluous, contradictory, and incongruous things

b. construction of a claim that would render another claim in the patent redundant is to be avoided 

i. I.E. don’t construe 1 claim so as to import other claims in the patent into it.

4. presumptive breach:
a. claim should be interpreted so as to preserve its validity (over prior art). Does not let court engage in wholesale re-write of claims. 

b. if a claim is subject to two viable alternative interpretations, the narrower one should apply

(c) Interpretive procedures: when in the course of patent litigation a trial court should issue a definitive ruling regarding the meaning of claim terms, and what rules apply to appeals regarding these rulings.  

1. Markman v. Westview Instruments: court established

a. judges are to interpret claims of patent not jury

b. infringement cases today must be tried to a jury, but the construction of claims are for judges

c. claims have become highly technical 

d. need to have a uniform standard for evaluating claims so that inventors will have notice – no emotional reactions from jury etc 

e. Parties may seek to obtain trial court’s legal interpretation of claims and then ask court to certify that finding for appeal to fed circuit

f. We now have “Markman hearings” w/ their own evidentiary and provedural rules making them mini-trials that set terms for rest of litigation. Few interlocutory appeals have happened however 

i. Markman: fed circuit reviews it de novo giving no deference to trial court’s construction of the claims

2. Hilton Case: fed circuit upheld power of a jury to resolve questions of infringement under the doctrine of equivalents even though it was argued this doctrine is an equitable issues

3.  (one for the court to decide). Fed circuit emphasized factual questions present in such cases. 

Infringement

(1) can be liable for infringement for:
(a) direct infringement of patent

(b) inducing another to infringe a patent

(c) contributorially infringing a patent

(d) importing, selling, offering to sell, or using a product made abroad through a process protected by a US patent

(e) manufacturing or selling certain components of a patented invention to be assembled abroad

Direct Infringement

I) B/C a patent is defined in terms of its claims, a patent infringement lawsuit is resolved by comparing the claims of the parent to accused product. 

(1) section 271(a) patent act: a  person who makes, uses, sells, or offers to sell the patented invention in the US, or who imports the patented invention into the US during the patent term w/o the patentee’s authorization will be liable for direct infringement

(2) Claim Construction (Interpretation): to determine whether someone has infringed under the above definition must look to the claims in the patentee’s patent and determine whether the defendant’s alleged infringing matter falls within the language of one of those claims (see above)

a) literal infringement: defendant’s process or product must have every element set forth in the claim

(a) compare the claims of the patent to the accused product

(b) do not compare the 2 products

(c) Is there a literal correspondence btwn each element of patentee's claim and D's product

(d) simply b/c d’s matter contains some of the elements will not constitute infringement

(e) if d’s matter has all of the elements plus additional ones still may be infringing (get an improvement patent most likely)

(f) Start from step 1: what is 1st element? Then look at product to see if it is there

(2) Larami Corp v Amron Dist. Ct E. Dist. of PA
(a) Water gun case: held: no infringement b/c didn’t have all elements identical

(b) An inventor’s interpretation of words in a claim that are proffered after the patent has issued for purposes of litigation are given no weight. 

(c) Rule: Patent holder can establish infringement in 2 ways: by demonstrating that every element of a claim 1) is literally infringed or 2) is infringed under doctrine of equivalents. B/C every element of a claim is essential and material to that claim, patent owner must, to meet the burden of establishing equivalent infringement, show presence of every element or its substantial equivalent in accused device. If even one element of a patent’s claim is missing from accused product, then there can be no infringement as a matter of law.  

(d) Claim 1 requires gun have elongated housing having chamber therein for a liquid. SS has an external water holder detachable from the gun housing, and not contained w/in the housing. No such chamber w/in the housing of the gun. Only element that could meet description is external water holder. Liquid passes through gun when trigger is pulled, but this is the only time. Chamber is absent, and an absence of even one element means there can be no literal infringement. Held: No literal infringement. 

(e) Infringement by equivalents of claim 10: Court further found D failed to show there was an issue of material fact as whether SS infringed claim 10 under doctrine of equivalents. 

1. Rule: Successful use of the doctrine of equivalents to show infringement requires the patent owner to prove that the accused product has the substantial equivalent of every limitation or element of a patent claim. 

2. Claim 10 is the arrangement of the tank, air pump, and outlet nozzle along the same axis. 

a. Held: Claim denied as claim 10 required the components to be along the same axis, which the SS does not have. So it cannot infringe claim 10. 

(3) If device has all elements of a patent claim it will be found to infringe. In most cases it does not matter if you add elements, this cannot help a D escape infringement. You won't escape infringement by adding other pieces  not included in the patent claim. Only if you lack some elements listed in teh claim will you avoid infringement.

NOTE: Court will NOT allow you to say that b/c it is sufficiently non-obvious to justify a patent that there is no I
nfringement .

One principle of infringement: adding things does not avoid infringingment (but could get an improvement patent!). Not having something in the patent does avoid infringement.

a) Doctrine of equivalents

(1) if the product does not literally fall within the language of the claims, she may still be liable for direct infringement under this doctrine
(2) policy: to prevent the unscrupulous copyist from avoiding liability by making only colorable changes
(a) whether finding the defendant’s invention equivalent would give the patentee rights that she would not have been able to obtain initially w/the PTO
(3) evaluating equivalency:.

(a) This is a question for the jury: tension w/markman that says claim construction is a matter for the judge
(b) after the judge decides what the claims mean, we give it to the jury to decide whether these claims should be broadened under the doctrine of equivalents
(4) Tests 

Note: We test the doctrine of equivalents at the time of infringement and not at the time of the invention
(a) function-way-result test: whether the defendant’s element performs substantially the same function in substantially the same way to obtain substantially the same result as the claimed element. . If two devices do the same work in substantially the same way and accomplish substantially the same result they are the same even though different in name, form, or shape.
1. this works for all mechanical inventions but is less useful for other products (ie. Gene sequences or chemical inventions). Even worse if it is another element. Then this test is basically useless. 
2. graver tank case: two electric welding composition fluxes – only change was that he used manganese instead of calcium – court found this was only a colorable change so there is infringement
a. Can apply to equivalent mechanical devices AND equivalent chemical ingredients.
b. Equivalence does not require complete identity in every purpose and respect. In determining equivalents things equal to the same thing may not be equal to each other and by the same token, things for most purposes different may sometimes be equivalents.
c. Doctrine can also be used against the patentee: where a device is so far changed in principle from a patented article that it performs the same or similar function in a substantially different way, but still falls w/in the literal words of the claim the doctrine may be used to restrict the claim and defeat the action for infringement
OR 
(b) whether the difference b/t the defendant’s element and the claimed element is insubstantial
OR 
(c) reasonable interchangeability: whether persons reasonably skilled in the art would have known that the differing elements were interchangeable at the time of the infringement – that elements could be substituted w/ out changing what invention is
1. Are the two devices reasonably interchangable?

2. this works better for other types of products as well as mechanical inventions
3. tested at the time of infringement, not invention – ideas or components that would not have been equivalent at the time the invention was made can become equivalent over time
a. Guy uses beam of light to shine underground to ensure that the pipe is laid in a straight line.  Then someone invents the laser –this did not exist when the guy invented the pipe thing, however, now people use the laser to lay pipe b/c it is better.  This now infringes the guys patent even though he never knew about a laser

  
     

OR 

(d) element-by-element: (this is what the courts use – very important) objective determination made on an element by element basis from the perspective of a person with ordinary skill in the art at the time of the infringement

1. not is the invention as a whole equivalent to d’s product, but instead is every element substantially equivalent

2. this means that every element must be equivalent – if only 4 out of 5 elements are equivalent then no infringement
3. remember – assessed at the time of infringement not at time of invention or time patent issued

4. Warner Jenkins v. Hilton Davis: US SC - process for ultrafiltration.  P’s patent said b/t 6.0 and 9.0.  D’s didn’t fall within this
a. held: element by element basis for analyzing equivalency
b. proving intent is not neccesary to apply doctrine of equivalents.
c. Rule: determination of equivalence should be applied as an objective inquiry on an element by element basis.
d. Rule: Prosecution history estoppel continues to be available as defense to infringement. Patent holder has burden to establish reason for amendment during prosecution. If patent holder demonstrates that amendment required during prosecution had purpose unrelated to patentability, court must consider that purpose to decide whether estoppel is precluded. Where patentholder is unable to establish such purpose, court should presume purpose behind required amendment is such that prosecution history estoppel would apply to amendment and prosecution history estoppel should bar application of doctrine of equivelents to that element.
5. All elements rule (all limitations rule – footnote 1 in festo): Not asking question of funtion way result about element as a whole, we ask it about each element of the invention. 

a. So if one element is missing, you look to see if there is something that is insubstantially different from that piece

b. If not, there is no infringement even though everything else is present

c. Every claim stands on its own, so all you need is one infringed claim and you win. this is why you write many claims (broad ones and narrow ones). 

d. If you have all 5 elements and you add a 6th this won’t get out of infringement. If all elements are present from other patent than you are infringing.  

6. Festo Corp. v Shokesu US Ct of Appeals – Fed. Circuit. (2001) 
a. Issue 1: For purposes of determining whether amendment to claim creates prosecution history estoppel, is a substantial reason related to patentability limited to those amendments made to overcome prior art under 102 and 103 or does patentability mean any reason affecting the issuance of the patent?

i. Rule: For purposes of determining whether amendment gives rise to prosecution history estoppel, substantial reason related to patentability not limited to overcoming or avoiding prior art, but includes any reason that relates to statutory requirement for patent. Narrowing amendment made for any reason related to statutory requirements for patent will give rise to prosecution history estoppel w/ respect to amended claim. Amendment related to any of these statutory requirements is made for substantial reason related to patentability. 

* So 101 and 112 issues as well as 102 / 103 issues.

* Is consistent w/ Warner Jenkinson requirement that amendment does not necessarily preclude infringement by equivalents of element. If patent holder can show from prosecution history that claim amendment was not motivated by patentability concerns, amendment will not give rise to prosecution history estoppel.  

b. Issue2: Under warner jenkinson should voluntary claim amendment – one not required by the examiner or made in response to a rejection by an examiner for a stated reason create prosecution history estoppel? 

i. Rule: Voluntary claim amendments treated same as other amendments. Voluntary amendment that narrows scope of claim for reason related to statutory requirements of patent will give rise to prosecution history estoppel as to the amended claim element. 

* This is consistent w/ doctrine of argument based estoppel – arguments made voluntarily during prosecution may give rise to prosecution history estoppel if they evidence surrender of subject matter. This subject matter cannot be reclaimed through doctrine of equivalents.  

c. Issue3: If a claim amendment creates prosecution history estoppel, under Warner Jenkinson what range of equivalents, if any, is available under the doctrine of equivalents for the claim element so amended?

i. Rule: When a claim amendment creates prosecution history estoppel w/ regard to a claim element, there is no range of equivalents available for the amended claim element. Application of the doctrine of equivalents to the claim element is completely barred (a complete bar). 

ii. Estoppel only bars recapture of that subject matter actually surrendered during prosecution (Honeywell v Litton, US SC). Hughes II: there must be a determination as to the exact subject matter the patentee actually surrendered. If accused device did not fall w/in the range of subject matter surrendered, infringement under the doctrine of equivalents was not barred. 

iii. There is a presumption that this estoppel applies when the amendment is unexplained. If this presumption was not rebutted, estoppel bars the application of the doctrine to that element.  

d. Issue4: When no explanation for a claim amendment is established, invoking the presumption of prosecution history estoppel under Warner, what range of equivalents, if any, is available under the doctrine of equivalents for the claim element so amended?

i. Rule: When no explanation for a claim amendment is established, no range of equivalents is available for the claim element so amended. 

(d) Prior Art Issues

1. You can’t expand your patent claim under the doctrine of equivalents so far that it covers the prior art

2. So you can’t write narrow claim and then expand that claim into ground I’m not legally entitled to own using the doctrine of equivalents

3. Something that is unknown at the time you get your patent but comes out later may be covered under doctrine of equivalents – you just didn’t think of it. So they still may be infringing.  

(e) What is an element

1. Warner Jenkinson – an acused product infringes only if it has all elements of a claimed invention.US SC clarifys doctrine of equivalents, stating that: 

2. Each element contained in patent claim is material to defining scope of patented invention, thus doctrine of equivalents must be applied to individual elements of claim, not to invention as a whole. Important to ensure that application of the doctrine, even as to an individual element, is not allowed such broad play as to effectively eliminate the element in its entirety. 

3. Test for equivalence is aplied to individual claim limitations: analysis of role played by each element in context of specific patent claim will thus inform inquiry as to whether a substitute element matches function, way, and result of claimed element, or whether substitute element plays a role substantially different from laimed element. 

4. P must show the presence of every element or its substantial equivalent in the acused devices. To be a substantial equivalent, the element substituted in the accused device for the element set forth in the claim must not be such as would substantially change the way in which the function of the claimed invention is performed. 

(2) Problem of later developed technologies

(a) Two aspects of Warner that are hard to reconcile: the adoption of the element by element approach to equivalence and 2) the preservation of the rule that equivalence is measured as of the time of infringement, and not as of the time of invention.

1. Difficulty here is that after developed techologies (those developed after the date of the invention) will often challenge the definition of an element in the original invention.

(b) Courts have determined how broadly they see equivalents based on the degree of advance over the art the original patent represents. 

1. When patent is on mere improvement, courts tend not to consider as equivalent a product or process that is even a modest distance beyond literal terms of the claims.

2. Patent representing a pioneer invention (defined by the US SC as a patent concerning a function never before performed, a wholly novel device, or one of such novelty and importance as to make a distinct step in the progress in the art) is entitled to a broad range of equivalents. Court will stretch to find infringement even by a product whose characteristics lie considerably outside the boundaries of the literal claims.

(c) Question of infringement also turns on the precise characteristics of the allegedly infringing device. Following function-way-result test: where accused device shows only minor or insubstantial variations in one of these elements such as the small movement of one part or a minor change in structure, infringement will be found even if the patentee’s invention is a mere improvement. 

1. Even a pioneer patent is not infringed by a device that achieves a different result or achieves it in a different way.

(d) Whether new technologies unforeseen at the time the patent was issued can constitute equivalents. 


1. This issue arrises when a subsequent device that uses new technologoy is accused of infringing the original patent. The prevailing view now is that new technology can be equivalent. 

(e) Notwithstanding the interchangeability language in the leading US SC case on the subject, a device performing the same function and achieving the same result in the same way as a patented invention can be found to infringe even if it uses technology developed after the patent was issued. 

1. Subject to 2 caveats: 

a. 1) new technologies can constitute equivalents only so long as they do not perform a different function or cause the device to operate in a substantially different way; and 

b. 2) a truly meritorious improvement can escape even literal infringement under the reverse doctrine of equivalents discussed below

2. In the Hughes case, inventions since the patent permitted doing on board part of what was taught in the patent as being done on the ground. Court said partial variation in technique, an embellishment made possible by post-williams technology does not allow the accused spacecraft to escape the web of infringement. 

3. Another case found a patented method for laying pipe caling for a beam of light to allign pipe segments infringed by the use of later developed laser beam technology. 

4. Fed. Circuit held that major improvemnets in all the essential elements of hand-eld calculators rendered the improved devices non-infringing.  

(3) Prosecution History Estoppel
(a) requires the scope of the patent claims be interpreted in light of what happened in the application process at the PTO

(b) Fundamental principle here: if you go to patent office and ask for broad claim and they say you can’t have one b/c there is prior art there and you take a narrow claim, it would be unfair for you to go to court and say I got a narrow claim issued but now I want to expand it back w/ doctrine of equivalents (Wilson Sporting Goods Rule)

(c) Not allowed to take a position in an infringement action that is inconsistent with the one taken w/the PTO

(d) Warner-jenkinson case: this applies only when the applicant made the amendment to avoid the prior art or otherwise to address a specific concern, such as obviousness, that arguably would have rendered the claimed subject matter unpatentable

1. an amendment made for some other reason (ie. Clarify a vague term) may not impose the same limitation on application of the doctrine of equivalents

2. when no explanation is established, court should presume that the PTO had a substantial reason related to patentability for requiring the amendment and the doctrine of prosecution history estoppel should apply

(e) Wilson Rule
1. not entitled to use the doctrine of equivalents to get a patent claim that is so broad that it treads on the prior art

2. b/c if you would have gone to the PTO and claimed this, you would not have gotten it anyway since it was covered by the prior art

3. to test for this – construct a hypothetical claim that they are trying to get – if it encompasses the prior art then are not entitled to own it

(f) Festo: If you make an amendment to patent claim for any reason related to patentability it triggers prosecution history estoppel

1. So this will serve as a bar to the doctrine of equivalents with respect to that element – you can’t go back and say well I narrowed this claim but now I want to extend it w/ doctrine

2. This doesn’t mean you can’t get doctrine for the whole invention, just for the particular element that you narrowed

3. Amendment made can be a voluntary one, doesn’t have to be in response to a rejection

4. Where does explanation need to be? You are basically limited to scope of paper record at time of prosecution. After the fact testimony won’t work. So you will probably need something in the prosecution history. An internal memo may work as well for evidence. So it will be difficult to show this. Especially prior to 1977 b/c people didn’t give reasons

5. The problem is that the way patent system works is you file application w/ broad claims, they get rejected and then you narrow them a bit. Pretty much everyone does this. Well all this has changed now b/c in every circumstance in which I amend my claim I am barred from getting protection under the doctrine of equivalents.

6. Many patents were prosecuted on the old set of assumptions and now are subject to a new set of assumptions.

(4) The Reverse Doctrine of equivalents

(a) when a device literally falls w/in the language of the patent claims, but is so far changed in principle from the patented article that the claims of the patent literally construed have ceased to represent his actual invention – this can be used as a defense to infringement

1. if you fit w/in literal scope of claims (literally infringing) but you have changed the invention so far in principle that it doesn’t look like the same thing, then you may escape liability for infringement using the reverse doctrine of equivalents

2. I.E. if it was a significant improvement that took the invention outside the equitable bounds of the patent.

(b) this doctrine is rarely successfully applied – do not count on as a defense – is often raised but rarely bars infringement

(c) Reverse doctrine of equivalents applies only in literal infringement cases

(d) Scripps v Genentech (Fed Cir 1991). Patent over blood clotting agent. Scripps had patent on purified form of it, Genentech invented / patneted a recombinant form. Genentech ultimately relied on a pragmatic defense, that the recombinant version was by far cheaper to make and thus ought not to be deemed an infringement. Fed. Cir remanded case for a determination whether the reverse doctrine of equivalents applied in these circumstances.

(4) Blocking Patents: Two patents block each other when one patentee has a broad patent on an invention and another has a narrower patent on some improved featuer of that invention. The broad patent is said to dominate the narrower one. The holder of the narrower (subservient) patent cannot practice her invention w/out a license from the holder of the dominant patent. At the same time, the holder of the dominant patent cannot practice the particular improved feature claimed in the narrower patent w/out a license. 

(5) Equivalents for Means-Plus-Function Claims

(a) Sec. 112 (6), allowing a mechanism to claim broad functional features of an invention. This does not permit claims to an entire funciton (i.e. broadcasting or cutting) but it does allow funcitonal language in claims to cover claim elements. 

1. For example allows patentee to claim as combination invention consisting of novel microprocessor w/ means for inputting data to be processed.” Instead of identifying all workings of a microprocessor if it is not novel part of my invention, I might call it means for processing data.

2. In old days before 1996 could basically rely on fact that if claim said means for doing X it was one of these and if it did not, then it wasn’t. Still presumption here, but now decided on facts of case

3. Statute says what we read into means plus function case is not just the item, but item plus equivalents there of. So we have to basically do a doctrine of equivalents analysis here. Patentee may also receive broader protection under the doctrine of equivalents.

4. Although doctrine of equivalents may encompass later developed technologies, section 112 paragraph 6 equivalents cannot do so.

5. Patent law says you can claim things in function terms, but what you own is not every possible means of performing that function. Rather in this one case we will look to specification and we will read specification as a limitation on this claim.

a. So you read the specification and figure out what means for processing data and limit claim to those means and equivalents there of

6. These are known as means plus function claims. SO you can include “means for processing data” or the like. The phrase means for is a signal to the pto and the courts to turn to the specification in order to define the invention. Patentee’s claim does not capture all the means for processing data – only those actually discussed in the specification and equivalents there of. 

a. This applies in both infringement suits and patentability determinations before the PTO. So PTO is not allowed to look to prior art to see if it discloses ANY means for performing the function (they used to do this but court said no in 1994).  Patent office is not authorized to allow a claim that reads on the prior art.

Contributory Infringement

a) 271(c) whoever offers to sell or sells w/in the US or imports into US a component of patented machine, manufacture, combination or composition, or a material or aparatus for use in practicing a patented process, constituting a material part of the invention, knowing same to be especially made or adapted for use in infringement of such patent, and not a staple article or commodity of commerce suitable for substantial noninfringing use, shall be liable as a contributory infringer. IF:

(1) she knows that the component she sold was especially made or adapted for use in the patented invention, has no other substantial use, and is likely to be used to infringe the patent AND

(2) her actions do in fact contribute to another’s direct infringement

b) knowledge: must know that buyer’s use of the component will likely infringe the patent as well as that the component has no other substantial use. must KNOW that combination for which component was designed was patented AND infringing.

c) standard is very hard to meet: all you have to do is demonstrate that you didn’t know there was a patent out there that your product could be encouraging to infringe

d) You don’t induce people to infringe, but do something that helps the people infringe. Device does not infringe on its own but is being used to infringe and doesn’t have substantial non-infringing use. 

e) C.R. Bard v Advanced Cardiovascular (Fed Cir 1990)

(1) D marketing a catheter for use in coronary angioplasty.  P has patent on method.  P alleges D contributorily infringes his patent by providing detailed instructions on how to use its catheter in a manner which would infringe his method.  (the doctor who uses the catheter is the real infringer). held: not enough to grant summary judgment as a reasonable jury might find that there was a substantial non-infringing use.

(2) 1996: congress amended patent laws to exempt doctors who perform medical processes from liability for infringementhowever congress apparently intended to leave device manufacturers liable for contributory infringement

(3) To show contributory infringement have to show direct infringement by someone and that someone is selling a product especially designed to help infringe AND have to show intent or at least knowledge

(a) Direct infringement is a strict liability offense: it is not enough hat you did not know or could not have known about infringing.
(4) Rule: A D must sell a product for use in practicing P’s patent, which use constitutes a material part of the invention, knowing that the invention is especially made or adapted for use in infringing the patent, and that it is not a staple article or commodity of commerce suitable for substantial non-infringing use. Person induces infringement under section 271 b by actively and knowingly aiding and abetting another’s direct infringement

Inducement to Infringe

a) Section 271(b): whoever actively induces infringement of patent shall be liable as an infringer. 
(1) to be liable for inducement to infringe defendant must have actively, intentionally and knowingly solicited or assisted a third party in infringing a patent, (i.e. encouraging to or showing how) – aiding and abeting 

(2) AND the third party must have engaged in direct infringement

(a) active solicitation or assistance: defendant must take some initiative

(b) knowledge: defendant must know that direct infringement is likely to occur as the result of her acts.  She must be aware of the patent, the nature of her acts and their likely consequences

(3) themes common to cases involving inducement to infringe:
(a) importance of intent: statute doesn’t mention intent but all cases require it – may be circumstancial evidence of intent: inferred from circumstances

(b) one item of evidence centers on the existence of a patent – part of the requisite intent is that the one accused of inducing infringement must know of the patent

(c) also generally required that the accused infringer know that her activities will lead to infringement of the patent – thus many cases turn on the existence and credibility of a patent attorney’s opinion letter regarding whether the accused activities will in fact result in patent infringement

(d) Licensing, design, and advertising of infringing products may constitute active inducement. Appropriate relief against one inducing infringement may be same as that against direct infringer.

Defenses

a) Reverse engineering, inventing it yourself, etc are not defenses.

b) The experimental use defense
(1) Allows for the unlicensed construction and use of a patented device for purpose of pure scientific inquiry. If all you do is build patented invention out of curiousity to see how it works and never using it then that’s ok.

(2) Judicially created: this is a well recognized judicially created exception to infringement

(3) use the patent to satisfy idle curiosity or for idle amusement. as long as you intend to do nothing with it. just as long as you don’t have any commercial purpose in mind

(4) scientific experiment w/ product is not ok. Any commercial use or trying to get around patent or find other method then that is not ok. Its infringing.

(5) Roche Products v Bolar (Fed Cir 1984) experimental use exception did not include limited use of patented drug for testing and investigation strictly related to FDA approval, finding use to be solely for business means and not for amusement, curiousity, or inquiry. 

(a) Rule: Unlicensed experiments conducted w/ a view to the adaption of the patented invention to the experimentor’s business is a violation of the patent rights. 

(b) Congress overruled part of this holding, creating a regulatory drug testing exemption from infringement, permiting regulatory testing of a patented drug. Also includes veterinary drugs. Also covers medical devices.

c) Inequitable conduct: this defense is routinely asserted
(1) requirement that you disclose to the patent office whatever you know – you cannot make affirmative misrepresentations or misleading silences but are under no obligation to search for prior art. thus, the less you know the better off you are. So if you lie to patent office or omit (fail to disclose) things…

(2) Patentee has duty of candor not to lie to patent office and to reveal all prior art they are aware of. Can’t misrepresent the state of affairs by omission.

(3) There is no duty to search for prior art however. Many don’t go search for prior art b/c they would like to remain ignorant. No duty to find facts, just to disclose what you know about.

(4) in order to prove you must show: by clear and convincing evidence

1. materiality of patent reference – nondisclosed or false information. info must be material to PTO, not in the sense that it would change the outcome. If patent examiner would have considered it important even if they would have decided in your favor, you have to disclose it. AND

2. intent by patent applicant to deceive the PTO. Conduct designed to deceive. Ideally shown by direct evidence but more commonly by indirect evidence of cirucmstances. Has been strengthened recently to try and cut down on these claims. 

(5) gross negligence does not itself justify an inference of intent to deceive  - the involved conduct, viewed in light of all  the evidence, including evidence indicative of good faith, must indicate sufficient culpability to require a finding of intent to deceive. Court rejects evidence that only shows only gross negligence. Must be able to find deceitful intent.

(6) submarine patenting: (deliberately keeping a secret patent application pending for years in the PTO only to spring it on an unsuspecting industry) has survived charges of inequitable conduct

(7) May find inequitable conduct in burying reference: disclosing something damaging somewhere in list of 200 references in hopes they might not actually look at all of them. Do this deliberetely can be inequitable conduct. You are trying to mislead the patent office.

(8) results:
(a) unenforceability of the patent as a whole – doesn’t matter if it affected only one of the claims the whole patent is unenforceable

(b) is infectuous – if you have filed other patent applications that stem then those can be rendered unenforceable as well

(c) can possibly get the patent back if you can prove that you are no longer acting badly and that the effects of your previous conduct have dissipated

d) Patent Misuse: using your patent in a way that is anti-competitive or beyond what the patent claims should cover – try to expand scope of enforcement. This will result in patent being invalid. 
(1) judicially created doctrine that bars patentees from enforcing their patent against infringers when they have misused the patent
(2) has to be some extension of the patent’s grant that has an anti-competitive flare. getting more than the gov’t intended to get you. 
(3) tying arrangements: most common form of patent misuse – makes a license to make use or sell the patented invention upon the licensee’s agreement to purchase goods or another license from the patentee
(a) say I will give you this product that you want only if you buy this other product from me as well – trying to monopolize tie in product
(b) typically require inquiry into market power and market effect: have to show that patent would allow you to dominate existing market and tying effect would dominate tied marked. If cannot prove these things cannot prove misuse
(c) extending your control of your patent into a market where you don’t have any rights
(d) Motion Picture Case: Statutory right to use patented item must be limited to invention described in claims of patent. Owner of  patent cannot attach a notice or requirement to machine that extends scope of patent monopoly by restricting use of it to materials necessary in its operation which are no part of patented invention or send these machines into channels of trade subject to conditions as to use or royalty to be imposed thereafter by the patent owner.
(4) patent licensing agreements that extend beyond the expiration of the patent term:
(a) ie. Your patent expires in 2010 but you issue an agreement that says you will pay royalties until 2020
(b) it is per se illegal to attempt to extend the term of a patent beyond its expiration through a licensisng agreement.
(5)  other things that also run afoul of the antitrust laws: things that raise anti-competitive concerns

(6) grantback clauses: as a condition to a license agreement, a patentee will sometimes require the licensee to grant her rights to any improvement patents the licensee is issued while using the licensed patent

(a) courts are fairly lenient w/respect to these clauses

(b) sometimes they can run afoul of misuse doctrine but not typically

(7)  field of use restrictions: most patent licenses contain some sort of restriction on how the patent may be used by the licensee

(a) restrictions that attempt to control the price at which the licensee sells products made using the patented process or equipment are per se illegal under Sherman Act

(b) other restrictions that don’t control price but geographic or product market in which the licensee sells are generally upheld unless part of a tying arrangement

(8) patent suppression: inventions may be deliberately patented and then not used in order to deny competitors the opportunity that a new technological advance might present

(a) this is ok

(9) results:
(a) unenforceability of the patent as a whole – doesn’t matter if it affected only one of the claims the whole patent is unenforceable

(b) is infectuous – if you have filed other patent applications that stem then those can be rendered unenforceable as well

COPYRIGHT LAW

1) Purpose: stimulate the creation of as many works of art, literature, music and other “works of authorship” as possible in order to benefit the public

a) when there is a conflict b/t the public’s interest and that of the author, courts generally pt the public’s interest first

b) gives authors limited property rights in their own works

c) All you need do is create something of originality, even if it is in part taken from someone else

2) 1976: this act (w/ some modifications) governs most works today. 

(1) Codified the fair use defense of copyrighted works. 

(2) Modified in 1980 to expressly incorporate computer programs and in 1988 abolished requirement of notice and certain other formalities. Architectual works protected as of 1990.

(3) copyright limits property rights to the author’s particular method of expressing an idea or information

(4) rights never given to ideas being expressed, facts, or other elements of the public domain which an author may incorporate into her work

b) CPYRT office registers works - does not examine applications (other than to ensure contains some original content)

(1) A cpyrt is protectable the moment the work is created

(2) Range of protectable subject matter potentially much broader than patent law;  standard for originality much lower

c) weaker protection for copyright in comparison to patents

(1) applies only to copying – you must prove that the person copied it from you

(2) independent creation is a defense

(3) idea/expression dichotomy – protection only extends to expression of ideas. (way you paint, way you phrase things) but can’t own idea itself (write book about event, that is protected, but can’t prevent someone else from writing their own book about the event)

3) Overview of Copyright Law - Protectable Copyright has the following elements 

(1) Copyrightable Subject matter
(a) subject matter protectible by copyright spans the broad range of literary and artistic expression

(b) ideas themselves are not copyrightable, but the authors expression of an idea is protectable  

(2) Threshold for protection 

(a) a work must exhibit a modicum of originality 

(b) and be fixed in a tangible medium of expression 

(3) Formalities: 

(a) notice of copyright is required on all works created prior to 1989 

(b) Registration is not required for validity, but is required of US authors prior to suing for infringement. 

(c) Deposit of copies of the work is required to obtain registration. 

(d) foreign copyright owners need not comply w/ formalities that remain; US owners have to before they can sue.

(4) Authorship and ownership: 

(a) work must have been created by the party suing or 

(b) rights to it must have been x-fered to the party. 

(c) In case of works made for hire employer not original creatoer is the author/owner.  

(5) Duration

(a)  cpyrt lasts for life of author plus 70 yrs or 95 yrs from 1st publication for entity authors (or 120 yrs from year of creation, whichever occurs first) 

3) Overview of Rights given to a Copyright Holder

1. Copying

a. owner has the exclusive right to make copies of her work

b. even if the copy is in a different form or is only part of the work she may sue for infringement if the copying ins material and substantial

2. derivative works
a. owner has exclusive right to prepare derivative works – works based on the original but in different forms or otherwise altered (translations, movies based on boods etc.)

b. these derivative works are themselves copyrightable to the extent that they contain their own original expression

c. this right overlaps w/the right to make copies

3. distribution

a. owner has the right to control the sale and distribution of the original and all copies or derivative works, including licensed copies

b. only extends to the first sale of such works
4. performance and display

a. owner has the right to control the public (not private) performance and display of her works, including both literary and performance oriented works

b. extends to computer programs and other audiovisual works

c. owner does not generally have the right to prevent the public display of a particular original or copy of a work of art

5. limitations on rights

a. fair use doctrine

b. compulsory licensing for musical compositions and cable television etc

c. do not give the owner the exclusive right to make or use the thing copyrighted – only prevent unauthorized copying

d. independent devlopment

e. only coyping – whether proven directly or inferred constitutes infringement.

2) Requirements: Subject matter of copyright (17 USC Section 102) - original works of authorship fixed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or other wise communicated either directly or w/ the aid of a machine or device. 

(1) Two fundamental criteria of cpyrt protection: originality and fixation in a tangible form.

a) Original works of authorship: work of authorship must be original. This requires:

(1) Independent creation: author must have engaged in some intellectual endeavor of her own.  She can not just copy from a preexisting source. . If you add creative expression have authoried copyrighted work. Even if all you do is make slight modifications of some work that is in the public domain. What you own is what you contribute

AND

(2) Minimal creativity: work must exhibit a minimal amount of creativity

(a) this standard is not difficult to meet – problem when ppl work hard on something w/ minimal creativity

(b) Does not require work be unique – just have to contribue something more than trivial variation

(c) Courts do not judge artistic merits of works

(d) Courts rarely find literary/artistic works to fall below deminimis originality threshold of cpyrt law. Few excetions such as simple slogans, and exceedingly modest variations on another work.

(e) Material not subject to cpyrt – words and short phrases such as names, titles, and slogans; familiar symbols or designs; mere variations of typographical ornamentation, letter or coloring; mere listing of ingredients or contents .. type as typeface.

(f) scenes a faire: incidents, characters, settings, or other elements which are indispensable, or at least standard, in the treatment of  a given topic

(i) no copyright protection no copyright protection
(ii) for example: elements such as drunks, prostitutes etc. that would appear in any realistic work about cops in the bronx

(i) Feist Publications v Rural Telephone – US SC 1991 - found that telephone white pages lacked minimal creativity and therefore did not satisfy the originality requirement  

1. Facts are not copyrightable but compilations of facts generally are. B/c this information was all fact based etc., in order to get protection, the selection and arrangement of the data must have significant creativity etc. Can’t copyright the ideas / facts. 

2. Rule: Factual compilations can possess requisite originality. Selection or arrangement of facts MUST be original for protection. Cannot be mechanical or routine so as to require no creativity at all (i..e alphabetical arragement). Choices as to selection and arrangement so long as they are made independantly by compiler and entail minimal creativity are enough to allow cpyrt protection. Protection extends only to those parts of the work original to the author. Anyone can use facts. 

a. here the selection of facts – ie. Name, address, phone – does not

b. court rejects sweat of brow doctrine stating that labor cannot be substituted for originality

(ii) Database owners have used contract law and shrinkwrap licenses to protect their rights.

(iii) Cases after Feist have refused to protect compilations similar in nature to white pages. But in one case taxonomy of dental insurance billing codes found original & copyrightable. 7th circuit distinguished taxonomy created by P from compilation of pre-existing facts. Court went further strongly suggesting that the choice of a single 5 digit number itself reflected protectable expression.

(iv) Maps: Copyright protection extends to maps under 101 (defining pictoriial, graphic and sculptural works). Can map have originality or is it fact based? One case after feist held maps original in 2 respects 1) creativity in selection, coordaination and arrangement of facts map depicts and 2) graphic artistry of maps was original. Thus it got protection.

b) Fixation in a tangible medium of expression

(1) generally:
(a) copyrightable work of authorship: intangible (ie. The literary work)
(b) fixed: tangible object in which the work is fixed – not copyrightable (ie. The paper on which the literary work is recorded) 

(c) Must last for a period of “more than transitory duration”

(2) Requirements for Protection

(a) 1976 act: work be fixed in a tangible medium of expression
(i) this medium may be one now known or later developed and
(ii) fixation is sufficient if the work can be perceived, reproduced, or otherwise communicated either directly or w/ the aid of a machine or device
(iii) Seeks to avoid unjustifiable distinctions based on form or medium in which work is fixed.
(iv) Makes no difference if fixed in words, notes, sounds, pictures, etc and whether it can be perceived directly or by means of a machine or device later developed or now known.
.  

(3) Unfixed work: i.e. improvosation, or unrecordable work, performance or broadcast continue to be protectable under state common law or statute but not under federal copyright law. 

(a) Even when fixation requirement bars federal protecton common law may be available. State laws that protect unfixed expression are expressly not preempted and many states have such protection

(b) Section 1101 added in 1994 gives some protection to unfixed musical performances: making it illegal to traffic in unauthorized recordings of a live musical performance.

(4) Broadcasts: If broadcasts recorded before being broadcast they are fixed (like a motion picture). 

(a) Live broadcasts reaching public in unfixed form simultaneously (fixed while in transmission) being recorded are fixed. 

(5) Fixed excludes purely evenescent or transient reproductions such as those projected briefly on a screen, shown electronically on tv or camptured in memory of a computer for a second. 

(i) In the case of a work consisting of sounds, images, or both that are being transmitted the work is regarded as fixed if a fixation is being made at the same time as the transmittion. 

(6) You have to have both an original work and a tangible fixation to product copyrightable subject matter. 

(7) State laws do allow protection for unfixed works. 

(a) If know someone is going to tape but don’t authorize could argue protected or not

(8) Fixation also plays role in deremining infringement. 106 1 says cpyrt owner has exclusive right to produce copyrighted work in copies, defining copies as materal objects in which work is fixed. So a D does not infringe unless has reproduced the work in fixed work.

(a) Rule has been at issue in recent cases over copies of computer programs or data made by computer in operating. Ram copies occur each time computer is turned on or file is opened and are necessary for  computer user to view a program or file and they disapear when computer is turned off.

(b) Class lecture not fixed. If someone else records lecture who is not author, then no copyright protection unless they have been authorized to record it.

(c) Determine what is a copy and what is infringement. How do we know if you made a copy? If you fixed it in a tangible means then it is a copy.

(d) Legislative history suggests congress did not intend showing movie where each image is up 1/24 of a second to be a copy

c) Formalities 

(1) US traditionally had 4 such formal requirements: 

(a) notice of cpyrt 

(i) 1909 act work only protected if contained appropriate notice. Failure to follow this to precision results in forfeiture of cpyrt protection and work falling into public domain.

(ii) 1976 act cpyrt began on creation of work, not on publicatoin. Notice still required but location and form rules were liberalized.

(iii) March 1 1999 – eliminated notice requirement prospectively. 1909 and 1976 act still apply to works publicly distributed w/out notice prior to march 1, 1989. 

1. Voluntaray notice still encouraged by prohibiting accused infringer from claiming innocent infringement in mitigation of actual or statutory damages except in limited circumstances if copy she had access to contained proper notice.

(b) publication of the work

(i) 1909 act – protection triggered by act of publisihing work.
1. Unpublished works protected under state common law or constructively published by registration w/ cpyrt office.
2. failure to publish created risk of forfeiture of protection
3. Generally found that public performance or display did not constitute publication unless tangible copies of the work were distributed to the public. 
4. Unauthorized distribution did not constitute publication.
(ii)  1976 act – protection triggered by creating work fixed in tangible medium of expression, and common law cpyrt protection preempted.
1. Publication still determined when notice was required – distribution of copies of work to lay public by sale or other transfer or rental or lease or lending. offering to distribute copies to group for purposes of distribution, public performance or display was publication
2. Public performance of work does not itself constitute publciation.
(iii) march 1 1989 – publication is no longer a factor in determining validity of works created after march 1 1999 but it still has relevance for those created after that date in the following respects.
a. Deposit at library of congress mandatory only for published works

b. works of foreign authors – all unpublished works protected regardless of nationality or domicile of author, but published works of foreign authors protected only under conditions of 104(b)

c. duration of cpyrt protection – term for entity owners and works for hire = 95 years from year of first publication

d. library photocopying – reproduction rights of libraries depend on whether work is published

e. Establishing prima facie evidence of validity of copyright – registration must occur w/in 5 yrs of first publication

f. damages – statutory damages and attorneys fees are available for published works only if registration preceded infringement or if the work was registered w/in 3 months after publication.
(c) registration of work w/ cpyrt office - has always been voluntary
(i) 1909 act – not required to get cpyrt but requited by 28th year to renew cpyrt. Required to bring infringement suit.
(ii)  1976 act – not required but incentives encourage doing it. 
1. Succeesful registration is prima facie evidence of validity
2. Must register before bringing infringement suit.
3. incentive for early registration – owner can obtain statutory damages and attorney’s fees only for infringement that occurred after registration
(iii) Post berne – eliminatied for that cpyrt owners whose country of origin (works cntry of origin is where first published or where created if not published) is another Berne member nation 
1. must register works prior to instituting suit but retained requirement of registration prior to suit for domestic works
2.  work first published outside US you don’t have to register at all. 
(d)  deposit of a copy of the work w/ library of congress. 

(i) required deposit of 2 copies of each work published in US for which cpyrt is claimed w/in 3 months of publication 

(ii)  1909 – must comply or forfeit cpyry

(iii) 1976 – still mandatory, but only penalty is fine for failure. 

1. Must also deposit w/ cpyrt office but usually satisfied by first registration. If don’t do this registration refused

(2) Under current regime formalities are largely voluntary and failure to comply does not risk forfeiture. 

(3) Restoration of Foreign CPYRTED works
(a) Existence of old formality rules meant a number of foreign works protected elsewhere entered public domain in US b/c authors failured to comply w/ formalities. 

(b) 1994  104a provides restoration of cpyrt protection for certain foreign works that lost protection in US due to noncompliance w/ formalities. Retrieved from public domain and treated same as any other copyrighted work (duration, ownership, etc)

(c) owner has right to cut off future uses of work after limited grace period after giving notice of intent to enforce cpyrt. Act provides that authors of derivative works may continue to exploit them if they pay reasonable compensation to original cpyrt owner. 

3) Copyrightable Subject Matter: Can’t cpyrt facts. Can’t own things in public domain. Can’t own what didn’t author yourself.


a) Idea – Expression Dichotomy:
(1) Most significant doctrine limiting copyrightability of works - codified in 102(b). 

(2) 102(b) says in no case does cpyrt protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery regardless of the form in which it is described, explained, illustrated, or embodied in such work. 

(3) Division btwn protectable expression and unprotectable ideas developed in Baker v Selden. 

(4) How do you draw the line b/t idea and expression?
(a) J. Learned Hand: there is a point in the series of abstractions where they are no longer protected since otherwise the person could prevent the use of ideas

(b) The level of generality we choose in determining what is an idea and what is an expression matters

(i) Lemley envisions this as  pyramid: some things flow naturally from idea, but detailed choices made at chapter level might be protectable. Some characters and plot ideas are not protectable b/c are sort of “stock” that appear in different books.

(c) To determine the level of abstractions: Goldstein says there are three categories of unprotectable ideas:

(i) animating concept behind the work

(ii) functional principles or solutions described or embodied in the work (such as Seldon’s forms)

(iii) fundamental building blocks of creative expression (basic plot or character outlines)

(5) Baker v Selden – US SC 1879 - supreme court enunciated the rule that there is no protection in ideas

(a) p published and claimed copyright protection in a book that explained a particular method of bookkeeping which included blank forms for using the method.  D published a book that included p’s forms. P sued for infringement 

(b) Issue: can the exclusive property in a system of book keeping be claimed under the law of copyright via a book explaining that system? held: no infringement – when the art taught by the work of authorship cannot be used without copying some aspect of the work of authorship, then that aspect of the work will not be protected by copyright. can prevent someone from copying his book but cant prevent someone from using his method for accounting

(c) Court notes that a work on the subject of book keeping can be copyrighted, but only the book is claimed. But there is a distinction between the book and the art it attempts to illustrate – this distinction extends to every other art as well as book keeping. 

(d) Rule: Description of the art in a book, though entitled to the benefit of a copyright lays no foundation for an exclusive claim to the art itself. The former may be secured by copyright, the later can only be secured, it at all by letters patent. When use of an idea requires copying p’s expression, the expression will not be deemed copyrightable

(6) Nichols case (irish play) - Upon any work (especially a play), a great number of patterns of increasing generality will fit equally well, as more and more of the incident is left out.Last may be no more than most general statement of what play is about, and at times might consist only of its title; but there is a point in this series of abstractions where they are no longer protected since otherwise the playwright could prevent the use of his ideas to which apart from their expression, his property is never extended. In such cases we are concenred w/ the line btwn expression and what is expressed.

(7) Recipes are not copyrightable (they are ideas or functional implementation of an idea)

(a) Actual text may be copyrightable depending on how related about it is to the form (instrutctions alone are not copyrightable, but a discussion about different types of pans probably is)

(7) THINGS NOT PROTECTABLE: blank forms, such as time cards, graph paper, account books, diaries, bank checks, scorecards, address books, report forms, order forms and the like, which are designed for recording info and do not in themselves convey info. 

(8) Merger Doctrine: when there is only one or a limited number of ways to express an idea, the expression merges w/the idea and becomes unprotectable

(a) when merger doctrine applies: courts generally will consider how many effective ways there are to express the idea.  Impractical ways will not be considered.

(b) Application of merger doctrine involves same levels of abstratction problem described earlier. Categories or genuses are unprotectable; instances or species are protectable. 

(c) Some courts have softened the harsh consequences of finding merger by finding that works w/ limited means of expression are copyrightable but that the scope of copyright protection for such works is thin.

(d) application of merger doctrine and Baker v. Seldon has become particularly important in computer software cases where subsequent computer manufacturers seek to develop computers offering compatible operating systems and subsequent programmers seek to develop application programs featuring the same menu command structure of popular programs

(e) Morissey v. Proctor & Gamble: p claimed copyright in a set of rules for sweepstakes

(i) held: there were only a limited number of ways to express the subject matter of the rules, given its straightforward, functional nature

(ii) makes it difficult to obtain copyright protection in highly utilitarian or functional forms of expression

(iii) ie. Instructions for doing something

(8) Copyrightability of Facts and Research: no copyright protection under 102(b)

(a) only an authors choice of words to describe or explain the facts can qualify as original authorship and be protected 

(9) The fact that you added a lot of your own creative expression will not get you out of liability for copyright infringement, even if what you do is predominately your own work.

(a) I.E. copyrighted chair in 2 minutes of scenes from 12 monkeys. Court says movie is infringing and can be enjoined. It was enjoined.

(b) Then you had to look to defenses (i.e. fair use).

(c) So even if you take a fairly small piece you can get in trouble for copyright.  You can’t get out of infringement by adding more of your own work to a copyrighted work.

b) Useful Article Doctrine

(1) pictorial, graphic and sculptural works. 

(a) a minimum amount of creativity is required to merit protection

(b) common geometric shapes are not protectible, whereas realistic photographs, drawings etc. generally will be

(c) primary problem is determining the protection to be afforded to the design elements incorporated into useful articles

(d) Useful article – hard cases are where elements of creativity are bound up with other htings – belt buckle where art is bound up in buckle

(i) can we conceptually separate design elements from functional elements?

(ii) this is a hard question – we look for proxies – do ppl buy this as art or as useful function

(e) useful article: an article having an intrinsic utilitarian function (fx) that is not merely to portray the appearance of the article or to convey information

(i) Toy airplane was not useful article b/c its fx was to portray the appearance of a real airplane (real airplane is useful)

(ii) Clothing is useful – so designers must satisfy the separability standard in order to obtain copyright protection

(f) separability issue: to be protected the design of a useful article must contain some element that physically or conceptually can be identified as separable from the utilitarian aspects of the article

(i) only elements that can be identified as seperable are copyrightable and protection would only extned to that element, not the whole thing.

(ii) If I design something useful, I can get copyright protection in the way in which I desinged it, but only if you can separate the artistic elements from the functional elements (either conceptually or physical)

(iii) conceptual seperarability: can you conceive of this thing apart from its current use 

(iv) problems arise w/conceptual separability
1. Carol Barnhart Court:  held that the question of conceptual separability should be determined by the purpose underlying the design features at issue

2. if adoption of the design features was influenced by utilitarian considerations, then the features are inextricably intertwined w/the utilitarian fx of the article and are not conceptually separable

3. this test has been criticized b/c penalizes designers who successfully merge form and fx

(g) Denicola Test: if design elements reflect a merger of aesthetic and functional considerations, the artistic aspects of a work cannot be sad to be conceptually separable from the utilitarian elements.  Conversely where design elements can be identified as reflecting the designers’ artistic judgment exercised independently of functional influences, conceptual separability exists. 

(i) Brandir asserts this is the best test:
(ii) consistent w/holding of previous cases

(iii) test’s emphasis on the influence of utilitarian concerns in design process will help to alleviate the de facto discrimination

(iv) wont be too difficult to administer in practice

Carol Barnhart v. Economy Cover Corp: useful articles at issue were the torsos on displays for clothing

*held: design of the display was not conceptually separable from their utilitarian fx b/c the features were dictated by the need to show clothes off to the best advantage 

*not the result of purely aesthetic choices

Brandir International v. Cascade Pacific Lumber: useful article at issue was a bike rack – artist realized that her metal sculpture could be used as a bike rack.  Artist changed the design so would be better suited to be used as such.

Held: not protected b/c the functional concerns of the rack influenced the racks design

*the artist changed the appearance to better suit the utilitarian need

*design elements did not reflect the artistic judgment of the artist

* A copyrightable work of art does not lose its protected statuts just b/c it is later put to a functional use.

(h) Intended to compirse not only works of art in traditional sense, but also works of applied art which encompass all original pictorial (etc) that are intented to be or have been embodied in useful articles 

(i) Physical and or conceptual separability

(i) DC Circuit took the narrow view that the artistic elements of a useful article (an outdoor lamp) must be physically seperable from its overall design to be protectable. Court did not apply any conceptual seperability test.

(ii) Some courts have followed the DC view, but most reject it. In the 2nd circuit (in Brandir) physical or concpetual seperability is sufficient to establish cpyrtability.

(iii) Clothing designs = not copyrightable. Cut of clothes not copyrightable. Pattern design for fabric is copyrightable.   

(iv) Hull design protection – new law – gives designers of boat hulls 10 years of protection. Excludes from protection designs dictated solely by a utilitarian function of the article that embodies it. For protection, designer must register work w/in 2 years of making design public. Act affords owner exclusive right to make, sell, import, or distribute for sale or any commercial use a hull embodying the design (ala patent alw). But does not impose liability for independantly created designs. 

c) Government Works

(1) section 105 protection is not available for any work of the US gov’t but US gov’t is not precluded from receiving and holding cpyrts transferred to it by assignment, bequest, etc. 

(a) work of the us gov’t is work prepared by officer or employee of US gov’t as part of person’s official duties. Should be construed in same manner as defintition of work made for hire. 

(b) where gov’t commissions work by independent contractor for own use merely as alternative to having one of its own employees prepare it, the right to secure private cpyrt is withheld. 

(2) Act does not expressly limit protectabiliy of works created by state gov’t officers or employees in their official capacities. But courts have held that certain types of gov’t works created by state officials such as statutes, codes, and judifical opinions are inherently part of public domain.  

4) Domain and Scope of CPYRT protection – USC 102: subject matter of cpyrt

a) Categories of Protectible Works of Authorship – Section 102(a) provides that works of authorship for purposes of protection include the following cases

(1) * this list is not intended to be absolute – leaves some flexibility to the courts

(2) * if something new does not fit within any of the listed categories, it may still be protected if the court determines from the copyright acts legislative history that congress would have intended to include it

(3) These works include: 

b) Literary Works 

(1) works other than audiovisual works expressed in words, numbers or other verbal or numerical symbols regardless of nature of the material objects such as books, periodicals, etc.. 

(a) There is no criteria of literary merit or quantitative value (so catalogs, directories, and compilations of data are included). 

(b) Also covers computer data bases and computer programs to the extent that they incorporate authorship in the programmer’s expression of original ideas as distinguished from the ideas themselves. 

(2) The domain here is quite broad and originality theshold for protection is low. 

(3) Scope of protection extends not only to literal text bit to nonliteral elements such as structure, sequence and organization. Second comer may not circumvent protection by paraphrasing the original.  

(4) Courts have had a hard time determining scope of protection for elements such as fictional characters. scope of ptoection is limted to expressive content and does not extend to underlying ideas.  

(i) The less developed the characters, the less they can be copyrighted. that is the penalty an author must bear for marking them to indistinctly – need to have developed characters for them to be protected.  

(ii) Characters are copyrightable if they are described in sufficient detail. If you work out there atributes in a movie, novel, etc. But if all you have is a charactature and you take the concept of the character then not likely to be a cpyrt violation.

c) Pictorial, graphic or sculpture works
(1) including 2-D elements and 3D works of fine, graphic and applied art, photos, maps, models, technical drawings, etc. Including architectural plans. Courts don’t judge artistic merit in deciding whether it gets protection other than to ensure it is original. 

(2) Utilitarian function exception – such works are not protected to the extent that they have a utilitarian rather than artistic function. Useful article doctrine. 

(3) Scope depends on degree to which author has delineated subject of the work. In some cases (photos, maps, drawings) limited range of expressive choices necessarily limits the scope of protection afforded by cpyrt law.  

d) Architectural works 

(1) Under 1976 act these went in category C. Protection afforded structures was limited by useful article doctrine and idea / expression dichomotoms. So structures, as opposed to the drawings had little protection. 

(2) 1990 created prodction for design of a building as embodied in tangible medium of expression, including  building, plans or drawings. Work includes overall form and elements in design but does not include individual standard features. Effective date dec 1 1990 – works produced before then governed by standard for pictorial works. 

(3) if you have copyrighted blueprint then it is an infringement to build a house that is a copy of the copyrighted work. prohibits unauthorized copying of the arch. Work, regardless of whether the work is copied from building plans or the building itself

(4) Not tested by useful article doctrine (not subject to physical / conceptual seperability test) but are subject to but are subject to idea / expression dichotomy and rules of functionality. 

(i) 2 step analysis envisioned to see if protection warranted

1. 1st architectural work should be examined to see if there are original design elements present including shape and interior architecture. 

2. If they are present, a 2nd step is reached to examine whether the design elements are functionally required. If they are not functionally required, the work is protectable w/out regard to physical or conceptual seperability.  

(ii) Act subject to 2 limitations

1. Pictorial representations permitted – cpyrt does not include right to prevent taking, display or distribution of pictures, paintings or photos of the work if building in which work is embodied is located in or ordinarily visible from a public place. 

2. Alterations to and destruction of buildings – not w/standing provisions of 106(2) owners of  building embodying architectural work may w/out consent of author or cpyrt owner of architectural work make/authorize the making of alterations to building and destroy/authorise the destruction of building. 

e) Dramatic (plus accompanying music), Pantomime and choreographic works

(1) Protection extends to written or otherwise fixed insturctions for performing a work of art. 

(a) Dramatic work protrays a story by means of dialogue or acting. Gives direction for performance or actually represents all or a substantial portion of the action as actually occuring rather than merely being narrated or described. 

(2) Distinguishing btwn literary, musical and dramatic works can be important in practice. 

(a) Although the three types of works are often captured in the same work (i.e. written text) performance and display rights may vary depending on whether the work is dramatic or non-dramatic. 

(3) Pantomime and choreograpic works were first brought w/in cpyrt law by the 1976 act. Cpyrt in such works inheres either in notation (system of symbols for representing movements that can be related to a musical score) or film recording. 

(a) Impromptu, unrecorded dancing is not a protectable work b/c it is not fixed in a tangible medium of expression.

(4) Many rules governing dramatic, pantomime and choreographic works parallel law w/ regard to literary works. I.E. copyrt protection for choreographic works doesn’t extend to simple dance steps in social dance settings; protection for pantomimes does not extend to conventional gestures. All 3 forms of work entitled to protection not only against literal copying, but also against copying of their expressive elements, character, action and dialogue. 

f) Musical works (including any accompanying words) and sound recordings

(1) Musical works written on paper or recorded (fixed!) are protected. Work must be original in melody, harmony or rhythm individually or in combination. 

(a) subject to compulsory licenses: other artists can record their own version of the copyrighted composition once it has been released to the public, long as they pay the statutory fee (cover song)

(2) Since 1972 sound recordings have been protectable independently of the musical, dramatic, or literary works which are recorded. 

(a) sheet music and lyrics to song are protecteble as musical composition, in much same way play or short story is protected. 

(b) Actual recording of song is protectable as separate work

(c) Sound recordings: works that result from the fixation of series of musical, spoken, or other sounds, but not including the sounds accompanying a motion picture or other audiovisual work, regardless of the nature of the material objects, such as disks, tapes, or other phonorecords in which they are embodied

(3) The two distinct but related works might have different owners or one might own both. Each of these copyrighted works comes w/ its own set of legal entitlements. 

(a) No compulsory license for the first sound recording. That is, it is illegal for you or anyone else to sell unauthorized copies of the original version. 

(4) there is no federal copyright protection for pre-1972 domestic sound recordings

(a) only sound recordings fixed after 1972 are protected by fed. Copyright

(b) sound recordings fixed prior to 1972 can be protected by state c/l statutes to the extent that they exist

(c) Cpyrt act does not afford a general public performance right to owners of sound recordings, although it does exist for owners of cpyrt in the underlying work (the composition)

(5) Protection for sound recordings also has the effect of extening cpyrt protection to impromptu performances if they happen to be recorded and are thus fixed in tangible medium of expression (audiovisual recording has same effect). 

(6) sound recording copyright is separate from any copyright that is the subject of the work (composition)

1. if X writes a musical composition – it is protected by copyright

2. if Y performs the composition – that particular performance is protected by copyright

3. they do not interfere w/one another

4. B/C sound recording cpyrt does not extend to music itself, owners of sound recording cpyrts can’t prevent “nonliteral infringement” (another group recording the same song).

5. if you want to get clearance to use a work you need to get permission from both person who has copyright in composition and person w/ copyright of sound recording

6. If you want to MAKE your own NEW sound recording you only need permission from the owner of the copyright in the composition.

7. Once a song has been recorded, anyone else is free to re-record the same song so long as they pay the statutory license fee (compulsory in the statute). You pay this to the copyright holder in the composition only.

8. Cover license applies only to phonorecords that have been made and distributed to the public

g) Motion pictures and other audiovisual works 

(1) Audiovisual work = works that consist of series of related images which are intrinsically intended to be shown by the use of machines or devices (projectors etc) together w/ accompanying sounds, if any, regardless of the nature of the material objects (films, tapes, etc) in which work is embodied. 

(2) Motion pictures are a subset of AV works consisting of a series of related images which when shown in succession impart an impression of motion together w/ accompanying sound. 

(a) Sound tracks are an intergral part of motion pictures they accompany for cpyrt purpoes as opposed to separate musical works. 

h) Derivative works and compilations

(1) Section 103 provides protection for derivative works and compilations. 

(a) cprt in such a work extends only to material contributed by author of such work, as distinguished from  preexisting material employed in work.

(2) derivative work is a work based on one or more preexisting works (translation, movie, or any other form which a work may be recast, transformed, or adapted). 

(a) A work consisting of editorial revisions, annotations, elaborations, or other modifications which as a whole represent an original work of authorship is a derivative work. 

(b) originality: in order to be copyrightable, a derivative work must contain some substantial, not merely trivial, originality
(i) there must be a substantial variation from which the derivative work is based

(c) problem 4-24: book (cpyrted) gets translated and that translation falls into public domain. Ppl copy the translation but can you sue based on your cpyrt in your original work?

1. One case says it’s a derivative work so you can sue, but once underlying work expires can use that too

2. Goldstein says this should not be the rule. Lemley says can argue either way.

(3) Compilation is a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship. Compilation includes collective works. 

(a) Protection limited to the compilation author’s original expression
(i) author does not obtain any rights in the preexisting works that she uses in the compilation merely b/c she has selected and coordinate them

(ii) selection, coordination and arrangement: primary element that is protected n the compiled material

a. b/c this may involve intellectual judgment and constitute a form of expression

b. if the act of compiling was merely rote or clerical in nature then the originality standard will not be satisfied

(iii) the compilation author must get the copyright owner’s permission to use his/her copyrighted material in the compilation

(iv) collective works: a work, such as a periodical, anthology, or encyclopedia in which a number of contributions constituting separate and independent works in themselves are assembled into a collective whole - collection of separately copyrightable works of authorship

(v) other compilations: compile material such as facts that are unlikely to be separately copyrightable

1. such things as directories, catalogs, or automated data basis

2. ie. Greeting Cards: coyrightable expression consists of  p’s selection, coordination and arrangement of the particular text, art, and typeface.  D’s copying is an infringement even though copying one of the individual elements would not be

(vi) Level of originality required for a compilation to be cpyrtable has been a contentuious area of law. As we saw in Feist, there must be some minimal degree of creativity to merit cpyrt protection. 

(4) Roth Greeting Cards v United Card Company – 9th Circuit 1970) 

(a) suit involves united’s production of cards that bear a striking resemblance to their own. 

(b) Important: court considers work in its entirety, not just one element: Court notes that text was not cpyrtble, but that proper analysis of problem requires that all elements of each card, including text, arrangement of text, art work, and association btwn art and text be considered as a whole. Court says considered in this light, cards are original and copyrtable. Considered as a whole, the cards represents a tangible expression of an idea that was totally created by roth (and thus is protectable). 

(5) Is roth still good law after feist? Feist says cpyrt in compilations of facts or other uncoprtable elements is thin. Protection can only extend to selection or arrangement of such uncopyrtable material and then only to the extent such seleciton or arrangement was sufficiently creative to be original. 

(6) 201(c): when cpyrted work is contributed to collective work cpyrt in collective work (held by its publisher) is separate from cpyrt in component works (held in first instance by author). Unless parties agree otherwise, owner of cpyrt in collective work presumed to have acquired only privilege of reproducing and distributing contribution as part of that particular collective work, any revision of collective work or later collective work in same series.

5) Ownership and duration

a) Initial Ownership of Copyright: the author of a work is the initial owner of the copyright in it.  

(1) The individual acquires copyright upon creation

(2) Individual may exploit the work herself or transfer some or all the rights conferred by the copyright to others

(3) Cpyrt includes numerous distinct rights. Once it is acquired, the entire buncle of rights may be assigned to others by contract. Owner may divide and transfer particular rights

(4) Termination of transfers: either original or joint author – if they assign or transfer it, within 35 years they can get it back for free. Assuming they want it back and they ask for it.

(a) you cannot under any circumstances contract around this provision

(b) DO NOT apply in works for hire situations

(5) that cpyrts have a limited duration. In the US they enter public domain after a statutorily determined limited time.

(a) Term for individual is life plus 70 years.

(b) Works made in or before 1922 are in the public domain

(c) For joint author its life of longest living author plus 70 years

(d) Works made for hire: these are protected for 95 years from date published or 120 years from date written if it never gets published.

(6) Works for hire

(a) employer or commissioning party who paid for the work and took the economic risk of it is deemed the author and initial owner for copyright purposes
(i) work prepared by employee w/in scope of her employment: employee in this context is interpreted according to common law agency principles
1. court must examine the hiring party’s right to control the manner and means by which the work is accomplished – is it more like an independent contractor
2. courts have set out various factors used to examine such a relationship (see Reid for examples)
3. exception: professors and like employees are protected form having to assign the rights in their works to the university they teach at 

(ii) specially commissioned works: works created by independent contractors rather than employees can be deemed works for hire only if 2 conditions are satisfied:

1. work must fit into one of nine categories enumerated in section 101 1976 act:

a. contribution to a collective work

b. part of a motion picture or other audiovisual work

c. translation

d. supplementary work (ie. Forward/appendix)

e. compilation

f. instructional text

g. test

h. answer material for a test OR

i. atlas
2. parties must expressly agree in a written, signed instrument that the work will be considered a work made for hire

3. IF employed to invent: employer gets invention

a. not employed to invent, you can get it but owner gets shoprite based on value of what you used

b. if use own resources (not employers) you get it free and clear

c. all depends on there being no contract

(b) Community for Creative Non Violence v Reid – US SC 1989 

(i) a nonprofit wanted a sculptor to make 3 statues for xmas.  Reid agreed to sculpt the figures.  Is this a work for hire? found that reid was not an employee but was an independent contractor – worked in own studio, retained for less than 2 months etc.thus b/c is not an employee must meet the two conditions above to qualify – which they do not

(ii)  Factors to decide if indep. contractor: skill required, source of instrumentalities and tools, location of work, duration of relationship btwn parties, whether hiring party has right to assign additional projects to hired party, extend of hired party’s discretion over when / how long to work; method of payment; hired party’s role in hiring / paying assistants; whether work is part of regular business of hiring party; whether the hiring party is in business; provision of employee benefits; and tax treatment of hired party. No one factor is determinative.   

(c) Playboy case (ND Ill – 1993) held work for hire status can’t be achieved by contract after work has been created, although subsequent writings can be evidence of work for hire relationship. Thus there is no way to substitbute a work for hire contract for an assignment.

b) Joint Works - authors are co-owners of a single copyright in the work. Each enjoy undivided ownership in the work and may exercise independently the exclusive rights in section 106 (subject to an accounting of profits to the other).
(1) section 101 1976 act: a joint work is a work prepared by two or more authors w/the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole
(a) emphasis on intent: emphasis is on intent of the parties at the time each made her contribution to the work

(b) Courts require either contemporaneous collaboration OR evidence that each author knows at the time the work was created that his / her contribution would at a later time be part to a unitary whole
(c) author must contribute copyrightable expression – not just facts or ideas
(d) quantity and quality does not have to be equal – but it has to be enough that a court can readily find that the parties intended to be joint owners
(2) authors of a joint work are tenants in common:  each owns an equal undivided interest in the work

(3) Where more than 1 artist contributes to given work but intent to collaborate arises after creation of initial work resulting collaboration is derivative work of initial contribution, rather than single work of joint authorship. 

c) Collective works

(1) in the absence of an express assignment of copyright, the author of each individual piece retains copyright in that work.  The compiler owns copyright in the expression she contributes by selecting and arranging the material etc

(2) presumed privileges: section 201 1976 act: in absence of a writing stating the contrary, it is presumed that the author of the collective work has the following privileges w/regard to the individual works she has collected:

(a) reproduce and distribute the individual contributions as part of that particular work

(b) reproduce the individual contributions as part of later revisions of the same collection

(c) reproduce the individual contributions in later work of the same series

(3) collective work is work such as periodical, issue, anthology, or encyclopedia, in which a number of contributions constituting separate and independent works in themselves are assembled into a collective whole.  

6) RIGHTS AFFORDED BY COPYRIGHT LAW
a) 17 USC 106 – Rights in cpyrighted works 

(1) To make copies

(2) To prepare derivative works based upon the copyrighted work

(3) To distribute copies or phonorecords of the copyrighted work to the public

(4) To perform (literary, musical, movies, etc)

(5) To display (literary, music, drama, pictures, etc)

(6) perform the copyrighted work publicly by means of a digital audio transmission (for sound recordings)

b) Exclusive Right to Reproduce (make copies) 

(1) generally:
(a) can prevent others from reproducing work w/o her permission

(b) right extends only to the making of material copies or phonorecords

(i) merely reading a work out loud, or dancing it etc., does not constitute reproduction

(ii) there must be a material copy produced

(iii) right not limited to exact reproduction (ie. Copying to a disk etc.) but is a broad grant to 

(c) right not limited to exact reproduction (ie. Copying to a disk etc.) but is a broad grant to prevent others from making exact or substantially similar reproductions by any means now known or later developed, and from which the work can be perceived, reproduced, or otherwise communicated, either directly or with the aid of machine or device

(d) If you come up with the same thing unknowingly, if you independently create something w/out reliance on copyright owner’s work you are off the hook. It is only the act of copying that is infringement.

(2) rule: two part test:copying + improper appropriation – both elements needed to establish infringment (a) copying and (b) improper (or unlawful) appropriation (whether D took from P’s work so much of what is pleasing to the ears of lay listerners that D wrongfully appropriated somehting that belongs to P. Court notes a third element necessary for infringement – ownership of valid copyright

(a) d must copy the copyrighted work: this can be demonstrated in 3 ways

(i) direct evidence  - eyewitness

(ii) circumstantial evidence that d had access to the work and that d’s work was substantially similar to p’s

1. access: if p’s work was available to the public or if it was specifically available to d

2. similarities: if d’s work is similar and there is no apparent explanation for this, then this along w/access will typically be enough circ. Evidence for the burden to shift to defendant to prove independent creation or that both parties copied from a common source, etc.

a. all similarities b/t the works can be assessed regardless of whether the aspects are copyrighted or not

b. Sliding scale based on similarity and how much access you need. If you can show there was NO access, can prove that even though it was so similar it was a completely independent invention. This is likely to be a defense.

c. If there is evidence of access and similarities exist, then trier of the facts must determine whether the similarities are sufficient to prove copying.

OR 

(iii) circumstantial evidence that d’s work is strikingly similar to p’s work

1. occasionally the similarities are so striking that this alone can give rise to an inference of copying even w/o specific evidence of access (in 2nd circuit)

2. but 7th circuit required P to present sufficient evidence of reasonable possibility of access b/c jury cannot draw inference of access based on speculation and conjecture alone.

a. 7th later tried to harmonize the 2 tests: Access (and copying) may be inferred when 2 works so similar and not to anything in public domain that it is likely that creator of 2nd work copied first but inference can be rebutted by disproving access or otherwise showing independent creation.

**it does not matter whether d intended to copy p’s work or whether it was accidental – still infringement. You heard song and had it in your mind when you later write song even if  think its yours, if work is substantially similar that could not have developed on your own and had access to work then you may be infringing.

(b) d’s copying amounted to an improper appropriation (sufficiently substantial to constitute improper appropriation) 

1. copying uncopyrightable elements of a work does not constitute infringement 
(ii) in order to find infringement – must demonstrate that

1. copying of more than a deminimus amount of the work (substantial appropriation). determining whether D has copied sufficient expression to violate P’s copyright interests

2. Is a protectible expression taken and is a deminimiss amount used? 

3. Courts often use substantial similarity to talk about this – here that means was substantial amount taken

4. Was enough material taken to constitute an improper copying

5. if you take only a de minimis amount of protectable expression you are ok,

a. but is REALLY small amount. A few seconds in a song sample MIGHT be ok, but even that is questionable under the law. Any more than that and you are an infringer

6. Just because its recognizable, if it’s a substantially small piece its ok.

a. Test recognition as well – if take qualitative heart of work, most expressive part, can be grounds for liability even if what you took quantity wise was quite small.

7. question is whether second person appropriated sufficient material to violate copyright

a. infringement occurs by reproducing it in whole or in any substantial part and by duplicating it exactly or by imitation or simulation

b. need not prove that all or nearly all of work has been appropriated to establish infringement. Amount necessary depends on nature of work

c. Wide departures or variations from the copyrighted works would still be an infringement as long as author’s expression rather than merely the author’s ideas are taken

8. Courts have thus held that even a small amount of the original, if it is qualitatively significant may be sufficient to be an infringement.

9. don’t use expert testimony for this

10. d took copyrightable expression:
Who Decides if it is copying? 9th / 2nd circuits – lay people on the jury. 

11. 2nd circuit: substantial similarity is whether ordinary observer, unless he set out to detect  disparities btwn 2 works would be disposed to overlook them & regard their aesthetic appeal as the same

12. A number of cases have narrowed the ordinary observer perspective by focusing on the impressions of the target audience for the work in question. 

13. that the intended audience for her work:
a. in many cases the average member of the intended audience is the average lay observer 
b. but sometimes it is more narrow – like for a child etc

14. would perceive substantial similarities b/t the works:
a. expression that is dictated by the underlying idea merges w/the idea and is not protectible

b. court must consider whether the asserted similarities in expression were necessitated by the fact that d was expressing the same idea as p

i. if so, then the similarities should be ignored

(3) Term substantial similarity used in discussing both parts of test. Can be confusing.. Substantial similarity has different meaning depending on if being used as aid in determining proof of copying or whether the appropriation of protectable material was improper on the other.

(4) Right to copy not limited to exact copies. Prevents others from making exact or substantially similar copies by any means now known or later developed and from which work can be perceived, reproduced, or communicated either directly or with aid of a machine.  

(5) Arnstein v Porter – 2nd circuit 1946 

(a) Rule: copyright infringement has 2 elements: (a) D copied P’s copyrighted work and (b) copying (if proven) constitutes improper appropriation. If no similarities, no amount of evidence of access can prove copying. If evidence of access and similarities exist, trier of facts must determine whether similarities are sufficent to prove copying. If evidence of access is absent, similarities must be so striking as to preclude the possibility that P and D independantly arrived at same result. 

1. If copying established, only then does second issue arise, that of illicit coyping (unlawful appropriation). Test is response of the ordinary lay hearer; accordingly on that issue diessection and expert testimony are irrelevant. 

2. In some cases similarities btwn P and D’s work are so extensive and striking as w/out more both to justify an inference of copying and to prove improper appropriation. But such double purpose evidence is not required, that is if copying is otherwise shown proof of improper appropriation need not consist of similarities which, standing alone, would support an inference of copying. 

(6) Nichols v Universal Pictures – 2nd circuit 1930 

(a) Court notes that it is essential to any proteciton of literary property that right cannot be limited literally to text, else plagarist could escape by immaterial variations. 

(b) Court notes that two plays may correspond in plot closely enough for infringement. The same is true for chatacters.The less developed the characters, the less they can be copyrighted; that is the penalty an author pays for marking them too indistinctly.

(7)  Steinberg v Columbia Pictures – SDNY 1987  
(a) Rule: Definition of substantial similarity is whether average lay observer would recognize the alleged copy as having been apropriated from the copyrighted work. 

(i) copying need not be of every detail so long as the copy is substantially similar to the copyrighted work. 

(ii) In determining if there is substantial similarity btwn two works, it is crucial to distinguish btwn idea and an expression. Only expression of idea is protectable while idea is not.

(iii) Rejects test of: substantial similarity only where ordinary observer, unless he set out to detect disparities would be disposed to overlook them and regard their aesthetic appeal as the same

(iv) Substantial similarity does not require identity and duplication or near identity not necessary to establish infringement. A copyright infringement can occur by reason of a substantial similarity that involves only a small part of each work

(v) Since a high degree of similarity is needed to dispense w/ proof of access, it follows that where proof of access if offered the required degree of similarity is less than it would be in the absence of such proof.

(8) existence of differences is irrelevant
(a) the fact that d’s work contains expression that p’s does not or varies from p’s, does not in itself, prove that d is not liable for infringement

(b) inquiry is whether there are substantial similarities in copyrightable expression  

(9) literal vs. nonliteral similarity
(a) in the case of literary, dramatic, and audio-visual works there are two types of similarity that may lead to a finding of infringement

(i) literal similarity: d has duplicated or closely paraphrased p’s literal expression

a. literal similarity: d has duplicated or closely paraphrased p’s literal expression

b. evaluate from both a qualitative and quantitative standpoint to determine whether enough was taken to constitute substantial similarity

c. question is whether so much was taken that the value of p’s work is materially diminished – could be low in number but high in quality or vice versa 

(ii) nonliteral similarity: when d does not engage in verbatim, or literal copying of p’s language but rather copies the fundamental essence or structure of p’s work

a. main problem here is determining how much of the copied material is protectible expression and how much is unprotectible idea

b. abstractions test: Judge Learned Hand’s test for determining when protected expression has been copied in cases involving nonliteral infringement

i. when overlapping levels of abstraction are at the level of expression rather than idea then there is infringement 

(10) fragmented literal similarity: cases where D copies distinct literal elements of P’s work and incorporated them into a larger work of his own. 

(a) Question here - whether similarity relates to matter which constitutes a substantial portion of P’s work – not whether such material constitutes a substantial portion of D’s work

(b) even if similar material is quantitatively small, if it is qualitatively important trier of fact may properly find substantial similarity

(c) In such circumstances D may not claim immunity on ground infringement is such a little one. If however, similarity is only as to non-essential matters, then a finding of no substantial similarity should result.  

(11) Limitations on exclusive right to copy

(a) W/ certain exceptions right to prevent copying is absolute. Any individual act of copying protectable expression for any reason violates the copyright

(i) Exceptions:  

1. libraries and archive: section 108 1976 Act:

a. provides a limited safe harbor for public libraries, public archives, and their employees who reproduce and distribute copyrighted works for non-commercial reasons

b. permits public libraries and archives to reproduce certain kinds of works at the request of library or archive users if certain conditions are met

i. if copy cant be obtained at a fair price

ii. reproduced copy must become the property of the user

iii. must have no notice that the users purpose is other than private study or research

iv. copyright warning must be displayed

v. only one copy of a work may be made at a time

2. Broadcasting

a. Sections 112 and 118(d) permit broadcasters to make ephemeral or ancillary copies of certain performances and displays during the course of broadcasting. I.E. broadcasters are permitted to make a copy during the court of retransmitting a program 

3.  audiotaping: Audio Home Recording Act 1992

a. permits noncommerical or home audiotaping of copyrighted sound recordings and the works that the recordings embody.

b. Prohibits contributory infringement claims against manufacturers, importers, and distributors of the equipment used to make such tapes, but requires manufacturers etc., to pay royalties to designated participants in the music and sound recording buisiness

4. nondramatic musical works: section 115 1976 Act: person that wants to record a copyrighted nondramatic musical work (not an opera or motion picture tracks etc.) and publicly distribute the recording may do so if:

a. copyright owner has already made or authorized a recording of the work which has been distributed to the US public

b. prospective licensee’s primary purpose is to distribute records of her recording to the public for private rather than commercial use

c. prospective licensee serves notice of her intention to take a compulsory license on the copyright owner and distribute the recording

i. a compulsory license does not convey any right to publicly perform the musical work

d. the prospective licensee pays royalties to the copyright owner 

5. computer programs: Section 117 1976 Act: two exceptions

a. lawful owner of a copy of a copyrighted program will not be liable for infringement if she reproduces the program as an essential step in using it in a computer

b. permits the lawful owner of a copy of a copyrighted program to reproduce it for archival purposes

6. sound recordings: section 114 1976 Act

a. limits the scope of  sound recording copyright owners exclusive right to reproduce her work

b. only protects the copyright owner against the making of copies that directly or indirectly recapture the actual sounds fixed in the copyrighted recording

i. thus, an independently recorded imitation, no matter how similar, is not an infringement of the sound recording (it is probably an infringement of the work though) 

7. See Previous Sections For: architectural works: section 120 1976 Act: (photos, etc) and pictorial, graphic and sculptural works: Section 113 1976 Act: (prohibition on useful articles) 

c) Exclusive Right to Prepare Derivative Works
(1) Copyright holder gets exclusive right to control marking of derivative works based on original copyrighted work.

(2) only the original author or a licensee is entitled to a cpyrt in the derivative work.

(3) derivative work: section 101 1976 act: a work based upon one or more preexisting works, such as a translation, musical arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, or any other form in which a work may be recast, transformed or adapted

(a) transformation of the underlying work need not be extensive.

(b) A work consisting of editorial revisions, annotations, elaborations or other modifications which as a whole represent an original work of authorship is a derivative work. 

(c) Some courts say to be derivative work must add some new copyrightable expression

(d) these make it clear that cpyrt control can extend through chain of different works (book, movie based on book, stuffed animals based on movie characters)

(4)  When new independent expression added right to produce copies leaves off and right to prepare derivative works begins.  

(a) essentially changing cpyrted expression into new form: 

(b) can be comic strips and translations that seemingly serve different markets than original. 

(5) When owner of derivative work is same as original. 

(a) Having once produced the expression in underlying work, cpyrt owner gains no more right whem same expression appears again. 

(b) But he will obtain new rights in the derivative work’s original expressive content. 

(c) The rules are no different when derivative work is produced under license from owner of underlying work.   

(6) Create one w/ authorization can be protected w/ a new copyright

(a) I.E. you create a derivative work of your own work (write a sequel to the book, make movie out of book)

(b) So now you have two separate copyrights

(c) New copyright extends only to the new things you added, it does not extend to the things you borrowed from the original you don’t get ownership to the original stuff as well

(7) infringement: typically if create an unauthorized derivative work, then are infringing other rights of copyright owner as well.  Only time that will only infringe this right w/o infringing others is when d adapts the existing authorized copy of the work w/o reproducing or performing it. 

(a) section 103(a) 1976 act: an infringer is not entitled to a copyright in any portion of the derivative work in which infringing material appears (in which material used unlawfully)

(i) only the original author is entitled to a copyright in the derivative work

(ii) no doctrine of blocking copyrights (unlike blocking patents)

1. create derivative work w/ out authorization, you do so as an infringer &  are not entitled to copyright protection for the creative expression you added. What happens to it?

a. Alterations to existing work can infringe derivative works right. Don’t have to create new work.

2. It falls into the public domain and any one can use it, but they can only do so if they have permission from original owner – I.E. would not infringe

a. Person most likely to benefit is original copyright owner (can use it freely since would not infringe own copyright!).

b. write unauthorized sequel to movie, original writer can use sequel w/out permission b/c you were infringing and ave no copyright protection .

3. You don’t lose all copyright, b/c you can segregate out particular parts (ASK ABOUT THIS)
a. Depends on whether copyright material can be excised, as long as infringement does not permeate whole work

b. If you can clearly separate the infringing part from the part that is ok, then you won’t be infringing

4. unlike copies don’t have to be fixed Just has to be a work, one that is not fixed SO copies that aren’t fixed may infringe here

(b) Midway v Artic International – 7th circuit 1983. 

(i) D sells printed circuit boards that speed up a video game. Court says speeding up play of video game creates derivative work based on game, but notes that speeded up record probably isn’t. Whats difference? Big demand for faster video games, but not for faster records. Faster game is fifferent product:  more fun to play, requires creative effort to produce 

(c) Hypo: Buy text book, underline stuff, make notes in margins. Add your ideas / thoughts to the work. Infringing derivative work? Under the literal interpretation you are probably in trouble. What would the damages be? Maybe make an argument about reputational harm if it is a well known painting

(d) Litchfield v Spielberg – 9th circuit 1984

(i) ET case: can’t get around infringement tests by saying even though it contains no elements of my work it infringes b/c it seems based on it. Scripts not even that similar.

(e) Mirage editions: d took the prints out of a book and mounted them on tiles and then offers them for sale.  D has not reproduced the coyrighted work, but she has adapted it w/o authorization

(i) held: cutting out pics from books and putting them on tiles created a derivative work and selling it violates distrubition right (this is in the ninth circuit)

(ii) creative experssion in the cutting up?

(iii) “Under 1st sale doctrine appellant can purchase copy of book and alienate its ownership in book. But right to transfer applies only to that copy of book appellant purchased and nothing else. Mere sale of book to appellant w/out a specific transfer by copyright holder of its right to prepare derivative works does not transfer right to appellant. The derivative works right, remains unimpaired and w/ the copyright proprietors.

(iv) In other circuits a derivative work must have creative expression in the change you make (mirage does not require this). 

(v) Mirage holding has been rejected in other courts who say does not create derivatie work. held tile mounting, like framing picture is merely means of displaying original work. reads definition of derivative work in 101 to require contribution of copyrightable new material to pre-existing work. Since framing or mounting aren’t activities that add original, copyrightable material, resulting work is not a derivative work according to this court
(f) Sound Recordings: Section 114 1976 Act: right to adapt a sound recording, like the right to reproduce it, is only infringed when the defendant actually mechanically recaptures, or lifts the sounds from the copyrighted recording and then alters them
(i) it is not infringement to make a separate sound recording imitating the sounds no matter how alike they are
d) Exclusive Right to Distribute to the Public
(1) 106(3) grants cpyrt owners right to distrbute, through sale or other means either original or copies of cpyrted work. 
(2) sometimes called the exclusive right of publication. right of distribution is different than the right to reproduce
(3) violation of this right: d must actually transfer a material copy or phonorecord to a member of the public w/o authorization
(a) an offer to transfer will not suffice
(b) Can contract around this
(c) Copying and selling owner’s work w/out authorization violates both right to copy and right to distribute. Both copier who never does anything w/his copies & unknowing distributor of unauthorized copies infringe.
(4) lets you sue the person distributing the copies (i.e a store) rather than trying to track down the original infringer

(5) no intent requirement in copyright, it is a strict liability offense. So if you unintentionally distribute a copyrighted work, you are liable

(6) First sale doctrine: provides that cpyrt holder cannot resist what a purchaser of a particular lawful copy dies with that copy. Purachser may not copy it, but can resell it w/out restriction or liability. 

(a) once copyright owner transfers, or authorizes another to transfer, title to a copy or phonorecord of work to a third party, third party is entitled to sell or otherwise dispose of it w/o obtaining owner’s consent

(i) Exception: 109(b). prevents rental of records or computer programs for profit  

(b) policy: once the owner has had the opportunity to profit from the initial sale of the copy, the goal of protecting the copyright owners gives way to policies disfavoring limitations on the alienation of property

(c) copyright owner has the right to control the initial  sale or distribution of the copy

(d) once the title to that physical embodiment of the work changes hands, copyright law gives the copyright owner no right to control the transferee’s subsequent resale or other transfer of title

(e) if you alter it you are selling a derivative work, not what you first bought and thus are infringing.

(i) So selling book back if you made changes may be infringing, especially in the 9th. If you make copyrightable additions you will be infringing in any circuit.

(f) doctrine only applies sto lawful copies and phonorecords

(i) person who acquires a pirated copy will infringe the wok by reselling or distributing it to the public regardless of whether she knows that the copy was pirated 

(7) Can’t depend on grounds of first sale if you got illegal copy to being with. Only if you had original to begin with.

(8) imports: Section 602 1976 Act: importing copies into the US w/o the copyright owner’s authorization of copies acquired outside the US infringes the copyright owner’s exclusive right to distribute the work to the public

(a) courts have experienced some difficulty in determining whether and to what extent the first sale doctrine applies to imports 

(i) Quality King v L’Anza case: US copyright owner could not prohibit importation of copies that it manufactured in the us and then sold abroad unless it did so by contract (ASK ABOUT THIS)
1. court is careful to distinguish cases in which the parties have agreed not to reimport goods; in those cases the court implies, the contractual restriction may be enforced.

(9) Under the reasoning of some cases the first sale doctinr does not apply at all to an important new class of works – works made or transmitted by computer. Some cases have held that loading a file into computer memory makes a copy of that file. Under those decisions is it ever possible to dispose of a computer file by e-mailing it to a friend?

e) Public Performance and Display Rights

(1) CPYRT owners possess exclusive right to perform or display their work publicly. 

(a) Rights roughly parallel each other and most types of cpyrted works are covered by one or the other. 

(b) If it moves it is probably performance and if it stays still its probably display. 

(i) Paintings, photos, single frames from movie or video game, books are displayed. Plays, dances, movies, copyrighted combos of stll photos (slide shows) and readings of books publicly are performed. 

(ii) No display right in architectural works and only limited performance right in sound recordigns (covers only digital performances of sound recordings, i..e over the internet). 

1. So it is not infringement to show a house where people can see it 

2. and playing music over the airwaves does not infringe the cpyrt in the sound recording played (there is also generally a cpyrt in the musical composition, which is infringed by public performance unless a royalty is paid to composer). 

(iii) There are limits on definition of performance – i.e. one court held playing a board game in national games tourny was not performance of the game restricting play in 101 to playing of sound recordings. 

(2) Distinction btwn performances and displays:  important b/c scope of exclusive protections is quite different.

(a)  Any physical act taken to make work perceivable to viewer or listener or cause work to be reproduced (even in a transient form that doesn’t create a copy under 106(1)) is a performance. I.E. playing cd, viewo tape, reading a book out loud (but not silently) = performance. Dancing a work of choreography is too. 

(b) display is limited by 190(c) which says that owner of a particular copy of a work is entitled to display it to viewers present at the place where the copy if located. 

(i) This allows most common displays – including those fixed at a single location from which they are visible to the public. 

(ii) Showing art work in a theater w/out authorization is NOT infringement, could even take it on tour, but showing a movie in the same location is. Showing same piece of art on TV broadcast or over computer is infringement. 

1. if you have poster up and are broadcasting on the internet, i.e. webcam you have to get permission

2. This comes up a lot in the movies. Stuff that was in the street, etc.

(3) Scope of both definitions is quite broad. 

(a) Limitation to public performances and displays prevents many commonplace activities from infringing performance and display rights. 

(b) Definition of public performance and display right is in section 101:

(c) to perform or display a work publicly means – 

(i) to perform or display it at a place open to the public or at any place where a substantial number of persons outside a normal circle of a family and its social acquaintances is gathered; or

(ii) to transmit or otherwise communicate a performance or display of the work to a place specified by clause (1) or to the public, by means of any device or process, whether the members of the public capable of receivin the performance or display receive ti in the same place or in separate places and at the same time or at different times. 

(d) can probably have small party where you play a record or video, but large parties if they go beyond the definition of your “social acquantances” may pose problems. F

(e) if place of performance or display is open to public it does not appear to matter how many people actually view the performance. 

(f) Clause (2) appears to cover all broadcasts to the public, even if members of the public do not view the copyrighted work at the same place or time. 

(i) Thus a TV broadcast is a performance even though no one may watch it or if ppl watch it only in the privacy of their homes. 

(ii) no specific statutory exemption for news. 9th circuit case held broadcasting on news was an infringement, even though event being broadcast was news worthy

(iii) broadcasting a movie / sports game w/out permission would be illegal.

1. But if TV tuned to station that has permission to broadcast it what then? You turn the TV or radio on. You aren’t publicly broadcasting, but the radio or tv is

2. But if you are a large bar, a number of cases have concluded that you are re-transmitting or re-performing it by taking a radio / tv broadcast so this might be illegal.

3. Playing radio or showing tv shows might require a license. BUT congress reacted to these decisions by passing an elaborate defense in section 110(5) (don’t need to know details, just concept).

a. This says if you are re-broadcasting, whether I engage in public performance depends on nature of stereo I have; size of TV, and it depends on the square footage of my institution.

4. exemptions depend on whether direct charge is made to see / hear the transmission.

a. If a cover is charged BUT the tv is just on, that’s probably not a direct charge.

b. if you advertise come see this and then charge it may be a direct charge. Nightclubs that charge to let you come dance and hear the music, may be in trouble.

(g) When does a performance become public? 3rd circuit held that video rental stores can’t provide viewing rooms for customers /c the performance of rented movie in such rooms is public (even though room is rented to only one group at a time). 9th Circuit disagreed. 

(4) How do we decide whether a particular performance or display is public?

(a) Statute defines public in several ways

(i) If I transmit or communicate something out to the public at large

(ii) Any broadcast, including the internet will be public

(iii) Statute also says it is public if you perform or display it at a place open to the public or anywhere that a substantial number of people outside a circle of family and its social acquantances are gathered

1. Weddings may depend on the size of the wedding.

2. Playing a song in a bar / restraunt requires a license or else it is infringing

(b) Section 110 permits performance of works (music) for non-profit, educational experiences

(i) Putting in art in museam is public, but you have defense in section 109 (c ) can display it to people present where the copy is located

(5) Sound Recordings 

(a) didn’t come under the protection of fed copyright law until 1972, but they do not get public performance rights (the owners of sound recordings). 

(b) Introduction of digitial transmissions technology changed that – 106(6) creates a new exclusive right in the case of sound recordings to perform the cpyrted work publicly by means of a digital audio transmission. Right is much more circumscribed than the public performance right applicable to other cpyrtable works. 

(6) Statutory Limits on Performance and Display Rights 

(a) Public Interest

(i) many public interest perfromances and displays exempt from reach of sections 106(4) and (5). 

1. most live educational performances and displays are exempt under 110(1) as are transmissions to classrooms or for other laudable purporses. 

2. Religious performances and displays are exempt from the act under section 110(3). 

3. face to face performances of nondramatic literary or musical works for free or for charitable purposes are exempt, reviving in part the “for profit” requirement of the 1909 act. 

4. Record stores may play records w/out charge to promote their sale under 110(7) though the performance of videos in video stores seems prohibited. 

(ii) Fairness in music licensing act – 1998 –broadened exemption for home listening of transmitted performances to extend to small businesses (less than 2000 square feet), restraunts (less than 3750 square feet) and larger establishments conforming to limitations on the number of loudspeakers and tv screen size (110(5)). still requires public performance license from musical composition owner to host live or taped (pre-recorded music on cd players) performances. 

(b) Compulsory Licenses

(i) Section 111 authorizes tv broadcast relays or secondary transmissions under a variety of circumstances where they are not for profit and are not content controlled. 

(ii) Cable companies cannot however delay or alter the programming they relay from tv broadcasts. 

(iii) Section 119 provides a similar right to a compulsory license for satelite transmission to unserved households – that is households that do not receive normal transmission signal from a particular network or other station, either through broadcast or cable. 

1. Satelites may broadcase signal of those stations to subscribing recipients upon payment of a royalty. does not specify the roylaty rate 

(iv) Section 115 entitles musicians and record companies to make and sell their own recordings of copyrighted musical works that have previously been recorded w/ permission by another artist as long as they pay a set fee to the cpyrt owner and do not change the basic melody or fundamental character of the work. this is the cover license referred to above. 

(v) Section 116 authorizes jukebox (coin operated record players) owners to publicly perform the musical works contained in the jukebox subject to a compulsory license. compulsory license is fixed by a statute. 

(vi) Section 118 authorizes public broadcasting stations to transmit musical and artistic (but not literary or audiovisual) works upon payment of a compulsory license. does not however set royalty rates. 

(vii) Section 114 (d) – (j) limits the newly created right of performance in digital sound recordings, both restricting the scope of the new right and creating a compulsory license mechanism to be invoked should the parties fail to agree on an appropriate royalty. 

(7) Exclusions - section 112 entities authorized to transmit a performance or display allowed to make & keep a small number of copies for archival and security purposes in some (but not all) cases, but may not otherwise use or claim derivative rights in those copies.
f) Moral Rights 

(1) Normally include (and often go beyond) the right to have one’s name associated w/ one’s work (right of attribution); and the right to protect one’s works from mutilation or distortion (right of integrity). 

(2) 1990: US recognized limited set of moral rights for limited class of works. Visual Artists in section 106A. Rights include artists right to claim authorship of work, to prevent use of name on works she did not create and to prevent use of her name on works that have been modified or distorted. 

(a) In addition artists get limited rights to object to modification or destruction of original works. want to destroy building you have to give artist chance to remove it. But if it can’t be removed and you can’t do the renovation w/out changing it then you can destroy it.

(b)  106A and 113 (d) place important limitations on these rights. 

(3) Moral right is not assignable and in the US it ends w/ death of author.

(4) Monty Python Case: court says we have no moral rights but economic incentives cannot be reconciled w/ not allowing artists relief against mutilation or misrepresentation of their work to the public. This was pre-exception.

7) Contributory Infringement

a) Infringement not limited to direct violations of the rights of cpyrt owners.

b) Not found in statute – courts create this. 

c) definition: one who with knowledge of the infringing activity, induces, causes or materially contributes to the infringing conduct of another. if you encouarge someone else to infringe, make advice that facilitates infringements – that has no legitimate noninfringing use

(1) D must be found to have been encouraging or assisting a third party w/ infringing. AND have had

(2) Knowledge – actual or at least constructive is a requirement in contributory infringement cases. 

(a) D’s are held liable if they know of or have reason to know of the infringement but not otherwise.

(3) This is called inducement or contributory infringement. 

d) A number of circumstances can give rise to liability for contributory infringement by one who is not herself an infringer. 

(1) I.E. Movie producer who gives screenwriter a prior film, is present while screen writer creates substantially similar film and who then produces and distributes it. 

(2) Law says this persion is liable for vicarious or contributory (same thing) infringement. 

(3) What about a bookstore that w/out knowledge of infringement sells a book determined to be substantially similar to another work. 

(a) Rule says store owner is not liable as contributory infringer. 

(4) Should distributors (i.e. retailers) have duty to inquire about cpyrt status of works they sell? 

(i) Consider ISPs – they are not directly responsible for content of internet messages they transmit, but have been sued in several cases by cpyrt owners upset about infringement of their works on the net. 

(ii) Religious Tech Center v Netcom – ND Cal court held that ISPs are not liable for postings they have no reason to know are infringing, but that they may be liable if they leave a message on their system after being notified of infringement.  

(5)  sale of equipment:
(a) person cannot be held liable for selling an item that could be used to infringe but also has a substantial noninfringing use (this is a commercially significant non-infringing use)

(i) Many devices that have substantial other use AS WELL as infringement. Whether or not a photocopier is illegal depends on whether or not there is a substantial non-infringing use.

(ii) if something is capable of a substantial non-infringing use, but that is not the majority use then it is still ok. We ban devices only if it is clear that the overwhelming use of the item will be infringing.

(b) to hold otherwise would be to extend the copyright owners monopoly beyond the copyrighted work to the item being sold by d

(c) analogize to patent law

(d) time shifting: held to be fair use – so if this is a substantial noninfringing use then there will be no infringement found

Sony v. Universal Studios: is the seller/manufacturer of home video tape recorders liable for contributory infringement

*held: no liability even though it had constructive knowledge that some of its purchasers were likely to use the recorders to make unauthorized tapes of copyrighted tv programs and movies

· Four Factors: timeshifting = noncommercial nonprofit. Lets them see same show were invited to see for free so no market harm.  Transformative is not discussed (hadn’t come up w/ this yet). But, If you tape it so not to rent it then superceding. But if you tape it on one day to watch it the next then that seems ok.

· Rule: if a use has no demonstrable effect on the potential market for or the value of the copyrighted work it need not be prohibited. Fair use requires the cpyrt holder to demonstrate some likelihood of harm.

· * Court says if you sell for $$ it is presumptively not a fair use and if not sold for $$ then presumptively a fair use. Court later backs off this in Harper & Campbell

· *person cannot be held liable for selling an item that could be used to infringe but also has a substantial noninfringing use

· *to hold otherwise would be to extend the copyright owners monopoly beyond the copyrighted work to the item being sold by d

· *time shifting: is noninfringing fair use and b/c this is what tapes could be used for if there was no infringement

8) digital millenium copyright act: 1998: congress passed which makes it a crime in most circumstances to circumvent so-called copy protection schemes or to build or sell a device that helps others to do so

10) Defenses
a) Fair Use 

(1) 17 USC 107 – Notwithstanding the provisions of section 106, the fair use of a cpyrted work, including use by reproduction in copies or phonorecords or by any other means specified in that section for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use) scholarship or research is not an infringement of copyright.

(2) once a defendant has made a prima facie showing of copyright infringement or violation of artist’s rights of attribution or integrity in a work of visual art, d may raise her defenses

(a) This is a defense; it is the accused infringer’s duty to demonstrate that they should be excused. They bear the burden of proving this.

(b) Exteremely fact specific

(3)  In determining whether the use is a fair use the factors to be considered shall include: 

(a) purpose and character of the use:  including whether such use is of a commercial nature or is for non-profit educational purposes: 

(i) commercial v. noncommercial: use is commercial if the user stood to profit economically from exploiting the copyrighted material w/o paying the customary price

1. commercial purposes are less likely to be deemed fair while nonprofit are more likely to be fair

(ii) propriety of defendant’s conduct form a moral standpoint: if d did not act in good faith this weighs against giving him the benefit of fair use

(iii) transformative nature of defendant’s work: did d add her own creativity to the material she took from p, therefore adding to the overall stock of useful works benefiting the public or does new work supercede original

1. If you add something new, this may not exempt you from infringement but should be considered. The more transformative my use is, the more likely it is use that use is fair.

2. Tension btwn transformative use and right to create derivative works. Seems to lend itself to criticisms, reviews, etc that cpyrt owner might like to prohibit. If D has done something socially valuable on their own and you wouldn’t expect owner to do it themselves then ought to allow use.

(iv) incidental use: was the use incidental – if so it is more likely to be found fair 

Harper and Row v. Nation: news magazine’s reporting of news about president ford’s memoirs is commercial in character. Time canceled contract (market impact was negative). 

*even though this was news reporting and could be found fair also found that it was commercial in nature – so this weighed against fair use. News reporting is listed as example of fair use, but doesn’t mean it is presumtively fair. Nor is list exhaustive. Being news is but one factor here. 

*here d had used illegal or unfair means to obtain a copy of P’s unpublished manuscript – this weighed against fair use

* Court says Every commercial use of a cpyrted material is presumptively unfair. (this is later softened)

* fact that P’s work was unpublished tends to negate fair use – although not being published is not an absolute bar to fair use. Another problem: they didn’t take much but took heart of work. This made up most of the new work. Court also looks at amount of verbatim copying in infringing work. 

* want to give cpyrt owners greater control in deciding first publication of work

* court says the scope of fair use is narrower w/ respect to unpublished works.
(b) nature of the copyrighted work: whether the work was published or unpublished is highly important
(i) unauthorized pre-publication is frequently found unfair b/c it undercuts the author’s important interest in determining the timing of publication and in being the first to publish her work

(ii) law also affords more protection for fiction b/c is not necessary to directly quote or paraphrase fiction – is more necessary to do so w/factual works. Law wants to encouarge creativity (protect fiction) and promote dissemination of factual info. 

(iii) CPYRT protection afforded factual works is much thinner than for works of fiction b/c facts themselves can’t be protected.

(iv) The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all of the above factors

(c) amount and substantiality of the portion used in relation to the copyrighted work as a whole AND

(i) need to weigh the quality and quantity of the copied portions to determine whether the copying should be excused

(ii) we don’t just care about numbers, we care about the qualitative heart of the work. Even if it is a small amount, if it is the heart of the work it may be infringing.

(iii) doesn’t matter whether the works are substantially similar, and therefore infringing as a technical matter – what matters is the importance of the copied portions to the original work

(iv) did the defendant copy more than was necessary to accomplish her legitimate purpose

(d) the effect of the use on the potential market for or value of the copyrighted work.  

(i) most important factor

(ii) mere copying that does not materially impair the market for the copied work or for the derivative works based upon it – can be considered fair use

(iii) need to consider whether d’s work performs a different function from p’s – if it performs the same function than it will probably fulfill potential demand for p’s work and thus cut into p’s market

(iv) this factor considers potential harm – however actual harm will be very persuasive to the court

(v)  negate fair use  - show that if challenged use become widespread it would adversly affect potential market for the cpyrted work. 

(vi) Inquiry must taken into account not only of harm to original but harm to derivative works. If D’s work adversly affects value of any of the rights in the cpyrted work it is not fair

(4) Both the list of potentially fair uses and the factors to be considerd in determining fair use are illustrative, not exhaustive. 107 is designed to offer guidance in determining fair use, not to formulate exact rules. 

(a) These include criticism, comment, news reporting, teaching (includes multiple copies for classroom use), scholarship, research

(b) List of fair use factors is also non-exclusive. 

(5) Videotaping
(a) time shifting: noninfringing use so Sony not liable

(b) Sony v. Universal Studios: held sony dosnt infringe b/c public interest in making tv more available – therefore vcr’s ok.

(c) Sony says if you have to focus on factors, focus on factors 1 and 4. Most courts do not pay too much attention on factors 2 and 3.

(6) Photocopying
(a)  American Geophysical Union v Texaco – 2nd circuit 1994.  

(i) Court studies one guy who had copied 6 articles. Basically journals are passed around for copying. This particular guy was not using the articles but placing them in a file for later use. 

(ii) Issue: whether in the circumstances of this case the fair use defense applies to copying articles from a scientific journal? Lower could held that it was not a fair use. Affirmed for P. 

(iii) 1st Factor: Not tranformative, merely substituting. Texaco isn’t just 1 person wanting to use it in multiple places, it wants many ppl to use at once. Doesn’t mean no archival copying is ok, but here it does b/c this is systematic to have more w/out paying. Texaco took whole thing (factor 3) but it is factual (factor 2). Also notes texaco is for profit (factor 1) and thus should look at value obtained by Texaco. More private rewards means it favors cpyrt owner. 

(iv) Key seems to be market effect – superceding use indicates you are replacing what you otherwise might buy. ignores fact that market effect was taken care of – texaco paid more for institutional subscription. Focuses on value of articles, not journal as a whole; effect on market for articles. Court says this is hard given nature of academic articles. 

(v) BUT could get licensing fees for articles. If not fair use P would get more revenue from these. Whether P can demand fee is key issue. Considers only reasonable or likely to be developed markets for articles. D pays royalties on other articles and could here. Right to get payment is cognizable b/c there is a means for collecting it. Should consider loss of revenue for individual articles here as licenses are available. 

(vi) Rule: It makes sense that a use is more fair when there is no ready market or means to pay for it, while such a use should be less fair when there is a ready market or means to pay for the use. 

(7) Most would agree single copy of single academic article for research would be fair use no matter who does it (commercial or no) but when does it become so re-occuring to no longer be fair use?

(a) How does this apply in academic context? See suits against copy shops that make course packets. Basic books v kinkos – court rejected Kinko’s fair use claim largely b/c they are for profit. Princeton Univ Press v Michigan Document Services – for profit copying of such packets is not a fair use.

(i) Kinkos argued it was professors fault not theirs. Court rejected this. Why should copy shop have to check copyright? Note cpyrt owners are not likely to sue profs who are their main customers. Plus hard to sue many individual profs but not to sue large national shops.

(ii) Public libraries are not subject to requirements of kinkos decision puts on commercial shops for copies made on their premises as long as they post a warning notice as in 37 CFR section 201.14 

b) Parodies

(1) One situation where fair use defense often arises is parodies. 

(a) Parody makes fun of the original work by imitating and distorting the work at the same time. 

(b) for parody to be effective audience must recognize connection btwn parody and original work. 

(c) This means there has to be some copying of original work (deliberate copying). Authors are often not happy about this and use cpyrt to defend themselves.

(2) several issues should be considered when determining if a parody is fair use

(a) is it a parody of the copyrighted work or of something else:
(i) if the purpose is to parody the work itself, then d must use at least enough material to conjure up p’s work in the audience’s mind

(ii) if d’s purpose is not to comment on the substance or style of p’s work, but just to make some other social comment, then there is little or no justification for copying from p

(iii) thus, more protection if commenting on the copyrighted work itself

(iv) Distinguish btwn parody / satire – parody makes fun of song (it is ok) but satire is using P’s song to make fun of something else – may not be ok – ( may be ok if in dfferent market – does not compete w/ copied good). Dr Seuss case – says satire not ok (9th circuit). 

(b) amount of copyrighted material taken: at a minimum, a parody of the substance or style of p’s work must copy enough to conjure up the original and make the object of its critical commentary recognizable to the audience

(i) best way to do this is by coping the heart of the work – the most distinct and memorable feature of the work

(c) effect of plaintiff’s market: as a general matter a parody serves a different purpose than the serious work that it parodies

(i) people seeking the original are not likely to substitute the parody instead

1. not a market substitute – and therefore does not displace the demand for the original

2. it is also unlikely that the artist of the original would license rights to someone who was going to make fun of their work – so not eating up their market this way

3. If they compete then owner loses value 

4. if losing b/c ppl laugh at them not harmed b/c of taking work.

5. simply b/c the market demand goes down due to criticism and critique does not make this unfair

(3) Campbell v Acuff Rose – US SC 1994  

(a) Parody of pretty woman song. Issue is whether this commecial parody can be a fair use. This would infringe BUT For the potential fair use through parody. Court considers fair use, b/c this is situation where cpyrt holder might (and did) deny license, so not considered as derivative work.

(b) held: this was a parody –this is important – said were critiquing the naivete of the song and values that it preached

(c) stressed that all the factors of fair use were important to weigh

(d) also tied the third factor (amount and substantiality of work) closely to the first factor (purpose of d’s use) – saying that a parody needs to take more of the original’s work to evoke original 

(e) First factor CENTRAL PURPOSE here is to see whether new work merely supercedes the objects of the original work creation – supplanting the original – or instead adds something new w/ a further purpose or different character, altering the first w/ new expression, meaning, or message; whether it is transformative

1. Although such tranformative use is not absolutely necessary to find fair use, the more transformative the new work the less will be the significance of the other factors like commercialism that may weigh against a finding of fair use.

2. Parody = transformative. But Not all parody is fair use. Must ask whether parodic character can be perceived. 

3. Court says that the commercial nature of a parody (or work) is not dispositive. It is wrong to say that every commercial use is presumptively unfair. Just b/c commercial does NOT mean presumprively unfair.  

(f) Third factor: Parody must be able to conjure image of original to take aim at it. must at least be recognizable. Have to take something from original, something distinctive or memorable that audience will recognize. Once enough is taken to make an ID of what is being parodied how much is ok depends on purpose & the likelihood parody  will serve as mmarket substitute. For parody copying is not too much just b/c it was at work’s heart. That doesn’t mean you can take anything and call it parody. Context is key.
(g) Fourth Factor: no “presumption” or inference of market harm that might come from sony based on duplication for commercial purposes. When commercial use is mere dupication original is clearly superceded and serves as market replacement. When second use is transformative market substitute is less certain and market harm can’t be readily inferred. For parody it is more likely new work will not affect market for original in a way cognizable under this factor. Must consider impact on market for derivative works – i.e. rap version. 
1. Court notes that there is no potential derivative market for criticism, only those that creators of originals would in general develop or license others to develop. Not likely to do this for criticism. D has burden to show no market harm 
(4) Acuff Rose case – why aren’t they ok to record this as long as they pay compulsory license?

(a) B/C cover license allows you to record own version of this song and you can take it into your genre but Campbell didn’t do that – court said they had actually changed the lyrics.

(b) So they didn’t copy enough to be able to take advantage of cover license but took enough that they would be infringing without fair use 

(5)  If you want to parody, you think you have fair use claim should you seek permission?

(a) Court says asking won’t hurt you. If they deny permission you can still use it and be ok.

(b) But what if Acruff Rose had said you can use it if you pay 2 million? you only want to pay 200k so you use it anyway. This is likely to be persuasive against fair use (i.e. apply texaco). But maybe you set it so high that you basically are saying “no.”

c) Other Defenses 

(1) Independent Creation – D may present evidence to prove that he/she created work independently 

(2) Consent / license – D may defend cpyrt action on ground that he/she has owner’s permission to make use of material. 

(a) Transfers of cpyrt ownership must be in writing and signed by owner. 

(b) Nonexclusive licenses need not be in writing. 

(3) Inequitable conduct – related to cpyrt invalidity – this occurs when cpyrt owner obtains cpyrt through fraud or other deceptive conduct on cpyrt office – i.e. not disclosiung own plagarism of prior work. 

(a) Circumstances giving rise to this also generally render cpyrts invalid but defense is distinct b/c some of consequences may be different. Similar to patent analogue.  

(4) Cpyrt misuse – is there such a defense? Still uncertainty here. 

(a) Fourth circuirt was first to apply this doctrine holding that a cpyrt D may defend an infringement action on the ground that P miusused its cpyrt in an anticompetitive manner. 5th circuit folowed. 

(b) Defense will likely become more common as cpyrt expands to protect info tech. 9th circuit case – AMA commits misuse by selling reference (cpyrted) to gov’t only on condition it not buy similar works from competitor.  

(5) 1st amendment – argument often made that accused infringer can’t be prevented from publishing an infringing work b/c t do so would violate 1st amendment. 

(a) Courts generally reject this argument on grounds that constitution also gives right to protect cpyrts to congress and this is squared w/ first amendment by Idea / expression dichotomy and fair use which draw the line btwn protected speech and cpyrt protection. Don’t say its irrelevant, but it is covered by fair use, idea / expression.

(b) 9th circuit – said unedited videos of news events cpyrtable but left open possiblity that owners would have to release footage if no other access to the news 

(6) Immoral / illegal / obscene works – some early cases refused to enforce cpyrts on obscene or otherwise antisocial works, modern trend rejects such a defense. 

(7) Statute of limitations – SOL for cpyrt infringement is 3 yrs after claim accrued. There is some question whether a continuing infringement gives rise to one or many claims and if it is only a single claim, where it accrues. This can really affect whether claim can be brought or not if some time has passed. 

Trademark

Congress created limited fed. TM law based on the commerce clause. Today TM protected by the Lanham act USC section 1051) which was passed in 1946. History of this law has been one of expansion of rights of TM owners.

I) Purpose of Trademark Law
a) Source identification : permit consumers to identify the source of goods or services. Brand Identification. 

b) eliminates consumer confusion: trademark law ensures that consumers are able to rely on marks in exercising their preferences by prohibiting competitors from using marks in a way that confuses consumers about the source of a product or service

(1) consumers benefit b/c they are able to identify and obtain the goods or services that they want

(2) businesses benefit b/c trademark law helps them create and protect business good will

(a) good will: business’ image, good reputation, and expectation of repeat patronage which, while intangible, can be extremely valuable

II) Relationship b/t State and Federal Law
a) state: trademark law originated as one of several related doctrines comprising the common law

(1) relief through unfair competition
(2) still alive today – but get more protection through federal registration

b) federal: congress passed a series of statutes which incorporated and built up on the common law trademark doctrine

(1) relief through the Lanham Act: section 1051: enhances the common law by providing a system for registering marks

(2) registration provides a number of benefits such as

(a) rights in a broader geographic area

(b) legal presumptions of trademark validity

III) Brief Overview of TM Theory
a) TM does not depend on novelty, invention, discovery or work of the brain.

(1) protection is awarded merely to those who were the first to use a distinctive mark in commerce

(2) certain marks are unprotectable b/c they are generic terms describing an entire class of goods.

(a) Allowing one user to appropriate these marks would give that user an unfair degree of control voer the product the generic term describes

b) In practice, senior (first) user of a mark can prevent junior (subsequent) user(s) from employing the same or a similar mark, where there is a likelihood of confusion btwn the 2 marks.

c) Don’t have to be first person to have thought of a word to get away w/ a TM. I.E. apple

d) Fundamental principle of TM law have essentiallly been ones of tort

(1) misappropriation of the goodwill of the TM owner and deception of consumer

(2) TM are not analogous to property rights

(3) Rights acquired w/ use of TM in commerce and continue as long as use continues

(a) 1988: now possible to register and protect TM based on intent to use mark in commerce at some time in next 3 years. But right remains inchoate until use actually happens

e)  infringement

(1) Under Lanham act, test is likelihood of confusion. 

(2) can’t get away w/ just saying the mark is similar – ultimate question is are consumers going to be confused and if no, D is free to make use of the mark.

(3) This act provided advantages for registering TMs and giving separate protection for unfair methods of competition for unregistered marks.

IV) TMs and Advertising

a) Differentiate btwn product’s simple search characteristics (price, color, shape, size and product category) and its more complex experience aspects such as taste or long term durability
(1) Former are aspects of product quality that consumers can verify by inspecting the product before they buy it. It is easy to see why firms would invest in advertising those qualities: they are basic aspects of a product and consumers can easily verify whether claims are true.
(2) Experience characteristics by contrast, cannot be cheaply investigated b4 purchase. They will be discovered only through use. 
(a) The taste of fruit or wine is an obvious example, but many other goods share the same characteristic.
(3) courts and commentators speak of economic value of consumer’s assocaition w/ a firm and its TM as the firm’s goodwill. Goodwill can be thought of as the residucal benefit the firm getms from these types of investments.
V) What can be protected as a TM?

a) Protection can include

(1) Names, symbols, logos remain important TMs but they have been joined by a host of other kinds TMs.

(2) Product names (macintosh)

(3) Tradenames: Company names now exist alongside product names

(4) Services


(5) Can be a picture instead of a word if the picture communicates brand information to someone (nike swoosh)

(6) Slogans or phrases (just do it for nike) qualify for protection as TM if recognized as distinctive

(7) Design of a product itself or its packaging may be distinctive tradedress entitled to protection under lanham act. 

b) Not all identifying marks get protection though

(1) Only certain TMs get legal proteciton: 

(2) Some tms are inherently distinctive – i.e. apple for computers – no one would associate apple w/ computers before the company

(a) For marks that are inherently distinctive, protection is automatic. Don’t have to prove that consumers associate it w/ you first (secondary meaning – this slogan belongs w/ this product).

(3) Whether an identifying name or phrase may be Tmed at all and degree of protection given to it depends on the strength of the mark

(a) This in turn depends on among other things the classification of the mark as either 

(b) Scale For Word Marks

(i) INHERENTLY DISTINCTIVE: get automatic protection w/out having to show that consumers associate with you (only ones above line – suggestive, arbitrary, & fanciful are inherently distinctive)
1. arbitrary: 

a. An arbitrary (these are words that do exist, but that have a meaning totally unrelated to the meaning you attribute to the brand. i.e. apple computers) or fanciful (you made it up) mark is a word or phrase that bears no relationship whatsoever to the product it describes (i.e. exxon).

b. are the strongest b/c the value they possess in terms of recognition obvioulsy comes from corporate use of the name rather than a natural assocation in ppl’s minds btwn a name and a product.

c. rationale: consumers encountering them in connection w/product or services will immediately understand that they are indications of origin b/c there is no other function that they would likely perform 

d. The other 3 categories decrease in strength as they increase in natural association

2. suggestive: 

a. suggest something about product to give you a clue as to what it is or what field it is in, 
b. but still require consumer to make a mental leap as to what it is in order to associate the mark with a description of the product or service
c. two tests for determining whether mark is suggestive or descriptive

i. amount of imagination: the more imagination the consumer must use in order to obtain a description of the good or service from the mark, the more likely it is suggestive
ii. necessity for competitors: is the mark one that competitors really need in order to describe their own products or services to consumers – if it is not really needed then more likely to be suggestive
d. I.E. copperetone for suntan lotion – suggests it will give you nice copper colored skin instead of allowing you to burn. But if you had never heard of coppertone then you heard the name you wouldn’t automatically say that it is sun tan lotion
----------------------------------------------

3. desciprive 

a. Descriptive marks – describe not necessarily the product itself, but some attribute of the product
b. I.E. joe’s crab shack. 
c. Could have chosen another name but this one clearly describes an attribute of the product. 
d. B/C of that don’t NECESSARILY want to give you ownership of it – of the descriptive term
e. Must acquire secondary meaning for protection – so if you become well enough known that ppl associate this term w/ me, w/ my products then the law will protect that
i. secondary meaning: arises when the relevant consuming public has been exposed to use of the descriptive mark enough to recognize the mark not just in its primary descriptive, or surname sense, but also as an indication of the source of product or service
ii. Lanham Act 1052: specifies that proof of substantially exclusive and continuous use of a descriptive mark  for five years may serve as prima facie evidence that the mark has attained secondary meaning
iii. Direct evidence: through consumer surveys
f. i.e. McDonalds has 2ndary meaning
g. Certain things are automaticaly considered descriptive: surnames (even if not yours). Geographically descriptive marks, foreign words that when translated are descrptive
h. rationale:

i. consumers may not automatically realize they are indications of origin – they may assume that they are merely descriptions
ii. competitors may legitimately need to use descriptive words or drawings to describe their products and services to consumers, or someone having the same surname may want to use it
iii. competitors should be free to do so as long as it doesn’t lead to confusion
4. generic.
a. definition: common descriptive name of the good or service it is used to identify

b. generic marks are so assocated w/ a particular product class that they become the natural way to refer to that type of product

c. describe product in such a general sense that it is really the class of products itself being described. I.E. computer

d. rule: cannot serve as a valid mark for that good or service b/c it cannot identify or distinguish those goods from any other good of the same kind

e. genericide: If your term becomes generic, even though it was once protectable, your protection vanishes. I.E. asprin, elevator, etc.

f. standard for determining if it is generic: is its primary significance to the public

i. the common name of the product or service OR

ii. an indication of origin

g. the fact that there are other common names is irrelevant

VI) Types of Marks: Lanham act distinguishes in form btwn several different types of marks:

a) Trademarks

(1) TMs are the words, phrases, logos, and symbols that producers use to identity their goods

(2) goal: indicate the source of the goods even if the source is unknown

(3) the term Tm includes any word, name, symbol or device or any combination thereof –

(a) used by a person, or

(b) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this Act,

(c) to identify and distinguish his / her goods including a unique product from those manufactured or sold by others and to indicate the source of the goods even if that source is unknown

(4) word, name, symbol or device: range is great – can include

(a) slogans
(b) distinctive features of the product’s packaging

(c) sounds and smells

b) Service Marks: same as trademarks except that they identify and distinguish services rather than products

(1) Term TM does not cover another closely assocaited type of business identifier, the service mark

(2) goal: indicate the source of the services even if the source is unknown

(a) ie. grehyound bus services, Aetna insurance etc

(3) Service mark – term SM means any word, name, symbol, or device or any combination thereof

(a) used by a person, or

(b) which a person has a bona fide intention to use in commerce and applies to register on the principal register established by this Act,

(c) to identify and distinguish the services of one person, including a unique service, from the services of others and to indicate the source of the services, even if that source is unknown. Titles, characters, names and other distinctive features may be registered as service marks notwithstanidng that they or the programs may advertise the goods of the sponsor.

(4) subject to many of same rules as TMs

1. One issue that sometimes arises involves attempts to register service marks for services closely related to sale of goods.

2. In general where services are expected or routine in connection w/ the goods such registrations are rejected – must show service is sufficiently separate from good

3. test is whether the service is normally expected and routinely rendered in furtherance of the sale of goods – if yes then insufficient

4. The theory is that otherwise closely related registrations will proliferate, clogging the register.

c) Trade Names

(1) Rather than goods or services, trade names ID the company itself.
(2) can’t be registered under Lanham act unless they actually function to ID the source of particular goods or services rather than merely IDing the company
(3) However trade names are generally registrable in state offices, and state / federal common law may provide protection against confusingly similar company names.
d) Certification Marks: words, names, symbols, devices, or combinations thereof used by person other than its owner, or which its owner has a bona fide intention to permit a person other than the owner to use in commerce and files an application to register on the principal register established by this chapter to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of such person’s goods or services or that the work or labor on the goods or services was performed by members of a union or other organization
(1) characteristics: might include such things as origin in a particular geographical region, composition from a particular material, quality, accuracy or creation through labor union etc.
(2) These marks are generally used by trade associations or other commercial groups to ID a particular type of goods
(3) Certification marks serve to certify conformity with centralized standards. 
(4) They are meant to bear the seal of approval of a central organization, so they can be cancelled on the ground that the organization no longer exercises sufficient control over its members to assure consistent product standards
(5) I.E. french winemakers have such a mark in champagne. Only sparkling wine made w/in that region (champagne) in France and complying with the French law governing winemaking can legally call itself champagne..
e) Collective Marks:  TM or SM
(1) used by the members of a cooperative, an association, or other collective group or organization, or
(2) which such cooperative, association, or other collective group or organization has a bona fide intention to use in commerce and applies to register on the principal register established by this chapter and includes marks indicating membership in a union, an association, or other organization.
(3) If a collective group markets its own goods / services under a mark that mark is not a collective mark but a TM or SM.
(4) divided into two categories i.e. Aloe Case
(a) membership marks: adopted for the purpose of indicating membership in an organization such as a union, professional society, or a social fraternity
(b) trademarks or service marks: trademarks or services adopted by a collective organization such as a co-op for the use by its members in selling their individual goods or services distinguishing their goods or services from those of nonmembers. collective never sells anything but it may advertise or promote goods sold by members (or services)
VII) Establishment and Extension of TM Rights
a) Distinctiveness

ii) Classification of Marks and requirements for protection
(1) If you have TM, you don’t lose it if you had been making good stuff and begin making low quality stuff. We don’t worry about the quality of goods

(2) When a TM is immediately capable of IDing a unique product source, rights to the mark are determined solely by priority of use. 

(a) These are inherently distinctive marks and can be divided into arbitrary, fanciful, and suggestive marks.

(3) For all other TMs: those not inherently distinctive

(a)  Lanham act requires proof of an additional element: secondary meaning.

(b) Descriptive TM: 

1. This is a word, picture, or other symbol that directly describes something about the goods or services in connection w/ which mark is used

2. Problem with choosing descriptive term: can get protection for descriptive marks, but you have to work for that protection and you are vulnerable until you develop secondary meaning

3. Things we treat as Descriptive: Laudatory terms (best buy).  Geographically descriptive terms. personal names (especially surnames); foreign words, titles of single literary works, descriptive titles of literary series, non-inherently distinctive designs and symbols, non-inherently distinctive trade dress and packaging and non-inherently distinctive product and container shapes

4. Secondary meaning exists when buyer associates a product w/ a single source. Secondary meaning does not mean buyers need to know the identity of the source, only that the product or service comes from a single source. The phrase single sources may be understood to mean single though anonymous source.

a. To establish secondary meaning for a term must show that primary significance of term in minds of public is not the product but the producer.

b. How do we know people make these associations btwn marks and source of goods?
i. You ask them: Test of secondary meaning is very fact specific and relies on the reaction of consumers to a mark, generally tested by consumer surveys.

ii. Best evidence for TM fact disputes is what consumers think (surveys of consumers) – do ppl think it suggests THAT BRAND or some descriptive attribute of the product

iii. Surveys are tightly regulated by courts (kinds of questions asked, etc).

iv. Fish Fri cases / Chick Fri case –  significant percentage of ppl associate it w/ you, advertising money, etc. Give parameters for showing secondary meanings.

v. Courts can look at direct and circumstantial evidence. Amount and manner of advertising, volume of sales, length and manner of use can be circumstantial. None of these alone proves 2ndary meaning but combined may show link in consumers minds btwn product and source. Question is not extent of promotional efforts but effectiveness in altering public’s meaning of the term.

5. Misspelling
a. won’t get you out of a descrptivness problem, unless it is so odd a spelling that it defeats customer’s association with describing a type of product

b. Relevant question for courts is whether misspelling or acronym has same connotation as  original descriptive or generic mark. If so the acronym does not get protection

6. Abreviations
a. can, in some case render mark not descriptive if no one understands what abbreviations mean

b. I.E. LA – for Low Alcohol (in beer). Surveys show no one understood LA meant low alcohol

c. Now if LA beer was low alcohol (what it meant) and made in LA and people associated it with LA then you might be in trouble. It is describing some aspect of the good

d. If ppl do understand abbreviation then its descriptive, as long as they know what it means. I.E. NFL (national football league – of course this probably has secondary meaning now).

7. Zatarini’s v Oak Grove – 5th Circuit 1983

a. alleged infringement of two TMs: Fish-Fri and Chick-Fri. Dist CT held that infringers had a fair use defense to infringement of Fish-Fri (as was descriptive term w/ secondary meaning) and that Chick Fri was descriptive w/ no 2ndary meaning and registration should be canceled. Affirmed

b. Fair use: even when descriptive term has acquired 2ndary meaning so TM protection is warranted, others may be entitled to use mark w/out liability for infringement. 

i. When allegedly infringing term is used fairly and in good faith only to describe users goods / services of a party or their geographic origin D may claim fair use. 

ii. This is available only in actions involving descriptive terms and only when term is being used by D in descriptive sense, not in its TM sense.

iii. TM owner cannot claim exclusive right to descriptive meaning of term. Anyone free to use it in this way so long as does not lead to customer confusion as to source of goods / services.

c. when court says mark is generic or descriptive w/out 2ndary meaning it should be canceled.

d. Tests for descriptiveness:

i. using the dictionary definition. 

ii. imagination test (measure relationship btwn actual words of mark and product to which  appplied. If term requires imagination thought and perception to reach a conclusion as to nature of goods it is considered suggestive. It is descriptive if standing alone it conveys info about the characteristics of the product). Court says using this test fish fri is descriptive. 

iii. whether competitors would be likely to need terms used in TM to describe their products”. Just b/c a term is not the only or even most common name for product doesn’t matter. Products can be described in more than one way. Final examination looks at extent to which term is actually used by others marketing similar product or service. Closely related to last test.

8. Geographical issues related to secondary meaning: have to show that secondary meaning exists in your market. So if 2 places have same name and it’s a descriptive mark and you sue for infringement, you need to show secondary meaning in market where infringing store is moving too.

a. TM office has usually required a showing of more than 2ndary meaning in just a limited area for nationwide federal protection

b. Fudruckers case:Court says this is national restraunt chain and their customers travel so Fudruckers can show its Trade Dress has secondary meaning among some substantial portion of customers nationally.

9. Some courts (especially 2nd circuit) have done away w/ need to show secondary meaning where P can point to some other equitable factor in their favor such as intentional deception or palming off by D.

10. Foreign words – if term you choose is descriptive in a foreign language, the rule is supposed to be we treat it as descriptive (i.e. we will translate). EX: Taba means coffee in foreign language so can’t protect

a. Courts don’t always apply this rule. There are various marks that survive even though foreign translation rule suggests they should not (la pasada for inn).

b. Similarity of meaning in tranlation important but not determinative in deciding the issue of descriptiveness. The relation in sight and sound btwn english and foreign term is also important.

c. A closer approximation btwn foreign term and english equivalent is necessary to justify a refusal to register on that basis alone where marks otherwise are totally dissimilar.

11. Georgraphic terms that are not accurately descriptive 

a. Wines grown in central valley adopting napa in their name.

i. Often arises when want to convince someone product came from somewhere it didn’t. 

ii. If you have term that is geographically misdescriptive then are not entitled to register at all even if get 2ndary meaning (are deceiving consumers).

iii. Determine whether geographically misdescriptive: must consider whether public associates goods w/ place mark names. If goods don’t come from there and public makes no association thinking they do then its ok and its not misdecriptive. 

iv. (Nantucket Case) don’t expect men’s shirts to come from nantucket 

b. What about NY pizza? When you have another association that is not geographically misdescriptive (where you don’t think product comes from there). 

i. Understand that this is a “style” of pizza. 

ii. That while descriptive (assuming it is that style) is not misdescriptive. 


iii. Term accurately describes product so is descriptive and can register if shows second meaning.

c. What if term really is unrelated to product? Perhaps MARS or Milky Way candy – no one thinks that means product actually comes from there. It was chosen at random. 

i. If you just choose a random term that is arbitrary and you get automatic protection b/c there is no automatic btwn mars & candy or jupiter & bars.

d. Since 1994 if you start a new sparkling wine place you can’t call it champagne, but there is grandfathering clause so those who before that can still call it that.

i. Before 1994 ppl were deceived that you could grow grapes anywhere and call it champagne

ii. Is Champagne generic term? after trips even if it would classes as generic it might get special protection. Congress sometimes gives special rights to terms that might be considered generic (i.e. olympics).

iii. Whether TM is deceptive or not depends on what ppl associate with it. Seattle’s best – if ppl expect actual beans to be grown there then might be deceiving if not grown there. But if ppl just think it is a good place for coffee houses then maybe not.

12. Personal names – your personal name applied to your product is descriptive

a. If you pick a word ppl consider a last name, even if its not your last name the law treats it as descriptive

i. Court may consider whether surname is rare or if very common (in re garan)

b. But if it’s a first name, statute indicates that you will be ok

c. If you use a full name for a resatraunt is it merely descriptive?.

i. First name only, is not descriptive if it is arbitrary (not yours)

ii. Last name is descriptive. So if you add them together what happens? Lemley isn’t sure.

d. So must get 2ndary meaning

e. PPL can become franchises (w/ secondary meaning) and TM their names. I.E. Michael Jordan, OJ Simpson

f. If someone names McDonald decides to sell burger. Isn’t this going to cause confusion if they sell burgers? Lemley thinks so and thinks they might not be able to do it anyway

g. In fact if you want to create anything with McDonalds or Mc-anything. McSleep was held infringing. So may not be able to use name if likely to cause confusion. 

h. Gallo name can’t be used by someone with that name to sell cheese b/c will think its their product (wine goes w/ cheese etc).

i. Can you succeed by disclaiming that you are not THAT mcdonalds?

i. That depends on what consumers think, if they think its not the same you are probably ok.

ii. If you let someone infringe for too long (5 years) may lose ability to enforce it

VIII) Trade Dress and Product Configuration

a) Protection for: 

(1) the design and package of materials and even the designand shape of a product itself, if the packaging or product configuration serve the same source identifying function as TMs. 

(2) You can register both Trade Dress and product configurations as TMs under the act. 

(3) However, b/c of their complex and changing nature most Trade Dress and product config are protected w/out registration under section 43(a) of the act.

1. 43(a)(1)any person who, on or in connection w/ any goods / services, container for goods, uses in commerce a word, term, name, symbol, or device or any combination thereof or any false designation of origin, false, or misleading description of fact or false or misleading representation of fact, which

i. (A) Is likely to cause confusion or to cause mistake, or to deceive as to the affiliation, connection, or association of such person w/ another person or as to the origin, sponsorship, or approval of his/her goods, services, or commercial activities by another person, or

ii. (B) in commercial advertising or promotion, misrepresents the nature, characteristiccs, qualities, or geographic origin of his / her or another’s goods, services, or commercial activities,

2. shall be liable in a civil action by any person who believes that he / she is or is likely to be damaged by such act

(4) Section 43(a) is commonly refered to as providing federal common law protection for TMs and related source identifiers

b) Color, Fragrance and Sounds: Qualitex Co v Johnson Products – US SC 1995 – dry cleaner pads in green and gold are at issue.

(1) Issue: whether Lanham act permits registration of a TM that consists purely of a color. Held: Court concludes that sometimes color meets ordinary legal TM requirements. When it does, no special legal rule prevents color alone from serving as a TM. Pads at issue meet requirements & are protectable

(2) A symbol or device might be anything capable of carrying meaning and this can include color.

(3) Color is not arbitrary or fanciful. However, over time customers may cone to treat a particular color on a product or its package as signifyting the goods – to indicate their source. It thus acquires secondary meaning.

(4) Protection for color is easiest where there is no necessary relationship btwn the color and the product. I.E. pink insulation – insulation had always been clear but made it pink, etc. People associate it with that company

(5) Rule: When color attains secondary meaning and thus identifies or distinguishes a particular brand (and thus indicates its source) it is protectable as a TM

(6) Court says although some color plays important role (not related to source ID) in making product more desirable, sometimes it does not. fact that sometimes color is not essential to a product’s use or purpose and does not affect cost / quality indicates that functionality does not create an absolute bar to use of color alone as a mark. Color of pads has no functionality here.

(7) If color serves useful purpose can’t protect it – don’t want to put competitiors at disadvantage b/c have to choose other color. I.E. pill colors can be copied. Color and shape serve function – identifies an entire class of goods (pill)

c) Two Pesos v Taco Cabana (US SC 1992)

(1) Issue:is whether trade dress of a restraunt may be protected under 43(a) of lanham act based on finding of inherent distinctiveness w/out proof that trade dress has secondary meaning. Held: is no general requirement for secondary meaning for TD Proof of secondary meaning not required where TD is inherently distinctive. Affirmed.

(2) Two Pesos court says names, logos, etc can be protected. Does not distinguish btwn word marks and Trade Dress. So trade dress, like word marks CAN be inherenly distinctive.

(3) Rule: In looking at TD, courts should inquire whether TD is inherently distinctive. 

(a) If it is TD is capable of identifying products or services as coming from a specific source and secondary meaning is not required. This is the general fule for TM and TD protection. 

(b) There is no reason to apply different analysis to TD. The proposition that secondary meaning must be shown even if the TD is distinctive is wrong. Secondary meaning is required only for descriptive marks or TD and not inherently distinctive ones.

(4) This reverses prior rule of a number of circuit courts that had held secondary meaning was required element of a section 43(a) action for TD infringement, even if the TD was inherently distinctive.

d) Walmart v Samara – US SC 2000

(1) Issue: under what circumstances is a product’s design distinctive and therefore protectable in an action for infringement of unregistered trade dress under section 43(a) of the Lanham Act. Held: Product design TD can never be inherently distinctive. Reversed and remanded.

(2) 43(a): in infringement suit: require producer to show it is not functional and that it is likely to cause confusion w/ product for which protection is sought.

(3) Not all types of marks can be inherently distinctive, for example colors can never be. Colors can only be protected if secondary meaning is shown. Design, like color is not inherently distinctive. Thus product design trade dress can never be inherently distinctive. Notes that this is ok with Two Pesos which says that TD can be inherently distinctive but does not say that product design TD can be

(a) product config can never be inherenetly distinctive: if what you are protecting is not packaging, but is an aspect or attribute of the product config or design  (color, texture, etc). Two Pesos says restraunt décor = packaging. Can only protect config once gain secondary meaning. 

(b) makes a policy sense b/c usually reason you shape a product some way is functional – makes it look better, work better, etc (exception would be pink insulation).

(4) Rule: in an action for infringement of unregistered TD a product’s design is distinctive and therefore protectible only upon a showing of secondary meaning. Product design trade dress can never be inherently distinctive, and can only be protected after a showing of secondary meaning. To the extent that there are close cases, we believe courts should err on side of caution and classify ambiguous TD as product deisgn which requires secondary meaning.

e) product packaging: typically apply the traditional distinctiveness categories – generic, descriptive, suggestive, and arbitrary/fanciful

(1) look to the combinations of elements as a whole – don’t look at the individual elements

(2) individual elements may be distinctive individually, but the whole may be fanciful etc.

IX) Priority

a) TM protection requires that mark either be

(1) used in commerce or 

(2) registered w/ a bona fide intention to use it in commerce. 

b) common law and under registration,  determining who owns TM meant determining who used it first to identify their goods.

c) . We don’t care whether you made up the term (though that can sometimes be helpful). can use a well known term, or a well known descriptive term so long as you are the first to use it in commerce

d) TM statute works under commerce clause – thus applying this law had to be limited to use in interstate commerce – back then you had to have this.. now you can get away with most things as use in commerce

e) When a senior user of a mark expands into another’s product line and finds an interening user priorty in second line is determined by whether expandsion is natural in that customers would have been confused as to source or affilication at the time of intervening user’s apearance.

f) Common law system: pure use based

(1) Person who uses mark in commerce first gets to use it. This leads to races to establish TM priority. Would sell a few products before release date to establish use

(2) Rules about what was use sufficient use to establish production. (Court developed)

(a) Need to be real sales (although may not have to be a lot of them). 

(b) Saying “we are coming” is not enough. Advertising may not be enough, but it depends on the situation.

(c) It is widely believed that the changes in the law  has elminated the token use by raising the standard for determining when a mark has been used in commerce

(d) inherently distinctive: get priority whenever you are first to use the mark in commerce, but this is limited to the area where you are actually using the mark in commerce.

1. more than one company can share a mark for the same goods in different parts of the country and that is ok as long as those companies don’t compete w/ each other (move into the same area)

(e) If mark is descriptive its not protection until you show 2ndary meaning – so for this if you want common law protection you have to show secondary meaning in each individual area

1. Fact that you have to show secondary meaning also means that its quite possible that descriptive terms might co-exist in the same area for a while as they race to establish / prove secondary meaning

2. co-exist for a while and eventually one establishes secondary meaning and then they are entitled to the mark and protection. See discussion on secondary meaning in the making below. 

3. So under common law you are a lot better off w/ inherently distinctive term than w/ descriptive term

(3) Zazu Designs v L’Oreal – 7th Circuit 1992

(a) Zazu is hair stuff by L’Oreal. Also name of salon that planned to sell hair stuff. Had worked on it & made token shipments. In researching possible named L’Oreal found P, but was told P not selling hair care products. P did not start selling for real untill after D. 

(b) Rule: Use means sales to public w/ mark attached. One must win the race to the market to have exclusive rights to a mark. Registration allows slight sales plus notice to substitute for substantial sales w/out notice. A single sale w/ proof of intent to keep selling can show use to allow registration but use sufficient to register is not necessarily enough to get rights w/out registration. If there is no registration ntent to use a mark, establishes no rights at all. Registration itself creates only a rebuttable presumption of use as of the filing date.

(c) Intent to use modification not in effect when this case first came up (1988)
(d) Held: Dist Ct erred in equating use sufficient for registration w/ one sufficient to generate nationwide rights in absence of registration. Ps use not enough for national rights in hair color. Using mark in salon service does not translate into using mark for hair color as P neither marketed nor registered mark before D. 

(e) Bad faith issue: bad faith label has only been applied to transactions designed merely to reserve the mark not to link name to product ready to be sold to public. I.E. slapping label of a mark on old products to keep the mark.

(4) Trade name, even one that lacks any independentTM or SM significance may bar regisration of a TM or SM that is confusingly similar to the trade name

(5) Under pre-1989 law actual use in commerce prior to application for registration was required for registration. 

(a) This requirement spurred prosopective applicants to ship and/or sell a small batch of goods in order to secure TM protection which came to be known as a token use.

(b) 1989: enacted intent to use registration
1. person who has a bona fide intention under circumstances showing the good faith of such a person to use a TM in commerce may apply to register the TM .. on the principal register

a. Assuming an application based on an intention to use a mark is otherwise allowable, the TM office will issue a notification of allowance to the TM owner rather than simply registering the mark on the principal register.

2. After a notice of allowance is granted, the TM owner has 6 months, extendable to one year automatically and to three years for good cause shown (have to persuade PTO), to submit a verified statement that TM has been used in commerce at which point it is entered on principal register.

a. When published ppl may complain you registered too soon, knew wouldn’t be using for 2 years

b. If TM owner does not submit this TH is considered abandoned.

3. Assuming intent to use registrant does eventually use the mark, the initial application will be considered “constructive use” entitling the registratnt to nationwide priority from the date of the application.

(c) Paramount case – use of name Romulans on connect the dots game distributed by rock band was a mere promotional use and not enough use in commerce under section 1 of lanham act.

(d) Buti v Impressa – restaunt in Italy named Fashion Case advertised its business in the US just before Buti began using same mark for restraunts in the US. Court held that the italian restraunt could not obtain US TM rights through advertising b/c services it was providing were not offered in commerce in the US

(6) Brookfield Communications v West Coast Entertainment = 9th Circuit 1999

(a) Issue: whether federal TM and unfair competition laws prohibit a video rental store chain from using an entertainment industry info provider’s TM in the domain name on its web site and in the site’s metatags?

(b) Westcoast says though I don’t sell products till after the other, I use related term the Movie buff movie store to sell products (registered it) so that is related. Own domain name moviebuff.com 

(c) P’s registration of the mark is prima facie evidence of its validity. D can rebut this by showing it used the mark in commerce first.

1. First to use a mark is the senior user and has right to enjoin junior users from using confusingly similar marks in the same industry or w/in senior users natural zone of expansion

(d) Tacking Rule: TM owner can claim priority in mark based on first use date of similar but technically distinct mark but only in the exceptionally narrow instance where perviously used mark is legal equivalent of mark in question or indistinguishable from it such that consumers consider both as the same mark.

1. TM holder seeks to tack his first use date in earlier mark onto subsequent mark

2. should be allowed if 2 marks are so similar that consumers would generally regard them as the same

3. Standard for tacking is very strict: Mark must create the same, continuing commercial impression and the later mark should not materially differ from or alter the character of the mark attempted to be tacked. 

4. This standard is higher than likelihood of confusion standard.

(e) Court says not enough – you can have tacking but only for the same mark. You don’t get movie buff for THE movie buff store. D fails to make a showing that consumers see these as identical and cannot tack moviebuff.com onto its store. Thus P is senior user b/c it marketed moviebuff products before moviebuff.com used. 

(7)  having an intent to use the domain is DIFFERENT from actually filing the intent to use registration under Lanham act.

1. TM rights not conveyed through mere intent to use a mark commercially. Not through mere preparation to use a term as a TM

2. TM rights can vest even before goods or services are sold if totality of one’s prior actions taken together establishes right to use the TM. To show this must prove use in a way sufficently public to identify or distinguish marked goods in an appropriate segment of public mind as those of the adopted of the mark.

X) Geographic Limits on TM Use

a) common law (and today for unreged TMs) ownership of a TM does not necessarily confer nationwide protection.

(1) Rather common law TMs are protecetd only in areas where marked products are sold / advertised. 

(2) Owner of an unregistered TM for goods sold in Oregon but no where else can stop others from using that mark for similar goods only in oregon. 

(3) Seller of similar goods in NY can use same namefor goods w/out conflict.

b) exceptions

(1) TM owner is entitle to the exclusive use of her mark in any geographic area in which the mark’s reputation has been established, even if the product is not sold in that geographic area. Can be done by advertising. 

(2) TM owner is entitled to normal expansion of his business even if there is no current likelihood of confusion in that area.

(3) TM owner is entitled to prevent anyone from intentionally trading on her goodwill, even ourside her established geographic area. Only innocent (or good faith) use of same mark is protected

c) TM registration automatically confers nationwide protection of the mark, retroactive to the date of the application, even if the goods for which mark is used are sold or advertised in only a small part of the country

d) What if two parties use same mark for same goods

(1) If neither registers its mark than common law rule applies

(2) Each party is entitled to exclusive use of mark in areas where it has established goodwill. 

(3) Should the two marks come into conflict in a particular area, conflict goes in favor of of the earliest user in that area

(a) can do business across the company (mail order or interenet ordering service) so that you are marketing on a nationwide basis

(b) If you do business in a substantial portion of the nation that way you can get nationwide protection if you use it this way first. 

(c) Don’t have to show you are selling in every location in the nation if you are selling across the country in a general way.

(d) If mark is descriptive its not protection until you show 2ndary meaning – so for this if you want common law protection you have to show secondary meaning in each individual area

(4) If earliest user anywhere in country registers her mark the registrant generally gets exclusive right to use the mark throughout the country, 

(5) but non-registering party may assert a limited area defense which allows them to claim priory in those areas where they made continuous use of mark since BEFORE registering party the registering party filed her application. 

(6) Non registering party is frozen in using mark in that area and cannot expand outside existing territory or natural zone of expansion

(7) Internet Use: Given the prevelance of web sites how can internet be beyond zone of natural expansion for any business?

(8) Can get around this by contract

(9) But see Dawn Donut rule allowing junior user to keep selling area not used by registered TM owner. 

(a) Court there said they could keep going but if registered owner came to that area, junior user (non-register) would have to stop using it. This has been widely criticized.

(10) If both parties file for registration of marks that were in use in different areas, at the same time (file to register at same time) the TM Office will usually declare an interference btwn the 2 applications

(a) If parties agree or TM board determins that registration of both marks is unlikely to cause confusion, it is possible that both marks may be registered for concurrent use (concurrent use applies only to two marks that are actually in use, not to applications based on intent to use).

(b) If two or more marks are registered concurrently, however the TM office will impose whatever restrictions on the use of the marks necessary to prevent confusion among consumers.

(11) Priority disputes often resolved by TTAB via oppositions or interfences.

(a) anyone who believes that he would be damaged by registration of a mark on the principal register may file an opposition with the PTO stating why this is so

1. Must show that they are likely to be damaged and valid legal grounds why person should not get mark

(b) TM applications be published before issuance, so that interested parties may have the opportunity to search for and oppose potentially damaging applications.

(c) TM applications be published before issuance, so that interested parties may have the opportunity to search for and oppose potentially damaging applications.

(d) Often the party objecting to an application will herself have filed an application for same or similar mark. In that circumstance TM Commisioner may declare an interference btwn the two applications.

1. interferences may also be declared btwn pending applications and registered TMs *unless they have become incontestable).

2. interferences may also be declared btwn pending applications and registered TMs *unless they have become incontestable).

3. Both oppositions and intereference decisions may be appealed to Fed Circuit.



(e)  A party may later petition for cancel of a mark if they believe they will be damaged by a registration

1. Courts can order cancelation as well

(12) What happens when use asserted by P originates not with seller of goods itself but with common parlance of consumers? See VW case – VW was called beetle by company but in comon parlance this car was called a “bug” It was the consuming public that gave it this name. Courts tend toward the view that consumer associations should be protected in this context.

(13) Secondary meaning in the making

(a) descritive marks can’t be protected until owner can prover secondary meaning in minds of consumers. When does TM owner get priority in descriptive mark? May arise if D adopts mark before P gets 2ndary meaning. 
(b) There is no secondary meaning in the marking – no protection before purchasers are likely to assocated TM or TD or SM with source. Courts have been virtually unanimous in rejecting idea
(c) TM Office subscribes to a different theory of priority of marks w/ secondary meaning. Board’s position is that where 2 parties seek to register same descriptive marks, registration should be granted to whichever mark first acquired 2ndary meaning,r egardless of when the two marks were first used.
XI) Trademark Office Procedures

a)  Inherently distinctive: registration gives you presumption of nationwide use as of date you filed registration application – even if only using mark in SF
(1) Registration: traditionally have to say I use mark in commerce and it meets requirements of section 2 of lanham act (not descriptive, is inherently desinctive, not obscene)
b) If descriptive have to show secondary mearning as well as that you are using it in commerce (or intend to for intent to use)

(1) Can’t get registration for this unless you can show secondary meaning in substantial portion of the country. You also can’t use intent to use registration for these.
(2) If you have two trying to register these at the same time priority is based on secondary meaning. Doesn’t matter if X was first to use if Y was first to develop secondary meaning.
(3) Can use ads, indirect evidence (proof made lot of sale, spent lots on ads, been in market for long time, press clippings, etc). to create 2ndary meaning. 
(4) Lemley thinks you’d have to show secondary meaning in more than just 1 city, but showing it throughout CA would probably be considered substantial
(5) what is you are only person in business: easier to get secondary meaning 
(a) but may have generic problems (i.e. patented drugs – ppl come to associate name w/ whole type of product – associate it too much with me, connect my name w/ product at large).
c)  PTO checks to see if someone is using it, check to see if similar spellings of mark are being used, look at state corporate registrations to see if someone is using it but hasn’t registered the mark, check news / media to see if someone else is using this
d) If meet this mark is published to let ppl read it and object to it – ppl have right to come in to oppose b/c its too close to his or any other reason in section 2
e) Internet registration: how internet use affects your geographic protection is unclear (i.e. you register but someone has been using name in small market. amazon books case (settled)). can’t really restrict zones of operation on the net. 
f) Mere preparations to use in the market is not enough for registration. Have to show real use.
g) Similar products

(1) qwelth computers and qwelth gas vs qwelth computers and qwelth ISP

h) possible to have different looking marks: 
(1) same word BUT different logo / font or something. 
(2) Maybe this helps to set you apart BUT words are still similar so more likely to cause confusion than different words
i) TM law tends to give only injunctive relief unless there is bad faith. If you do that THEN you might have to pay damages.
j) Advantages to registering on principal register

(1) nationwide constructive use and constructive notice 

(a) cuts off rights of other users of same / similar marks

(b) nationwide priority

(c) lets you build up goodwill overtime and know you are protected from the date of protection subject to limited areas where its being used

(2) Presumption of validity: 

(a) this is a relatively week presumption (preponderance of the evidence)

(3) possibility of achieving incontestible status after 5 years

(a) if you can show it was registered for 5 years w/ out challenge or opposition AND you are still using it

(b) greatly enhances rights by eliminating many defenses 

(c) misleading b/c you can contest it on a number of grounds: there are 21 of these (dissent of park and fly case)

(d) Can’t argue that it lacks secondary meaning and should not be protected, you get a presumption of distinctiveness at this point

(4)  right to bring federal action w/ out regard to diversity or minimum amounts in controversy

(5)  right to have customs officials bar importation of goods with infringing mark on it

(6)  more damages, attorneys fees, etc. 

k) There is also a supplemental register

(1) Created to allow ppl in US to register TM so they can register it in other nations

(2) foreign reg can’t be gotten w/ out domestic reg

(3) lesser standard than for principal register – mark need only be capable of distinguishing goods / services

(4) does provide notice mark is in use and can be cited by PTO or litigated, but lacks other advantages of principal register

l) Grounds for refusing registration

(1) No TM by which goods of applicant may be distinguished from goods of others will be refused reg on principal reg b/c of its nature unless it

(a) consists / comprises of immoral, deceptive, or scandalous matter or matter that may disparage or falsely suggest a connection w/ persons living or dead, institutions, b eliefs, or national symbols or bring them into contempt or disrepute

(b) Consists of flag, coat of arms, etc of US, any state or municipality, or foreign nation or simulation thereof

(c) Consists of name, portrait, signature, iding living person except w/ his  written consent or name, etc of dead president of US during life of his widow, except by her consent

(d) consists of or comprises mark that so resembles mark registered in the PTO or mark or tradename previsously used in the US by another and not abandoned that is likely to cause confisusion, mistake or to deceive when used w/ goods of applicant. Commissioner may decide concurrent registration is possible (both reg it but limited as to where they can use it) – this must not be likely to cause confusion

(e) consists of mark that is descriptive or deceptively misdiscriptive, when used in connection w/ goods of applicant is primarily geographically descriptive, when used in connection w/ goods of applicant is primarily geographically misdescriptive,. is primarily a surname, or is as a whole functional. 

1. These marks can be registrable is secondary meaning can be shown

(2) Washington Redskins case

(a) Seek to ger Redskins mark canceled b/c offensive to native americans. Ordered Canceled. 

(b) Court says they have  to consider term or other matter at issue in context of mark in its entirety, services Ided in challenged registration, and manner of use of mark in marketplace. 

(c) Rule: Must decide whether at time the mark registration was issued the mark consisted or comprised of scandolous matter or matter that disparages or brings into disreptue. This involves 2 step process.

1. Determine likely meaning of matter in question

2. Determine Whether in view of that meaning matter is scandalous to substantial composite of general public. Intent to shock may be considered, but it is not dispositive on this issue. 

a. Disparagement: perceptions of general public are irrelevant here. only those reffered to, implicated or identified in some manner by mark are relevant to this determination. This also applies to brining things into contempt or disrepute. 

(d) Lemley: Redskins canceled b/c it was offensive. None-the-less it doesn’t follow that the team loses all protection, they still get common law proteciton.

1. Law doesn’t prevent enforcing rights in well known mark that violates section A.

2. Still have common law protection. Even national priority. Just can’t get benefits of registration or lose those benefits. Ultimate result here was more symbolic than anything else

(3) Old Glory Condoms: another allegedly immoral or scandalous matter. Here they held should consider this under conemptorary standards. Reversed denial of registration bc ok in . 

m) Incontestibility

(1) Park N Fly Case

(a) This registration got allowed even though it probably was descriptive, so after that plus 5 years was enough for proteciton. Even if you shouldn’t have gotten it you did and now you have certain rights after the 5 years

(b) Statute seems clear though that once mark is incontestible you can’t raise descriptiveness as a defense to infringement

(c) Inconsetible marks can only be challenged on specified grounds and this does not include descriptiveness

(2) Another case held same for functional. Mark was allowed even though functional, five years passed so incontestible. So cannot be canceled for functionality – this is not one of the enumerated defenses in section 1064. 

XII) Infringement

a) With any trademark you have an exclusive right to use the TM. This is the right to prevent consumer confusion.

b) test is whether consumers are likely to be confused.

(1) When you consider likelihood of confusion one factor is consider how likely are products to be confused now and how likely are two companies to start selling similar products? 

c)  Basic rule is you are free to use a mark that is not confusing.

d) Lemley Gives us 8 Factors for determining likelihood of confusion from Sleekcraft – may be more but he gives us   8. 

(1) First Factor: Strength of the mark

(a) Is it arbitrary or fanciful (these are stronger) 

(b) or descriptive these are weaker

(c) Secondary meaning: may help descriptive and even arbitrary marks.

(d) If the mark is strong – arbitrary or fanciful or descriptive plus secondary meaning and well established.

(e) Is it well established, that consumers associate mark w/ my product / company. If mark is descriptive you will have to prove secondary meaning


(2)  Factor Two: Nature of relevant goods (Ps and Ds)

(a) If being used on identical goods there is more likely to be confusion. 

(b) Some have said we may even start with a presumption on this alone

(c) If goods / services are so far apart and same or similar mark Sleekcraft says don’t have to worry about it 

(d) Lemley says still need to show no likelihood of confusion.

1. What about lexis / lexus. Similar marks, but very different goods.

(e)  Series of cases with somewhat related goods. Sleekcraft sees different markets for pleasure boats and racing boats so not likely to be confused.

(f) For proximity of goods: More likely public is to assume relation btwn two producers, less similarity of marks required for likelihood of confusion. 

(g) less similarity needed when products complimentary or closely related. 

(3) Factor three: similarity of the marks: 

(a) With word marks we test similarity in sight, sound and meaning.

1. We want to know all the things consumers might perceive about a particular word.

2. Coca Cola has sued Koke – koke. Lacks meaning (koke). Sounds / pronounced the same. Visually somewhat similar.

3. Need more than slight differences generally

4. closeness in meaning considered as well

(b) Compare marks as a whole rather than their elements

(c) In making this determination we look at mark or trade dress as a whole, in context.

1. Question is what will consumers actually encounter on the market and in an advertisement. 

2. So even if there are some similarities btwn the two products, the dis-similarities may overwhelm the similarities 

(d) So we edit out the unprotectable elements and don’t consider them in deciding whether it infringes. Mrs Field’s Cookes vs. Fred’s Cookies. The only similarity is “cookies” and it can’t be infringement.

(4) factor four: evidence of actual confusion

(a) Clearly if ultimate goal is to decide whether consumers will be confused evidence that they were confused is helpful. This may be peresuasive (sleekcraft). 

(b) Problem is that it tends to be anecdotal and so you can only give it so much weight. 

1. I.E. people who complain of confusion, etc.

2. supplement this with survey evidence: as w/ secondary meaning you try to find group of likely consumers and survey them

a. Give 2 products side by side, or give one product and ask who makes it. 

b. Assuming court thinks survey is properly designed, it will be powerful evidence of likelihood of confusion even if as few as 10-15% find it consuming. 

c. Not focused on median consumer, want dumber or more careless consumers included. this could still hurt a company if they lose 10% of their consumers.

3. This is not determinative though. Survey evidence is only predictive, so its not what all consumers did in market place. 

4. Actual confusion factor is just one type of evidence that can show likelihood of confusion or its absence (survey s can also show this).

(5) Factor five: marketing channels

(a) Likelihood that these products are going to show up opposing each other. Show up right next to each other in the store.

(b) By contrast if marks are on products that aren’t quite the same or used at different points in the distribution chain: one is a mark primarily directed at business purchasers and the other is likely to be aimed at general consumers they are not likely to come into competition and less likely to cause confusion

(c) Parallel advertising channels: here ad for Mrs. Fields and Mrs. Frieds on the radio it is likely to increase confusion. 

1. If advertised in different channels less likely to cause confusion (one only in radio, one in newspaper).

2. If prell hair color and shampoo are on the same shelf there may be some confusion, but if you see coke and koke side by side people may not be confused b/c they can see it

(d) Disparite in price: matters primarily for factors two and five – different market segments 

(e) similar sales methods? 

(f) Pharmeceuticals: drugs (walphed vs. sudafed) perfumes (compare smell of this perfurme to calvin klein). Courts say legitimate competitive advertising (invoking similarities) is ok as long as you aren’t creating confusion. Similaritiy alone is not enough to show infringement if differences in context b/c of disclaimers or whatever are enough to prevent confusion.

(g) Even for vaseline and safeway brand – same package, same blue lid. Many decisions for these products along this line indicates trying to say we are LIKE them rather than we ARE them. BUT even if you make identical product to ivory soap you still can’t call it ivory soap!

(6) Factor Six: consumer sophistication/care

(a) How much attention are ppl paying to this decision: Funciton of who the consumer is – how educated are they, etc AND how much money will they spend and thus how much care will they take?

(b) typical buyer exercising ordinary caution

(c) when buyer has expertise higher standard is proper though will not preclude infringement

(d)  If I buy a car, I’m less likely to buy “lexis” just on the name when I’m looking for lexus. Contrast w/ pencils where you may not even look at brand.

(e) This weighs in as to whether similar but not identical marks or similar but not identical goods cause confusion.

(f) What consumer group we look at depends on what the products are and how similar they are (i.e. two colas, vs car / legal research thing). This can play a role here and in the marketing channels.

(g) may be found if as few as 10-15 percent are confused

(7)  Factor Seven: intent to deceive

(a) If you intent to deceive consumers into buying my product that is a factor supporting likelihood of confusion – even if it is not succeeding

(b) Proof of good faith doesn’t help me much as a D

(c) Don’t want to encourage ppl to deceive. Punish them for bad conduct even if it is not that successful. Might be evidentiary – to the extent we aren’t sure about other factors.

(d) This can be powerful: if you show identical product and intent to deceive you get a presumption of infringement in the 2nd circuit

(e) Best evidence of this is direct evidence – marketing memos, etc. But looking at evolution of product / brand can help too. 

1. Start out further away – started out as koff for soda, changed to kofe, then later they make it koke.. Might infer they are edging up to or trying to take from good will of TM owner

(f) Deliberate and parallel marketing campaigns – try to get products right next to the other (go to same trade shoes, advertise in same channels, etc). 

(8) Factor eight: likelihood of expansion

(a) This goes back to the question of conglomerates and the nature of the goods

(b) Even if these goods do not compete, how likely is it that these companies will run into each other in the future b/c a natural zone of expansion of one product will put it in direct competition with another. 

1. What will the situation be 5-10 years down the line? Are we going to put ourselves where infringement will happen eventually? 

(c) This got less consideration in the past, i.e. Bordens (ice cream) and Bordens (condensed milk) was once found not to be likely to confuse b/c companies did not expand as much. Gets more consideration now

(d) It may depend on how likely you are to expand into that market. AOL may not be able to stop an AOL gasoline, but prell might be able to stop Prell haircolor.

e) May be able to ameliorate confusion: disclaimer, etc. 

f) Post Sale Confusion: What if third parties are the ones confused? 
(1) People who make purchase aren’t likely to be deceived but others who see the product are likely to be deceived
(2) I.E. consumers know what they get but third party sees it and is confused?
(3) 2nd circuit held that this postsale confusion was TM infringement
(4) How is this different from generic drugs? Not different in sense that comsumers are not confused. But here you are buying product of identical qualaities and ny similarities are designed to call attention to identical quality not to the value itself
(5) Sports logo context: people buy it not b/c perceived quality of good but b/c they want the mark itself. Law says there is something wrong w/ taking mark (most courts) as a valuable thing, even divorced from products it belongs too. So result is: 1) TM law hasn’t got a good theory why we do this. 2) But in deciding we want to protect these we may have created a consumer expectation that this is protected and so they may think a cheap knock off t-shirt is authorized by the dallas cowboys, and we want to prevent that
(6) TM law has started to recognize importance of logo as product. 
g) Just b/c mark is incontestible does not mean it is strong for this test

h) Sleekcraft Case

(1) Involved dispute over two types of recreational boats. Marks at issue are Slickcraft and Sleekcraft. 

(2) Court said that although there was some overlap in consumers, they appeal to different markets. One is for family recreation the other for high speed. 

(3) Slickcraft is deemed a weak mark. It is suggestive. Says only if marks are quite similar and goods closely related will infringement be found (as it is weak). 

(4) District judge said confusion unlikely. Court disagrees and remands for limited injunction. 

i) Other types of confusion

(1) Confusion as to source

(a) may find confusion even in absence of direct product competition

(b) Even if products aren’t identical, if they are close enough there might be confusion of source i.e. prell hair color and prell shampoo. Any problems with the product may get attributed to me. You don’t lose a sale directly, but your reputation may get hurt. Hurts the company. 

(2) Confusion as to sponsorship:

(a) allowed in some cases but is somewhat more removed.

(b) question remains similarity of the marks

(c) I sell soup and put olympic committee symbol on my can. 

(d) Not likely to think committee put out soup, but people may think I sponsored the olympics and spent a lot of money to put the symbol on there. 

(e) Campbell does sponsor, so if some other soup put mark on but does not sponsor, you ARE confusing consumers as to who is sponsoring here

(f) Who is TM owner? The owner is the olympic committee not campbells. They are the ones hurt in some way. 

(g) Who can sue? If we use a TM symbol of olympics we can say hurting market for sponsorship and they can sue. If we are beyond sponsorship then its more likely to be false advertising and here competitors can (and are the only ones who can) sue.  You get unfair advantage over me by false advertising. Consumers can’t sue for false advertising

(3) initial interest confusion – i.e. you see mcdonald’s sign at exit, you pull off and there is no mcdonald’s but there is a burger king. You won’t be confused by the actual buying of the product, but you were drawn off the highway and this may cause some initial interest confusion. May be actionable. Especially if there is a McDonalds at the next exit!

(a) It has to be confusion that matters for some reason. If there is no relevant sales decision: i.e. confuse those likely not to be consumers or they make no investment as the result of confusion.

(b) McDonald’s sign that is no where near a highway exit – can’t do anything about it. then you can’t do anything (no initial interest confusion).

(c) Occurs before I make purchase and is presumably dispelled by time I make purchase

(4) reverse confusion: large company adopts mark of smaller tm owner. danger is that public associates mark with big company rather than true owner. Courts have held this to be infringement. 

(a) dual use marks: 7th circuit – where public appropriates tm for use to describe another product or service rather than D doing it, TM law should not stand in its way. 
XIII) Dilution

a) In some cases courts find infringement even where consumers are not likely to be confused. 

(1) I.E. by use of kodak for bikes b/c use of famous kodak name on bikes would hurt kodak even in absence of confusion as to source. End result is a blurring of the term kodak. Before you could just say kodak, now have to say kodak film or kodak bike. 

b) Federal Dilution Act: Prohibits dilution of the distinctive significance of a certain group of marks: those marks that are famous.

c) To Show Dilution:

(1) Must show mark is famous 

1. Consider inherent or acquired distrintiveness of mark

2. duration and extend of use of mark conneced with goods or services w/ which mark is used

3. Geographical extent of area mark used in – must be substantial portion of US 

4. channels of trade for goods / services carrying mark

5. degree of recognition of mark in trading areas or cahnnels of trade used by mark owner and alleged diluter

6. nature / extent of use of same / similar marks by 3rd parties

7. whether mark is registered

(2) Dilution

(a) blurring (nabisco case)

(b) blackmail dilution in cybersquatting

(c) tarnished: I.E. Exxon porn or crack. May lose value b/c even though consumers know it’s a different company it may lose value if they associate Exxon with porns

1. may make mark less desirable

2. Playboy argues that MORE hardcore sites that use their name tarnish their mark

(3) Does not prohibit fair use of mark in comparative advertising, noncommercial uses of mark, or news reporting /commentary

(4) Has been construed to apply to registered and unregistered marks that are famous (even though text says registered)

(5) State law can still apply for locally famous marks but ownership of valid federal registration acts as complete bar to state action

(6) Can only get injunction unless dilution was willfull (intended to trade on TM owner’s rep or cause dilution)

(7) Trade dress and product config protected too

(8) Marks need not be IDENTICAL. Similarity btwn amrks is sufficient if causes blurring or tarnishment. 

(9) Lemley says not supposed to consider likelihood of confusion, but you still have to consider the perceptions of consumers - Must be enough similarity between the marks to cause confusion

(10) We ask not are consumers CONFUSED but when they see Exxon chairs do they think “ah ha Exxon”

d) What is threshold for proof of the harm: courts are divided.

(1) In ordinary TM law standard is likelihood of confusion. Can stop confusion even if it has not happened yet. Doesn’t have to actual BE confusion.

(2) Dilution statute doesn’t talk about likelihood of dilution – only that you can get injunction against acts that cause the mark to be dilution.

(a) Two circuits says you have to show actual dilution – that there was ACTUAL LOSS of distinctiveness before you can get relief. They you can’t go on likelihood of dilution.

(b) Other circuits reject this and say it means likely to cause dilution as well.

e) Statute requires commercial use in commerce (b/c tm law is based on commerce clause)

(1) This is designed to trigger minimum protection needed to meet interstate commerce threshold- but virtually everything is use in commerce now

(2) Commercial: seems to limit the statute to uses of the TM as a mark in conection with products. 

(a) This law is directed at blurring by selling products of same / similar mark. Or Dilution by selling products of same / similar marks.

(3) Statute specifically exempts non-commercial uses, news reporting, etc.

(a) can use it for reviews, reporting on product., to talk about stuff, etc. Even if people like exxon less afterwards.

(b) Political speech, social speech, etc

(c) Use in parody – Muppets movie had character named “Spaam” – not used to brand / sell products, was in the movie b/c it was thought funny. So this was ok.

(d) Question is not am I a for profit / non profit company. Such companies can infringe if they use it as a brand, etc. Lemley thinks using American Red Cross for non-profit uses would still be dilution if you are giving services

(e) But use in political or social speech (entertainment – muppets) that has to be ok

f) We consider fame b/c we are giving right to control something broader than likelihood of confusion. This is a much more powerful right over the word and that seems unjustified unless there is a corresponding mental association

g) Courts have held a number of marks famous that probably should not qualify as famous: Intermatic, Nailtiques, Etc. Wa Wa.

(1) There may be an arguable case for regional fame if this is something we want to protect: but aren’t these supposed to be natioanlly famous marks?

(2) In many cases courts stress meaning of famous to include marks that might not be considered famous to many people

h) Nabisco Case: Catdog snack v Goldfish

(1) Pep Farms said fish in snack diluted its goldfish TM. 

(2) Says Dilution requires 1) senior mark is famous; 2) must be distinctive; 3) junior use is commercial use in commerce; 4) must begin after senior mark became famous; 5) must cause dilution of distinctive quality of senior mark
(3) famous mark w/ out distinctivess lacks what law designed to protect

(4) Finds moderate distinctiveness in goldfish. court says pep farm is likely to succeed in showing that catdog fish dilutes distintive quality of its goldfish crackers

(5) more distinctive senior mark is, more interest to protect. weaker senior mark is tends to argue against dilution, especially if other mark used in different field. Very distinctive mark more likely to suffer dilution. 

(6) marks but be sufficiently similar that in minds of consumers junior mark is associated with senior. 

(7) dilution can occur btwn non-competing and competing products. Don’t need to show consumer confusion though. Junior use that confuses consumers as to WHICH MARK IS WHICH is diluting. If these markets were different might look at whether junior or senior is likely to bridge gap into other market. 

(8) Considers geographic limits and shared consumers; consumer sophistication; actual confusion; whether mark is adjectival (desriptive) of junior area of commerce (more this is, less likely to find dilution)

(9) Court buys into likelyhood of dilusion school

(10) courts say that you can be famous only in a context. - goldfish is famous but only in context of cheddar cheese crackers

(11) PF Brand tried to win on consumer confusion but lost on that argument but won the case.

(a) Does this holding give same protection as likelihood of confusion while meeting lowers standard

(b) This may be troubling but this is how courts are going. Dilution seems to be taking over for likelihood of confusion.

i) What about descriptive marks?

(1) Apple computers. You have to have some room for generic use of the term. Apple can’t take away this word from the english language.

(2) What about words that don’t represent a kind of thing? I.E. guess – do we want to preclude others from using common english word as a mark?

(3) Closer we get to shared / descriptive marks the more problematic dilution becomes

j) What if you have two companies using same name (non-unique marks).

(1) Dell books and Dell computers – protection seems less probable but you can get it.

(2) What you get is basically to stop new users

(3) Can’t go after pre-existing ones. 

(4) Rights trigger only after mark becomes famous and apply only to uses that start after mark becomes famous.

k) dilution in cybersquatting

(1) dealt with in 43(d) anticybersquating consumer protection act,

(2) Many cases that reached to find famousness dealt w/ cybersquatting so now this can be dealt with under 43(a)

XIV)  Contributory Infringement
a) Questionable whether this Exists for TM. A number have courts say it does (landlord knows tenant infringing TM and does nothing about it. 

XV) False Advertising (SEE PAGE 714-725)

XVI) Defense

a) Genericness – we are left with basic descriptive term that people use not to refer to specific brand but to the entire class of goods. 

(1) Some terms start out generic, but others can become generic over time.

(2)  So if people come to associate word not just with one product but entire class of product genericide occurs – mark is canceled off the register – it is killed off.

(3) may become generic as to some products but not all. so may be canceled in part. 

(4) 2nd circuit has sometimes said even generic names get some protection – take every reasonable step not to cause confusion

(5) Murphy beds, asprin. Were genericided. Elevator and escalator too. Thermous.

(6) You can see this process at work. I.E. Kleenex. If people come to use this term genricly then it may lose TM protection

(7) JEEP convinced ppl to use term SUV and not jeep to refer to these big trucks

(8) Genricness is directed at consumer perceptions.

(9) Traditional rule: once you are generic you are dead. can’t get it back. 

(a) Lemley says at least once case where someone took term that was previously held generic and gave it enough secondary meaning that it was protectable: antidefamation league

(b) Started out generic but over time it developed secondary meaning and was protectable

(c) Windows based operating systems: at first was generic term refering to windows based operating systems, now it seems like a MS TM.

(d) Statute specifically says if it becomes generic in one part of the US it is canceled in that area. Murphy case was specifcally a geographic region.

(e) Murphy Beds: when a term is generic TM protection will be denied save for those markets where term has not become generic and 2ndary meaning continues. Where publis is said to have expropriated  a term established by product developer burden is on D to prove genericness. Whether term is claimed generic by reason of common usage or exprorpriation is critical. 

(10) if the owner of a patent retains the designated name which was essentially necessary to vest public w/ full enjoyment of product – this is when name patent user gives product becomes generic

(11) Courts may consider how much effort you’ve made to police your mark, but it is not always possible to prevent genericide. When TM achieves rapid and overwhelming acceptance no amount of police work will do. 

(12) Often this is the first mover and often it is the person with the patent

(a) ppl who come up w/ new drugs make up generic terms and brand names and work hard to distinguish them even while product is only one being sold – only one ibuprofin while advil has patent. So they keep them distinctive

b) Functionality 

(1)  functionality typically applies to product configuration and some TD

(2) Don’t want ppl using TD protection to get effectively perpetual patents

(3) See Restatement of unfair competition on pg 747

(4) We define functionality as things that are essential to product to make it work or things that are effective in that they make product cheaper or more valuable. They let you make it at a lower cost. This won’t be protectable.

(5) Does not have to be product design functionality, it can be aesthetic functionality. Something ppl want b/c it looks better than other products. This is not something a TM can protect.

(6) Problem is these things can be bound together: some want iMAC b/c it looks cool, others want it b/c they know it comes from apple.

(7) styles of painting: based not on source but on attractiveness (ie impressionism) is functionality

(a) functionality helps us separate patent from trademark law; ie, can patent dual spring (Traffix) but cannot tm it; can copyright painting (ie, original designs) but cannot tm; caveat: can copyright some features, patent others and tm others in same thing

(8) Stormy Cline – Coolit Jacket case

(a) Are jacket slits functional?

(b) Rule: Functional feature is essential to the use or purpose of an article or … affects the cost or quality of the article

1. It is essential only if feature is dictated by functions to be performed. Feature that merely accomodates useful function is not enough. 

2. Feature affecting cost or quality of an article is one which permits article to be made at a lower cost or which constitutes an improvement in the operation of the goods 

3. Main inquiry is whether TD protection will hurt competition by allowing party to monopolize useful desgin features

a. Would this prevent potential competitors from entering market? Are alternative arrangements feasible? 

b. Unique arrangement of pure functional features are functional. Arbitrary arrangement of predominately ornamental features that do not stop competition by differently dressed products are non-functional. 

(c) If features are ornamenal and non-functional they are not functional and may be protected 

(9) What if design is part functioanl and part distinctive? One court said configuration is protectable where total image and overall appearance were not dictated by function despite the fact that various aspects were functional

(10) Aesthetic functionality; features adopted not for utilitarian reasons but not for identifiying reasons. For non-trademark reasons these are adopted. carvings in silverware found functional. 

(a) Qualitex: color was not  functional. But it can be. if aesthetic value lies in ability to confer benefits that can’t be duplicated by another design it is functional. Test is whether giving TM rights would significantly hinder competition. If it does it is functional. 

(11) Traffix Case: 

(a) here you actually get patent for dual spring design, it expires and then party says we have TD and product configuration for spring design. PPL recognize it as one of our products – there is secondary meaning and you can’t copy it

(b) . Even if there was secondary meaning, court says you don’t get to own that b/c it is functional – it performs a useful service by holding signs up better than other designs

(c) TM can’t protect that. That is what patents are for, you had one and it expired.

(d)  Issue: does existence of expired utility patent foreclose possibility of patentee claiming TD protection in product design?

(e) Where TD not registered on principal register person who asserts protection has burden of showing it is not functional. 

(f) Rule: prior patent is significant in resolving functionality. Utility patent is strong evidence that features therein are functional. If TD protection sought for those features the partent adds great weight to the presumption that features therein are functional until proven otherwise. Where features seaking protection are claimed in the patent one seeking TD protection must carry heavy burden of showing feature is not functional, i.e. showing merely ornamental, incidental, or arbitrary aspect of the device that have no purpsoe w/in the patent. 

(g) Even if no previous utility patent party seeking TD protection has burden to show nonfunctionality of TD features. Feature is functional and cannot be a TM if it is essentail to use or purpose of the article or if it affects the cost or quality of the article. It is a feature the exclusive use of which would put competitors at a significant non-reputation related disadvantage. 

(h) can look at prosecution history as well as patent itself if need be to see if particular feature is claimed as useful. 

(i) Whether the product config is a competitive necessity a feature is also functional when it is essential to use or purpose of the device or when it affects cost or quality of device. 

(j) Should inquire as to significant non-reputation related disadvantages in cases of aesthetic functionality. Wheter design is functional no need to consider if competitive necessity for feature. 

(12) the interrelatedness between products w/ aesthetically functional attributes and source identifying attributes 

(a) distinction between the two: sometimes shape/product will do both

(b) ex: Ferrari: distinctive car, recognizable; can Ferrari protect the fact that it looks different than other cars from others making same design; problem is that some attributes are purely functional - ie, aerodynamics, high speed cornering; clearly that some of the angular shape/low to ground, though aesthetic are functional

(c) sense that design of Ferrari as a whole may be economically valuable; ie, looks attractive to potential customers; attributes of product design driven not by source identifying function but by attractiveness are aesthetically functional and therefore under Traffix and Qualitex, cannot get protection for aesthetic functionality

(d) Ferrari: combination of features that don't serve an important function that help this thing look like a ferrari (not just that it looks cool but that it looks like a ferrari)

(e) aesthetically functional attributes and source identifying attributes are in ferrari ­ will give protection BUT NOT TO FUNCTIONAL ELEMENTS; ie arranging all of these components can copy some attributes of ferrari and would be ok IF SOURCE IDENTIFYING AND NOT FUNCTIONAL (either actually or functionally); CLOSE CASE

(f) IF BOTH aesthetically functional and attractive, cannot prevent others from copying A unique combination of functional features, HOWEVER, may be tm-able

1. even if all are separately functional

XVII) Abandonment

a) tm laws do not have expiration date; potential perpetual protection

b) rationale to protect consumer confusion therefore should remain perpetual

c) get protection so long as continue to use in commerce; if you stop using in commerce ­ abandon mark ­ then you lose protection

d) For Abandonment:

(1) discontinued use w/ Intent not to resume use in commerce in a bona fide sense in ordinary course of trade and not just to reserve mark  intent not to resume can be inferred from circumstances

 OR

(2) After 3 years, even if intend to resume, then mark abandoned

(3) when any course of conduct of owner, including acts of omission as commission, causes mark to … lose its significance as a mark

e) theory: since goal of tm is to prevent consumer confusion and you are out of biz for good, makes no sense to protect your mark; ie, like wherhousing marks – don’t want this. 

f) problem is that sometimes/frequently, when famous companies change names there is residual goodwill built up; ie people still recognize old name associated w/ that product and if abandoned people could jump in and take that name and use it 

g)  EX: PanAm: went bankrupt; someone else can be PanAm (but would be confusing consumers)

h) Can lose protection where consumers still have mental association of good will

i) if company changes name to Exxon, old company will sell a few items to someone else with old name ­ court said NOT REAL USE IN COMMERCE, just token use

j) Duraflame - someone abandoned the mark and many other companies jumped in and tried to use the duraflame name on their log; the first one who uses it in commerce after date of abandonment gets it

k) Person’s proper name cannot be deemed abandoned throughout their life

l) Brooklyn Dodges Case: 

(1)  Restraunt called brooklyn dodger

(2) From time dodgers moved to LA did not use mark again until 1981. Since then use has been sporadic, mostly for clothes. 

(3) Abandonment: discontinued use w/ intent not to resume. Intent not to resume can be inferred from circumstances. Party seeking cancellation has burden to prove abandonment. Must establish it by preponderance of the evidence. Minor changes in TM that do not effect overall commercial impression are not abandonment. 

(4) Court says to keep using mark would have had to keep team named brooklyn dodgers so name would be identified w/ team by public. 

(5) Residual goodwill; mark keeps this if proponent of mark stops using it but shows an intent to keep it alive for use in resumed business. This will not preclude abandonment where owner unequivocably declares intention to discontinue use. 

(6) Once prima facie abandonment proven TM owner has to show intent to resume. rather than showing it did not intent to abandon mark, TM owner must show it intended to use or resume use. 

(a) Mark was abandoned then resumed use. But only on historical stuff – clothes etc. P’s rights are just limited the good on which TM used since resumption. Does not stop D from using it w/ restraunt. 

XVIII) Unsupervised Licenses

a) if Coke decided to sell name, it would not be permitted to do that UNLESS it sold relevant assets/goodwill along w/ the name; ie would have to sell secret formula

b) in past, had to sell whole biz along with name

c) courts more relaxed now would have to sell the formula (or customer list, etc) along w/ tm

d) Assignment of TM alone w/out any underlying assets or goodwill is assignment in gross. these are invalid. 

e) if license to someone else to use mark must police their use to ensure that they are making my product that franchisor made

(1) ie, McDonalds: if McDonalds did not police and one franchisee started selling pizza McDonalds would lose name; no rights in name itself, rather rights in goodwill

f) what if they want to change the quality of their thing; ie Coca-Cola forbidden from licensing without supervising and forbidden from selling w/out formula; CAN IMPROVE BRAND that is ok; BUT only the owner of the tm can make that decision; ie, a franchisor (McDonalds Corp) can but franchisee cannot 

g) Dawn Donut Case

(1)  Allegations of abandoned TM due to inadequate quality control and supervision on part of licensee

(2) Licensor or registered TM must make reasonable effort to detect / prevent misleading use of mark by licensee or suffer cancalation of mark via abandonment (act or omision that causes loss of significance)

(a) Controlled licensing is fine, it is this naked abandonment that is the problem

(3)  Was policiing here enough? That is what we ask. 

XIX) Non TM or Nominative Use

a)  tension between tm rights and free speech rights

b) as we more treat tm rights as a property right, the conflicts between tm law and free speech become more substantial

c) doctrine of non-tm use: Kazinsky in New Kinds on Block Use also called nominative use ; can say, for example, that Coke tastes better than Pepsi; doesn't make use illegal because I'm using that mark to accurately refer to the brand/goodwill/source itself EVEN IN A COMMERCIAL CONTEXT

d) which is why comparative commercial advertising is ok; can say, for example, that four out of five dentists prefer my toothpaste over colgate

e) New Kids Case

(1) Polls over whick NK was best

(2) can make money on popularity; not confusing people that I'm new kids; rather conducting a survey

(3) ONLY CAUTION: cannot do it in such a way as to imply sponsorship or affiliation; ie cannot say that New Kids sponsored (because that would lead to likelihood of confusion)

(4) these principles also explain Parody cases

(5) Generally comes up when things can only be Ided by their TM. How else do you refer to them? Such uses does not implicy sponsorship or endorsement of product b/c mark is used only to describe thing rather than identify source

(6) Rule: Where use of TM does not try to capitalize on consumer confusion or take name for another product. Where only word available to describe thing is the TM. B/C it doesn’t implicate source ID function it is not unfair competition. Is ok b/c no implied sponsorship or endorsement by TM holder. 

(7) Differs from TM fair use b/c refers to TM holder itself, not to something else. Can use to desribe TM owner’s product even in commercial context (or if in competition i.e. comparative advertising) this is ok as long as:

1. product / service in question must be one not readily identifiable w/out use of TM

2. only so much of mark or marks may be used as is reasonably necessary to ID product or service

3. user must do nothing that would suggest sponsorship or endorsement by TM holder

XX) Parody

a) draw line using your mark to make fun of it or something else; if I make fun of your mark and as a result people think you had something to do with it, we have a problem; but if people are not confused, then no problem; also no dilution problem because of first amendment and statutory limits

b) therefore if i make fun of your mark you do not have right to prevent me from using (ie, fucknetscape.com)??? Anheser-Busch

c) court says whether this is legit parody depends on what consumers think

d) surveys: - if survey shows that 6% is a new type of michelob - almost 50% believed that even though they thought it was a pardoy, thought that parodist had to get permission to do this AND THEREFORE 8TH cir says that showed likelihood of confusion

e) ie, did anheuser bush authorize this? people thought that they should authorize it and court used this as evidence of likelihood of confusion

f) unresolved issue today: easy cases of parody where does not confuse consumers ie LLBean Case:

g) but may be cases where circumstances are such that want to permit speech because may have some other social value than tm itself

h) LL Bean Case

(1) Pardoy of LL catalog in porno mag. 

(2) Can’t find dilution based on tarnishment based only on presence of an unwholesome or negative context in which a TM is used w/out authorization. 

(3) TM is tarnished when consumer capacity to associate it w/ approrpirate service is diminshed. Arises when goodwill of TM owner’s product is linked to shoddy produy or products w/ associations that class with those generated by owner’s lawful use of mark

(4) OK to use to stop selling dissimilar products / services

(5) Difference here is 1) not unauthorized commercial use of another’s TM and 2) here we have P’s mark used as vehicle for editorial or artistic parody. So parody is ok here. TM parodies even when offensive do convey a message. 

i) This defense has been used against infringement as well. 

(1) Some courts use balancing test: weigh public interest in avoding ocnfusion against public interet in free expression

(a) where party chooses mark as parody of existing mark intent is not necessarily to confuse but to amuse. Mere fact that a party intends to create parody does not preclude possibility of confusion. Parody must show that it is original but ALSO that it is NOT original. 

(b) That parody appears on products sold for profit does not necessarily alter it being a parody or being ok. 

(c) 5th circuit adopted parody / satire distinction. Satire – naming bar velvet elvis TM infringement against Elvis estate. 

