Patent Analysis











Copyright Analysis



Ownership

	Regime
	1909 Act
	1976 Act

	Initial Ownership
	Federal protection attached only after publication with notice, publication without notice barred later protection

-Ownership required formalities (notice)
	Author who created the work is the initial owner

-Post Berne no formalities to gain protection/ownership

	Term of Protection
	-28 years + 28 year renewal (originally)

-Additional 19 year extension

-Additional 20 year extension (Sonny Bono Act)

-Automatic renewal for works who’s initial protection period ends after 1992 (no automatic renewal for works pub. 1950-1964)
	-Life of the author + 50 years

-Additional 20 year extension (Sonny Bono Act)

-Author can regain rights for those 20 years

	Transfers
	-Initial transfer runs for the first 28 years

-Author can recover ownership for second term of protection if renewal is filed in the 27th year 

-Can also recover rights in the 19 years granted by the 1976 act or the 20 years of the Sonny Bono extension period

-If copyright holder died during the first term rights reverted to their heirs who were not bound to honor other agreements for the rights

-Could only transfer all rights in a copyright

-Total transfer had to be in writing, licenses could be oral
	-Transfers apply for the life of the copyright

-In the 35th year after transfer the author can reassert their rights (applies from year 35-40)

-Can notify of intention in year 25, and must notify by year 38

-This “Termination of Transfers” is an inalienable right, it cannot be contracted away

-Partial transfer of copyright rights are allowed, but they must be in writing


Formalities

	Regime
	1909 Act
	1978 pre-Berne
	1978 post-Berne

	Year of Pub
	1909-1978
	1978-March 1, 1989
	1989 on

	Notice
	Common law protection until publication.  After publication only received Federal protection with © notice
	Federal protection required © notice with first publication, but allowed a 5 year grace period to remedy §405(a)
	No notice requirement, but © notice grants specific protections

	Requirements
	1) © or Copr. Copyright

2) Name of owner

3) Date of first publication

Located in specific place 
	1) ©, Copr., Copyright on copies, circle P for phonographs

2) Name of owner

3) Date of first publication

Located so as to give reasonable notice
	Same if required

	Registration
	Optional until final year of first term, prereq. to infringement suits, required for works prior to 1964
	Optional under §408

-Prima facie evidence of validity

-Prereq. for suit

-Incentives: stat. damages, attorney fees
	Same, but not a prereq. to suits outside the U.S.

	Categories
	Non-dramatic Literary works (TX), performing arts (PA), visual arts (VA), sound recordings (SR), serials (SE)

	Deposit
	Prereq. for suit, potential sanctions for failure to deposit
	Same
	Same, but no prereq to non-US suits

	Recording Transfer of Interest
	Unrecorded transfers are void against subsequent bona fide purchasers
	Same, prereq. for suit
	Same, not required for suit

	Publication
	No language in the act, but case law indicates that publication occurs when, with author’s consent, the original or copies are sold, leased, loaned, given away, or made available to the public – offers to sell or give are enough

-Publication to a limited group does not constitute publication
	§101 – basically codifies the 1909 act – distribution of copies or phonorecords to the public, public performance, or offering for sale

-Publication to a limited group does not constitute publication
	Same




Trademark




Digital Copyright Issues, Defenses, and Remedies

Trade Secret


§103 – Non-obviousness


(a) a patent may not be obtained though the invention is not identically disclosed or described as set forth in §102, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been obvious at the time of invention to a person having ordinary skill in the art


-§102 looks at individual prior art references – do any of them specifically disclose the invention


-§103 looks at all of the prior art references together to see if they predict the new invention – anything logically related to the invention counts as prior art, when evaluating consider:


		a) Scope/content of prior art


		b) Differences between prior art and claimed invention


		c) Level of ordinary skill in the art


d) Secondary factors like: long-felt need, commercial success, failed efforts by others to solve the problem, copying by others, praise, unexpected results, disbelief by experts that invention would solve the problem


e) Would there be a motivation to combine the necessary prior art


b) Special rules for biotechnology patents...


(c) Patentability shall not be negatived by the manner in which the invention was made...





§101 – Subject Matter


“invents or discovers any new and useful process, machine, manufacture, or composition of matter, or new and useful improvement thereof





Patentable subject matter:


-“machines”


-Medical procedures (subject to enforceability)


-Purified natural products (Parke-Davis v. Mulford)


-Organisms must be invented (Diamond v. Chakrabarty), not just discovered (Funk Bros. v. Kalo Inoculant)


-Software (In re Alappat (rasterizer), State Street)


-Business Methods (State Street)





Non-patentable subject mater:


-Laws of nature


-Physical phenomena (including elements)


-Things in their “natural state” (Funk Bros.)


-Abstract ideas (“mental steps” doctrine)





§102 – Novelty


A person shall be entitled to a patent unless:


(a) Invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country before the invention thereof by the applicant for patent – “Novelty”


-Was the invention disclosed before the date of invention – prior art


-Public use looks at things like: number/ credibility or witness, intent of presenter (secrecy), number of disclosures, amount of enablement in the disclosure


-Rosaire v. National Lead – oil patent


-Rule 131 practice “swearing behind”


(b) Invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the US application – “Statutory Bars”


-Was the patented subject matter publicly disclosed by the inventor


	-Egbert v. Lippmann – corset stays


-Experimental use exception


-City of Elizabeth v. American Nicholson Pavement – pavement test


(c) Has abandoned invention


(d) Invention was first patented or caused to be patented by the applicant in a foreign country more than 12 months prior to the date of application for patent in this country


(e) Invention was described in:


(1) An application for patent published under §122(b) by another in the US before the invention date (check issues for foreigners)


(2) A patent granted to another in the US before the date of invention


(f) He did not invent the subject matter to be patented


(g) (1) interference with foreign invention


(2) Before such person’s invention thereof, the invention was made in this country by another inventor who had not abandoned, suppressed, or concealed it.  Consider conception, reduction to practice, and reasonable diligence of first to conceive and last to reduce to practice


-First to reduce to practice gets the patent unless someone else can show 1) first conception and 2) reasonable diligence





§101 – Utility


Patentable subject matter must be useful


-Two factor test:


1. Credible utility – someone skilled in the art would accept that the invention was currently useful for its intended purpose


2. Specific and substantial utility – it has a real world use


		-High biological activity is not specific


-Academic study is not a substantial use (Brenner v. Manson)


-Pharmaceuticals: generally require demonstration of: reasonable correlation between experiment and theory, structural similarity, and animal testing


-Biotechnology (ESTs): connection to actual disease or gene


-Social utility – social benefit


-Inherently unsuccessful inventions are barred





§112 – Enablement


“The specification shall contain a written description of the invention, and of the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode contemplated by the inventor of carrying out his invention”


-Specification must list the best mode known to the inventor to practice the invention, failure to do so could void patent rights


Claims – precise definitions of the subject matter claimed


	-Composition – chemical compositions/ingredients generally


-Markush group – a genus of compounds expressed as a group consisting of designated members


	-Process


	-Apparatus/machine


	-Product-by-process


-Means + Function – restricted to the means listed in the specification (and their equivalents)


-Applies only to means known and claimed at the time of application – if a means was known but unclaimed cannot be claimed under DOE


-DOE can be applied to after-arising technologies that create new means equivalent to claimed means


	-“Jepson” claims – improvement on prior art claim





Remedies: §§281-286


a) Injunctions (preliminary and permanent) §283


b) Monetary


	1) Damages §284


	2) Attorney Fees §285


c) Presumption of validity §282





Without authority:


-Done without permission or a license


-Consider assignment agreements, state “shop rights”, etc.





Within the patent term:


a) Basic term is 20 years from application under §111(a), can be extended on certain grounds:


		i) Regulatory review §156


		ii) FDA regulatory delay §155


		iii) Interference; secrecy order; appeals §154(b)


		iv) PTO Delay (since 1999) §154(b)


b) If the application was published after 18 months (under §122(b)) protection may date to that disclosure








Key Issues:





Territoriality:


-Imports into the US


-Manufactures within the US





Makes, uses, sells, imports product/invention made by patented process


a) Patent protection extends only to the scope of the subject matter covered by the claims


1) The claims define the “intellectual real estate” protected by the patent


b) Types of infringement:


	1) Direct – party is actively infringing the patent


2) Inducement – party encourages others to infringe a patent


3) Contributory – party produces an instrumentality that allows another party to infringe a patent


c) Methods of infringement:


	1) Literal


a) Product must infringe on every claim made in the patent


	2) Non-literal (“doctrine of equivalents”)


a) Graver Tank v. Linde – “function-way-result” test: if a product performs substantially the same function in substantially the same way to achieve the same result it infringes under the doctrine of equivalents


b) The doctrine of equivalents cannot be used to claim subject matter covered by prior art or another patent


c) “Prosecution history estoppel”


i) Warner-Jenkinson – rebuttable presumption that claim amendments made during prosecution were intended to avoid prior art, therefore cannot reclaim subject matter given up during prosecution history


ii) Festo – Federal Circuit made prosecution history estoppel a complete bar to the doctrine of equivalents, the Supreme court reversed that and instituted a foreseeability bar – if the equivalent  was reasonably foreseeable during prosecution DOE claims are barred, if not then claims are allowed; applies to any amendment made during prosecution


d) Other issues:


1) Disclosed but unclaimed subject matter is not protected (Johnson & Johnston v. R.E. Service)


2) After-arising technologies – can usually be claimed under DOE as long as the presumption about amendments is rebutted





§271 – Infringement


(a) Except as otherwise provided: whoever without authority makes, uses, offers to sell, sells, or imports into the US any patented invention during the term of the patent infringes the patent





Defenses to Infringement:


a) Patent invalidity


b) Non-infringement


c) Prosecution history estoppel


d) Reverse “doctrine of equivalents” – same function, different way


e) Infringement done with authority


	1) First sale doctrine and exhaustion of patent rights


	2) Implied license


		a) Shop rights


		b) Permissible repair


f) Experimental use (under §271(e) “Bolar amendment”)


g) Prior use rights for business methods under §273


h) Medical activities under §287(c)


i) Intervening rights on reissued patents §252


j) Statute of limitations (6 years under §286)


k) State sovereign immunity


l) Equitable defenses


	1) Inequitable conduct


	2) Patent misuse


	3) Double patenting


	4) Laches


5) Equitable estoppel (conduct of patent holder leads infringer to believe they have permission)





§201 Ownership


1) Ownership vests with the author except for three cases:


	a) Joint works


b) Collective works – copyright only in the complete work, not the individual contributions (Tasni v. New York Times)


	c) Works made for hire


		i) 1976 Act regime for “works made for hire”


1. A work prepared by an employee within the scope of employment


2. A work specially ordered or commissioned for use as:


	a) A contribution to a collective work


b) As a part of a motion picture or other audiovisual work


	c) As a translation


	d) As a supplementary work


	e) As a compilation


	f) As a test


	g) As answer material for a test


	h) As an atlas


ii) If the work is specifically commissioned as a work made for hire


iii) Check employment relationship factors (p 31)





§106A Moral Rights


-Protect the rights of certain authors to attribution and the integrity of their work


-Subject matter


-“works of visual arts” (page 166 of Statutory Supplement)


-Protection Granted


	-False attribution


	-Intentional distortion, mutilation, etc


-Destruction of a work or recognized statutes


-Scope and exercise


-Exercised by the author throughout his life (even if he doesn’t retain the copyright)


-Rights are not transferable (it’s a right in attribution, not in the work)


-Limitations/exceptions


	-Subject to fair use


-Modification due to passage of time, wear and tear, and conservation are permissible





§106 Exclusive Rights


1) Reproduce the copyrighted work in copies or phonorecords


	-Only covers copies made in a fixed form


-Test for infringement: 1) Actual reproduction of 2) Protected material


2) Prepare derivative works based upon the copyrighted work


-A work based on one or more preexisting works or a work consisting of revisions, annotations, etc. which represent a new original work


-The work must recast, transform, or adapt a copyrighted work or contribute new copyrightable material to the work


3) Distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease, or lending


-First sale doctrine under §109 is an exception: once the work is sold the buyer has the right to dispose of the work as they see fit


-Under §602 – importation of illegal copies infringes right to distribute


4) In the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform the copyrighted work publicly


5) In the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work, to display the copyrighted work publicly


6) In case of sound recordings, to perform the copyrighted work publicly by means of a digital audio transmission





Limiting Doctrines


1) Idea/Expression dichotomy


a) §102(b)


		i) Baker v. Seldon


b) Merger doctrine – when there are only limited ways of expressing an idea the idea and expression merge


c) “Scenes a faire” – inherent scenes necessary for certain kinds of works


2) Design of useful articles


a) §101 – sculptural/ornamental works are protectable to the extent that they are separable from the useful article


	i) Physical separability


	ii) Conceptual separability


iii) Test: are elements primarily aesthetic or functional and are the items marketed as art or useful items


iv) Mazer v. Stein – copyright covers expressive features of useful articles


b) Brandir v. Cascade – serpentine bike racks


3) Typefaces


4) Works of the Federal Government (§105)





§102(a) Subject Matter Protected


1) Literary works


2) Musical works, including any accompanying words


3) Dramatic works, including any accompanying music


4) Pantomimes and choreographic works


5) Pictorial, graphic, and sculptural works


6) Motion pictures and other audiovisual works


7) Sound recordings


8) Architectural works


*Computer software is considered a literary work





§103 Compilations and Derivative Works


1) Covers only material contributed by the author, not to the preexisting works included in the new work





§102(a) “copyright protection subsists ... in original works of authorship fixed in a tangible medium of expression”


“Originality” – copyright is supposed to protect original creations by authors


-“Fixation” – requires a “sufficiently stable” format to be “perceived, reproduced, or otherwise communicated”, two such formats are “copies” and “phonorecords”


§102(b) – “in no case does copyright protection ... extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work”





§109 Limitations on Exclusive Rights (First Sale Doctrine)


(a) Lawful owner of a particular copy can dispose of it how they please


(b) Cannot rent software or recordings


(c) Owner of a lawful copy may display it publicly





Degree of similarity amounting to “substantial”





Nature of the similarity





The people to whom the work seems similar





Substantial Similarity (infringement)





“Sliding Scale” the fewer ways there are to express an idea, the greater the similarity must be before a work will infringe





requires consideration of:





Used by fact finder to evaluate





And





And





Or?





Substantial similarity between an element of the accused work and a “Golden Nugget”





Substantial similarity of the two works as a whole





then





then





then





determined by





Finding the “Golden Nuggets”





Filtering out unprotectable elements





Evaluating the protectability of elements





Dissecting the protected work into elements





Inverse Ratio Rule





Access





Probative (substantial) similarity





Plus





Or





Or





Striking Similarity





Direct Evidence





Leading





To





Of





Copyright protected material (legal matter)





Actual Copying (factual matter)





Infringement analysis


When the defendant denies copying the plaintiff’s work the plaintiff must show:





Trade Dress


-Often covers distinctive packaging of a product


-Falls into one of three classes:


1) Product design – cannot be protected without secondary meaning, consumers must associate design with a specific source (Wal-Mart v. Samara)


	-For close cases courts generally assume that trade dress is part fo the design, not packaging


2) Product packaging – packaging can have inherent distinctiveness and is protectable without secondary meaning


-Packaging and product must be separable


3) “tertium quid” (from Taco Cabana) – treated like product packaging





§2 Statutory Bars


-Subject matter that cannot be a mark


(a) Immoral deceptive, scandalous, disparaging marks


(b) Flag or insignia of United states


(c) Name, portrait, signature of living individual without consent, or of a deceased US President


(d) Likely to cause confusion with a non-abandoned valid trademark, unless approved by Commissioner


(e) Choose one:


(1) descriptive or deceptively misdescriptive 


(2) primarily geographically descriptive, unless indicative of origin 


(3) primarily geographically deceptively descriptive


-Is the geographic name descriptive, or misdescriptive


-If descriptive is there secondary meaning?


-If misdescriptive is it deceptive?


	-Yes – no protection


	-No – is the use arbitrary? 


(4) primarily merely a surname


(5) comprises functional matter


(f) Except as expressly excluded...nothing prevents registration of a mark which has become distinctive of a product





§1 Registration


-Use based registration under (a)


	1) Design product and mark


	2) Search for similar marks


	3) Actual commercial use  (even limited)


	4) Application for examination


		-See §2 Statutory bars


	5) Prosecution


-§6 – Commissioner can require can require applicant to remove unregistrable elements


	-§7 – Commissioner can allow amendments


-Even if the Commissioner wants alterations for federal registration registrant may still retain common law protection without the alterations


	6) After issuance there is an extendable 30 day contest period


-Intent to use registration under (b)


	1) File application (establishes priority under §7(c))


		-30 day opposition period followed by notice of allowance


-Mark must be used in commerce within 6-36 months


-After commercial use registrant must file Statement of Use


	2) Statement of Use triggers second exam and §1(a) registration





§45 ...trademark includes any word, name, symbol, device, or any combination thereof –


	(1) Used by a person, or


(2) Which a person has a bona fide intention to use in commerce and applies to register on the principal register


-Types of marks:


	-Trademarks


		-Has also been extended to trade dress


	-Service marks – distinguishes services


-Certification marks – used to certify the quality or origin of products


	-Collective marks – type of certification mark


-Trade names – names used to identify business/vocation








Establishing Rights


1) Distinctiveness


-For registration on the Principal Register a mark must be either:


1) Inherently descriptive (arbitrary, fanciful, or suggestive marks are in this category) OR


2) Descriptive, geographic, and personal marks must gain secondary meaning


-Secondary meaning – association between descriptive mark and a product


3) Generic marks can never gain protection


-“Mark Strength Thermometer”


2) Priority


	-Addresses first commercial use in commerce


	-Parameters to consider:


		1) Extent of use/preparatory activity


		2) Similarity of names


		3) Registration and the associated market


4) Types of goods offered with a particular domain name


-Under the 1988 reform act priority can be established with an intent to use registration


3) Federal Registration


	-Types of registration


§1(a) – use based registration (mark has already been used in commerce)


§1(b) – intent to use


§44 – foreign applications


-Registration does not create a mark, it only lists valid (or potentially valid) marks


-Marks can be registered on two registers:


	1) Principal – register valid domestic marks


2) Supplemental – register of marks that could potentially gain secondary meaning and registration on the principal register


	-Advantages of Federal Registration


		1) Enhanced Federal remedies


		2) Prima facie evidence of validity


a) During first five years registration provides evidence of validity which can be challenged on any grounds (lack of secondary meaning, genericness, etc.)


b) After five years the mark becomes “incontestable” and can only be challenged on grounds listed in §33(b) (Supp. pg 366)


		3) Nationwide notice of ownership and use


		4) Right to bring Federal action


		5) Use of US Customs 





§43(a) – Federal Enforcement


(1) Any person who, on or in connection with any goods or services ... uses in commerce any word, term, name, symbol, device, or any combination thereof ... which-


(A) is likely to cause confusion ... as to affiliation, connection, or association ... or as to the origin, sponsorship, or approval... OR


(B) in commercial advertising ... misrepresents the nature, characteristics, qualities ...








§43(c) Anti-Dilution Protection


(1) The owner of a famous mark shall be entitled...to an injunction against another person’s commercial use...of a mark or trade name...which causes dilution of the distinctive quality of the mark...considering:


(A) degree of inherent or acquired distinctiveness of the mark


(B) duration and extent of use of the mark


(C) duration and extent of advertising of the mark


(D) geographical extent of trade use of the mark


(E) channels of trade of goods with the mark


(F) degree of recognition of the mark


(G) nature/extent of use of similar marks by third parties


(H) whether the mark was registered


-Dilution is about lessening the capacity of a mark to identify goods (§45) and looks at two things:


1) Blurring –association with other goods


2) Tarnishment – negative association


-Key cases:


1) Ringling Brothers v. Utah Division of Travel – 4th Circuit held that plaintiff must show actual harm


2) Nabisco v. Pepperidge Farms – 2nd Circuit rejects 4th Circuit and creates a multifactor test to show likelihood of harm


	1. Distinctiveness of mark


	2. Similarity of marks


	3. Similarity of goods


	4. Interrelationship between marks and goods


	5. Shared consumer and geographic limits


	6. Sophistication of consumers


	7. Actual confusion


	8. Adjectival/referential quality of junior mark


	9. Harm to junior user/senior user delay in claim


	10. Senior user laxity (abandonment)


3) Moseley v. Victoria’s Secret – Supreme Court adopts the 4th Circuit test and holds plaintiff must show actual harm from dilution emphasizing the “cases dilution” language in §43(c)(1)


-The Circuits have split on whether a mark must be both famous and distinctive


1) 3rd Circuit in Times Mirror allowed niche fame and no requirement of inherent distinctiveness


2) Nabisco – there needs to be both fame and distinctiveness


3) TCPIP Holding Co. v. Haar Comm – must be both famous and distinctive


-Defenses


	1) Fair use in comparative advertising


	2) Noncommercial uses


	3) News reporting and commentary





§43(a) Civil Action


(1) Any person who, on or in connection with any goods or services ... which


(A) is likely to cause confusion, mistake, or to deceive as to the affiliation, connection, or association ... or as to origin, sponsorship, or approval of goods or services by another person


		-Covers unregistered marks


(B) in commercial advertising .. misrepresents the nature, characteristics, qualities, geographic origin of his or another person’s goods, services, or commercial activities (False Advertising)


	-Elements:


1) Uses a word, term, false designation or origin


2) In interstate commerce or import/export


3) In connection with goods/services


4) Designation is likely to cause confusion


5) Plaintiff has been or is likely to be damaged


		-Defenses:


			1) Puffing – unbelievable claims


			2) Free speech


			3) Comparative advertising


-Implied falsehoods – statements that are factually true but make an implication that is false or unfounded (Johnson & Johnson v. SmithKline Beecham – absence of aluminum in TUMS)





Infringement


Federal Causes of Action


1) Registered Marks §32(1)


2) Unregistered Marks §43(a)(1)(A)


3) False Advertising §43(a)(1)(B)


4) Dilution §43(c)


5) Cybersquatting §43(d)





§43(d) Cybersquatting: see digital copyright





Registered Marks §32(1)


(A) use in commerce of any reproduction, counterfeit, copy, or colorable imitation of a registered mark... which use is likely to cause confusion, or to cause mistake, or to deceive; OR


(B) reproduce, counterfeit, copy, or colorably imitate a registered mark...such use is likely to cause confusion, or to cause mistake, or to deceive ... shall be liable in a civil action


-Test for infringement: likelihood of confusion


-Likelihood – an appreciable number of reasonably prudent consumers would be confused


	-Survey evidence


	-Actual confusion (letters, testimonials, etc.)


-Confusion – confusion as to source, affiliation, or sponsorship


	-15% market confusion is sufficient to prove confusion


	-Types of confusion


		1) Initial interest – “bait and switch”


2) Post-sale – purchaser is not confused, but those viewing the product might be


		-Calling a product to mind isn’t equivalent to confusion


-Proving likelihood of confusion, the “Sleekcraft factors”


	1) Strength of the mark (thermometer)


	2) Proximity of the goods


3) Similarity of the marks (sight, sound, meaning)


4) Evidence of actual confusion


5) Marketing channels used


6) Type of goods


7) Degree of care/discrimination used by consumers


8) Defendant’s intent in selecting the mark


	9) Likelihood of expansion of the product line


-Non-competing goods


-The test for infringement is likelihood of confusion, if there is no likelihood of confusion then there is no infringement


-For promotional goods must ask is there a misperception about sponsorship





Contributory Infringement


-A manufacturer or distributor of goods who aids or encourages trademark infringement is liable


-Must have actual knowledge or reasonable suspicion


-Types of liability:


1) Landlord – knows/has reason to know that infringing activity is taking place on the premises


2) Printing – printing an advertisement or information about infringing products


3) Supplier – continues to supply misbranded products after learning they are misbranded





Remedies


§34 Injunctive Relief


	-Preliminary and Permanent injunctions


-Granted based on balancing of impacts between mark holder and infringing business


-Qualified injunctions – remedies to ensure there is no confusion)


	-Structural changes for trade dress


	-Corrective advertising


§35 Damages


	(a) Profits, money damages, attorney fees


-§29 requires constructive notice on products or actual notice (cease and desist letters)


	(b) Treble damages for use of counterfeit marks


	(c) Counterfeit mark statutory damages


		-$500-100,000 per mark per good


		-If use was willful up to $1,000,000 per use


(d) Domain name statutory damages of $1000-100,000 per name


§36 Destruction of infringing articles


§37 Cancellation/modification of registration





Criminal remedies available for counterfeiting


	-18 USC §2320


	-§34(b)


	-§36








Consumer Confusion in Cyberspace


1) Initial interest confusion


-Brookfield Comm. v. West Coast Ent. – even if a customer immediately realizes their mistake the infringer gains a customer, definition of confusion


-Planned Parenthood v. Bucci – external names could cause confusion to users


2) Likelihood of confusion


-GoTo.com v. Disney – similarity of goods and use of the web as a marketing channel re critical factors to consider





Trademark Defenses:


1) Genericness – when a mark becomes descriptive it loses protection (mark holders must monitor)


2) Functionality – functional aspects of products cannot serve as trademarks or trade dress


	-Utilitarian functionality


		-A product feature is functional if it:


			1) Is essential to the use/purpose of the article; OR


			2) Affects the cost or quality of the article


-Burden of proof: claimant must prove non-functionality of trade dress


	-Previous patent protection suggests functionality


-Can overcome presumption by showing that the design feature is ornamental, incidental, or arbitrary


	-Aesthetic functionality


-If a product is bought predominantly for its aesthetic features those features may be functional (Restatement of Torts §742)


-Test: a feature is functional if granting trademark protection would substantially hinder competition


-Pagliero test – if the element is important to the commercial success of the product it is functional


	-Often criticized


-Wallace Silversmiths – granting trademark has to foreclose alternative products before it is denied


-Supreme Court jurisprudence


-Inwood Labs – a feature is functional if it is essential to the use/purpose of the article or affects the cost or quality of the article


-Qualitex – a feature is functional if denying its use to a competitor would put them at a significant non-reputation based disadvantage


-TrafFix – reiterates Inwood Labs test, the court does not want to create perpetual patent through trademark


3) Nominative use


-Trademarked names may be used as a name if there is no chance of confusion


4) Abandonment


	-Unsupervised licenses


-Cannot assign in gross (name and business must both be given, the mark must go with a product, it denotes origin) 


5) Parody/First Amendment


6) Other defenses:


	a) Invalidity/prior use


	b) Fraudulent registration


	c) Laches


	d) Statute of limitations


	e) Estoppel


	f) Trademark misuse





Domain Name Disputes:


1) Cyber-piracy: ransom a domain name connected with a trademark to the trademark owner


2) Typo-squatting – register likely misspelling of popular domain names to trap traffic


3) Cybersquatting – registration of names that are not necessarily associated with particular sources, but done to deny access to others


4) Cyber-racing – multiple companies with the same name race to register the domain name


-Name is generally given to the first to register


Recourse for trademark holders


1) Trademark holders began by using dilution claims under §43(c)


2) Anticybersquatting Consumer Protection Act (ACPA) – §43(d)(1)(A)


-Any person who, with bad faith to profit from the goodwill of a trademark...registers, traffics, lr uses a domain name that is identical to, confusingly similar to, or dilutive of such trademark...shall be liable in a civil action...


	3) Uniform Dispute Resolution Policy (UDRP)


		-System set up by ICANN to resolve disputes


-Every registrant must consent to UDRP arbitration


-Basis for a complaint


1) Domain name identical or confusingly similar to a trademark


2) Domain name holder had no “right or legitimate interest in” the domain name AND


3) Domain name “has been registered and is being used in bad faith


		-Administrative process


			1) Challenge (complaint)


2) Domain name holder has 20 days to respond


3) Panel decision within 14 days of response


	a) No appellate system


4) Dispute may be taken to the appropriate local court





Trade Secret (UTSA §1(4))


i-information, including formula, pattern, compilation, program, device, method, technique, or process that:


(i) Derives independent economic value from not being generally known and not being readily ascertainable by proper means by other persons; and


(ii) If the subject of efforts that are reasonable under the circumstances to maintain its secrecy














Risks and Benefits of Using Trade Secret Protection


-Protection persists only as long as the information is secret


	-Reverse engineering


	-Independent creation


-Patent grants protection against the world, but requires disclosure


-Some products are only valuable for a short time, not worth the price of patenting


-Trade secret protection can be perpetual if appropriate steps are taken


-Difficult to detect violations (statute of limitations can give protection to violators)


-Available remedies may not restore plaintiff





Remedies


-Restitution 


	-UTSA §3 Damages


(a) Compensatory: actual damages and unjust enrichment


(b) Exemplary awarded for wilful and malicious misappropriation (up to double award)


-UTSA §4 Attorney Fees – awarded at the court’s discretion for wilful and malicious misappropriation


-Restoration


	-UTSA §2 Injunctive relief


-Can enjoin threatened misappropriation, use of misappropriated information, or enforce a licensing fee for misappropriated secrets


-State criminal sanctions





Misappropriation


-Improper means


-Acts like espionage, material breach of contract, wire tapping, etc.


-Can avoid liability if they can show the secret was not secret at the time the improper means were used (trade secret protects secret information, it doesn’t punish bad acts)


-Breach of confidence


	-Confidential relationship is established either:


1) Express – a promise of confidentiality prior to disclosure of the secret


2) Implied – relationship between the parties suggested a confidential relationship


a) Party knew or had reason to know the disclosure was intended to be in confidence AND


b) Disclosing party was reasonable in inferring that the person consented to a confidential relationship


-Departing Employees


	-Reasonable contractual agreements are enforceable


		-Non-competes, non-solicitation, assignments, etc.


	-Cannot disclose trade secrets of former employers


	-see page 65 of outline for agreements


-Reverse engineering is generally legal (DMCA outlaws some types of reverse engineering)





Disclosure


-By the secret owner


1) Secret is apparent (either at the plant or in the product) – secret is lost with no remedy


2) Secret is hidden – protection may continue if improper means were used to appropriate the secret


3) Secret is accidentally disclosed – other parties cannot disclose the secret if they know it was accidentally disclosed, otherwise they can disclose it with no penalty


-Third party disclosure – owner can sue the disclosing party if it was obtained improperly, but protection is lost against the rest of the world (the secret is no longer secret)


-Required disclosure (EPA regulations, DOD, FDA, etc.) – parties argue this should be treated like a taking





Scope


-Technical information


-Business information (customer lists, suppliers, market demand, business plans, unproductive research)


-Most easily protected if in a tangible form








Reasonable Efforts to Maintain Secrecy


-Balancing test


	-Cost of secrecy against value of secret


-Fencing costs (labeling, security guards, plant modifications, nondisclosure statements, etc.)





Elements of a trade secret claim


a) Subject matter qualifies as a trade secret


	1) Information is not generally known


	2) Information is not readily ascertainable


		a) Not a requirement in California


	3) Commercial value


	4) Reasonable efforts were made, under the circumstances, to maintain secrecy


b) Misappropriation


	1) Obtained by improper means; or


	2) Obtained by breach of confidence





Implied Contract


-Factors


1. Disclosure of the idea is clearly conditioned on an obligation to pay for it if used


2. The condition must be clearly set forth before the disclosure and the recipient must voluntarily accept the condition


3. Novelty


	-Some states require complete novelty


-All states require at least that the idea be novel to the buyer





Right of Publicity


-Right of people to control their image


-Stems from State Law rights


-Also touches copyright preemeption





Trespass to Chattels


-Server invasion/use





Contract or licensing of intellectual property


-Also impacts copyright preemption





Other Forms of Idea Protection








Misappropriation


-A tort created by the Supreme Court in Int’l News Service v. Associated Press – a form of unfair competition that creates a property right in information


-Idea was solidified by New York in NBA v. Motorola


	1. Plaintiff generates or gather information at a cost


	2. The information is time sensitive


3. Defendant’s use of the information constitutes free riding on the plaintiff’s efforts


4. Defendant is in direct competition with a product or service offered by the plaintiff


5. Ability of other parties to free-ride on the effort of the plaintiff or others would so reduce the incentive to produce the product or service that its existence or quality would be substantially threatened


-Touches on copyright preemption under §301 (states cannot grant or extend protection granted under copyright)





Confidential Relationship


-Factors


1) Party gained the confidence of another party and purports to act or advise them with the other’s interests in mind


2) The party uses the ideas of the confidant


3) The idea taken was novel to the buyer








